“hich

- {by whetier-there to sity-lawiul ground of:objettion-to- the
gbant 8f the fatknt tndeér t}ﬂm&m@w tfi pursuance
of the applicatibn, o . ‘ ,

(¢}, the ;@:?un ot mgffsngmm thadd thder Sectich 12,

. {d) Whether the pHbrity. date of ¢ach elalm &3 indicated
, ggv t}wf‘ggg pabni i3 the priority date of that clalm as
détermined by this Act, and o .

(e) any other matter which may be prescribed.”

Clause 18—Sémrch for antiefpatién by previews pablleation and by
pilor claimt : o

378. I have already set cut in paragraphs 111 to 115 anté my views
as to what should constitate anticipation by publcation. - 1 have
there explained - that the UK. system; which been {Gllowead - In.
India under S&ction § of theé Paténts end Designs Act, 1911, of antlci-
patory publications being confined to publication in India and which
is continued in the Bill {3 not in the interests of the country and that
nntioz}al economy would be -better served if the continental or the
American sygtem, whereunder publication of the invention before

the priority date in any part of the world constitutes anticipation,
were adopted. ‘

379. It may be noticed that though the marginal note to Clause
12 refers to a search for anticipation by previous publication etc., the
body of the clause does not use the expression “anticipation”. This
may be remedied.

380. A provision on the lines of Section 11(2) of the UK. Act,
1949 is useful and may be edded. Section 44 of the Patents Law of
1857 of Czechoslavakia centains a provision for a Commission of
Experts as the advisory organ of the President of the Patent Office,
with assignments to be fixed by the latter. A similar provision for
a panel of experts to advise the Controller, if he desires at any
time to consult them on questions involving novelty or subject
matter might be usefully adopted here. The references should be
meade confidentially and if the report of the cxpert is adverse to
the applicant, the Controller might be dirccted not to act upon the
report without making the report available for the applicant and
giving him an opportunity to be heard.

The Clause may be redrafted thus:

“12. Search for anticipation by previous publication and by
prior claim.—(1) The Examiner to whom an application for

a patent is referred under section 11 shall make investiga-

tion for the purpose of ascertaining whether the invention

so fur as claimed in anv claim of the complete specificu-
tion—

(n) has been anticipated by publication before the date of
Oling of the applicant’s complete specification in any
specification filed in pursuance of an application for a
patent made in India and dated on or after 1-1-1012;

(b) is claimed in any ¢laim or any other complete specifica-

' tion published on or after the date of filing of the

?Fplicam'a complete specification, being a specification
1

ed in pursuance of an application for @ patent made ©

ﬁgﬁ

L1

in Indimiand dated: before or cikiming-the pricrity date
earlier than that date. . .

(2) The Examiner shall, in addition, make such investigation
as the Controller may direct for the purpose of assestaln-
ing whether the-invention, so far as claimed in any claim
of the complete specification, has been anticipated. b pub-
lcation in india or %Ls%wbere in any other document before
the date of filing’ of the applicant’s complete specification.

(3) Where a complete specification {5 amended under the pro-
vislons of this Act before it has been sccepted, the amend-
ed specification shall be examined and i{nvestigated {n like
manner as the origiral cpecification,

(4) The lnvestigations mode under this Section chall nst &
held {n any way to gueranteo the validity of ony psten
and no liability shall be tncurred by the Central Govern
ment or any officer thereof by reascn of, or in connzcti
with, any such investigation or any proceeding consague
thereon.”

©
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Clause 13-~Censideration by the Controllor of the repert by tha
Hxaminer

381. The practice in Australia is to forward to the a;
report of the Examiner on the complete specifi
section 33 (1) of the Austrdlian Act provides f{or the ¢
the time for acceptance from the date on which the rej
to the applicant.  In the U.I{ as well a5 under the Indian Pate
Designs }:ct, 1811, the practice that prevails is for the app
informed merely of the objections of the Controller, the r
Examiner as such not being forwarded to the applicant,  The pre
practice may continue.

382. The next question is as regards the procedure to be followed
by the Controller in disposing of the application in the Jight ¢f the
examiner's report.  No doubt Clause 73 makes provision fer the Con-
troller affording an opportunity to an applicant before any discre-
tiona.y power vested in him is excrcised adversely to the applicant.
But in order to avoid any argument that Clause 73 might not be
attracted to cases where the statute directs the Contreller to pass
orders rejecting an application, it would be preferable to put matters
neyond controversy.

283, I would necordingly suggest that the clause might be redrafted
thus: —

“13. Consideration by the Controller of the report by the
Examiner.~—Where in respect of an application for a patent
the Contvoller has received the report af the Examiner, he
shall if the same were adverse to the applicant or reguired
any amendment of the application or of the specificaticn to
ensure compliance with the provisions of this Act or -the
rules made thereunder, notify the applicant of the objec-
tions to his application, and require the latter to show cause
why the objections should not be upheld. The Controller
shall after hearing the applicant, if the latter sp desires,
dispose of the application in accordance with the provisions
hereinafter appearing.” .

198 C & T—11



Clauses 14 and.15.—Order of refusal or amendment of application:gis
certaln cases -

384, These clauses which deal with substantially the same ma.ttei' T
broadly correspond to Sectiong 10(1) and 6(2) respectively of the !

UK. Patents Act, 1049, It would be convenient.-to combine the pro-
‘visions of these two clauges, S

385. There is no.provision corresponding. to. section 10(2) of the o
UK. Act, 1840 dealing with cases where the primary or the intended . - '
use of an invention is lawful, but there is 'tge possibility of the in.
vention being put to a use which is ofthof"ﬁéntrary to law op ta
morality. In such cases, the UK. Act vosts the Controller with g
discretion to accept the application, provided the applicant dig.
claims the unlawful use of the inventlon. - Ceases where advantage .
has been taken of this provision have been few but notwithstanding -

this, there is no doubt that this is g uscful provision and might be
added. ‘

385, The following redraft seeks to implement th

is recommenda-
fion: —

“14. Refusal of application in certain ceses-—(1) Where the
Controller is satisfied that the application or any specifi-
cation filed in pursuance thereof does not comply with the
requirements of this Act or of any rules made thereunder,
the Controller may either
(a) refuse to proceed with the epplication; or {

{(b) require the application, specification or drawings
be amended to his satisfaction before he proce
with the application.

(2) If It appears to the Controller that

(a) the application claiming to be a convention applica-
tion was filed in contravention of the provisions of
Chapter XVII, or

(b) the invention claimed in the specification is
(1) not an invention within section 2(h), or

- (i) not patentable under section 3,
he shall refuse the application,

(3) If it ap :ars to the Controller that any invention in res-
pect of. shich an application for a patent is made might
be used in any manner contrary to law, he may refuse the -
application, unless the specification i{s amended by the in-
sertion of such disclaimer in respect of that uce of the in.
vention or such other reference to the illegality (hereof 3
as the Controller thinks fit, -

YO
eds

Cluuse 16—Other orders of the Centroller

387. Clause 16(1) deals with the division of an application. This
provision is necessitatec. by the rule that an application for a patent
should be confined to and ‘each patent would cover only a single in-
vention.  Where the complete specification filed in respect of an :
application and the claims based thereon, relate to more than one
inventfon the Controller is bound to raise an objection requiring

“the applicant to amend his complete specification by confining it to

149

j aised by
k| e invention. -But even spsrt from such objection r \
the Controller, the anlicant for a patent might himaelfl éeahse
the defect in his application and seek to emend his comlf::h e spg-
cification to conform to the Act. In either of these cases the hajpp i‘
cant would naturally be desirous of covering his invention \Y*clb'ndeg
disclosed in the specification already filed but which is ex 111
from the earlier complete specification, by filing a further a;g;n ca-
tion and obtain a patent therefor. It is to this situation that Clause
16(1) is directed.

wever, which appears in
388. The Ianguage of the draft clause, however, wh T ;
pert to be basgd.gpon the provisions of Section 6(3) of the UK.

Patents Act, 1849, is defective in more respects than one.

- j ggest that if an
Tirst, the sub-clause by impiicaticn appears to su —ga;;ltha;ﬁui_
carlfer complete specification filed in pursuence of a slilnb e 1335 2
tion disclosed more than one invention, the Controller h thy

cent to require the applicant to restrict his f{‘;?im?’ktg 0}‘:? Svc,;l
This of course i3 not what wos intended. The ;7“1@2\) ogjv)f:ﬁn.:*
sub-section should be altered to make it cl_ear t{m; tf ‘\:(‘: ::;:;1
as no such option once he finds that the claims of a complete speel

fication relate to more than one invention,

Secondly, it i5 not clear whether thcj G
the further'application might be a provision b a ¢ mple
specification, though 1 believe the intention xﬁc\: :m Vcr;\‘;ym\\,_;.ug
complete specification. The Austyahgn Act \L‘]—FJ(-T-»C—V'\ :;\: ‘id b’-:
ferms requires that the fresh application 51‘0}1«(’5‘3{ u_-.cot..‘ran.;}hql,
a complete specification. [ would recommend this being made clear.

pecification to accompany
T o
ag

.
feex

Lastly, the sub-clause provides for ths‘-’ant.e—datmg ohf It‘;e ‘ktrz
application to the date of the original application or such .'Lz.eArArc:a e
as the Controller may fix, in which event th‘e furtx}grl applxc_aaj::ij is
to be deemed to have been made on the date which it bears in
accordance with such directions.

. The_ provision empowering the Controller to ante-date the
fur?ggr agpligation and the specification filed with it, to an eaérho:r{
date reproduces in effect the provisions contained in Section 6(5) o
the UK. Act. In regard to this, however, I would suggest a qhiangef,
which, while being logical and consistent with the principle o
differentiation between the priority date and the date of the patent,
produces a just result.

390. The ante-dating of an application and specification has signi-
ficance for twe purposes: -

for fixi the priority date for determining anticipa-

o t(i)gn.h lIr})ngc basif principle underlying th'is ‘is that subject

to any provision as to post-dating the prierity date should

be the date on which the invention was first d.xs‘closcd.

In my redraft of Clause 10(5) I have made provision for

the priority date in respect of the further application filed

after division, being determined with reference to this
principle.

(2) for fixing the date of the patent which under the Bill is

the date of the filing of the complete specification [vide

o




wwwww « awvyiyy, AL the:further-application s trealed s,

having been filed on the date it was actually filed, there

would be difficulty in retonciling it with the statutory re- -

quirement as to the maximum time which might lapse bet-
ween the filing of a t?rovi‘xiomﬂ and & complete specifica-
tion. Under Clause 8 of the Bill, this maximum interval
was 12 months and I have suggested this being increased
to 16 months. In the normal courze of events, the defect
which neceasitated the division of an application would be
noticed only when the complete specification iz examined
and by this dats in very many cases the 15 month-pericd
would have lapsed. There is therefore” necessity to
make a provision for ante-dating the date of the filing of
the complete specification to avold this result. I however
consider that it waould be just and also logical to ante-date
the further application and the compleis specification filed
therewith to QE@ date of the flling of the earlier complete
specification ag the further specification became necessary
merely on account of extra matter contained in the spe-
cificatipn. In this eltuation §t would te inecessary to en-
sure that the spacification filed with the further appli-
cation does not eontain any matter not already disclosed
in the eariier complete specification contained. If the
applicant desirez to incllide fresh matter not already
in the complete specification already filed, he must file
fresh application which would have other priority and
filing dates.

391. Including these points the clause should with clarity specify
that: —

(1y A further application may be made for an invention dis-
closed either in a provisional or a complete specification

already filed [vide sections 6(5) of the UK. and 51 of the
Australian Acts], ’

(2) Such an application may be filed by an applicant who,
either apprehends that his application might be held de-
fective on the ground that more than one invention has
been claimed in a complete specification, or in order to

remedy a defect of this nature pointed out by the Con-
troller (ibid).

(3) { ‘ne fresh application to be filed before the acceptance of
i ¢ complete specification {Section 51 (1) of the Australian
Act].

(4) The fresh application te be accompanied
specification [01(2) of the Australian Act].

(5) The Controller to be ampowered to require amendments
to Le made in the complete specification first filed as well
as in the complete specification filed with the fresh applic
cation to cnsure that the same matter is not included in
both the complete specifications [UK. Rule 13(2)].

(6) The deletion of the later part of clause 16(1) .which

empowers the Controller to ante-daie the fresh complete
specification, '

by a complete

&§
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: ag also the sub-clause

92. Sub-clause (3).—This sub-clause, B} e
tha% tollows, confer g))wgr \ixponi é’,’i Eﬁ;ﬁlﬁi} etib?spto-;i?éea Szga;i:;alixn

. Sub-clause esls w d !
ig};\i:n uence of 8 request made by the z§pphcant. Provisxog eonr;
these lines was first introduced in tne U.K. in 1832 by anhggnen'mme
irtroduced by the Patents Act of gm; ye&r. UAK81ng?tt (ff 194@; gr; the

y e UK.
language of this provision was made by | Dy the
i ; t any time after an appitc
introduction of the opening words “A : tion
! i these words, it was he
has been filed”. Before the introduction of these A a3 held
i ' i tent (36 R.P.C. 267) that where ar
in Seligman’s Application jor a Pa a7 | there on
ted within 18 months from te
application had not been accep v o ey "ot the
he filing and had therefore 'be‘.ome void | he
il‘f} no apgplicaﬁoz‘x for post-dating could be‘ ecxin?rtaqi‘nedtlil'};eq ‘1&
sertion of the words {talicized above is stme} in ;acrrrcp n the
Law of Patents as overruling this decisieon in these t‘,.n:.,,}.] "
§ & 52 of
¢ .+ the present Act it seemy plain, by resson ol i C,(U““ of
Un?lg‘; tworgs ‘at any time’ that where an appl}cmion is pof,;ﬂ
dated 1t is treated for all purposes os having been made
on the later date”.

[Terrell on Law of Patents: 0th Edltlon Page 397. N
| do not agree with this comment and in this I am sup'po&eipb;(vgg;g{
decision of the Divisional Court in A, }‘i F}r‘con?:mfwanm 0 [{‘;Cﬂ iJw.
R.P.C. 263), which has been afirmed by the ,oa,&tﬁ '?t’iokrpir{i" !
1650 R.P.C. 25. It is not however proper to ieave b :;ua fex ¢ 5
stote of smbiguity and I weuld resolve {t on the lines o int .
decision. i e s

393, Sub-clause {3).—This sub-clause has to be drafted so a5 o
conform to the draft of Clause 14(1). . oy o o

i snonds to Seation T(3) of ke
94. Sub-clause (4).—This COTI‘quO‘hdu to Sestion T(3) of | the
U_lg‘gAci 1 would suggest two chan%ies m(lt\hcfsg}i::ilcanujbi' tl?xcs Sﬁo;fa
i +d to the reference to sub-section (1) 04 iu n 12: should
1:: rt?)gzub-scction 1(a), the matteg)refgr;ed to 125u1‘b¢-c415\;?_ c(ubb)c?acfzz
dealt with by Clause 16(5). The second 43 Lndt =5°"=,
tXh(?l‘) in making a reference to ‘(Ljhe”cou{ury‘ofvpz,olt)uﬁi:.x%ga%ﬁtgwl cg;;;xg
s uses the words “in India”. In view O L0S =580 e
:gzgrt*nﬁenedsed in the rule as regards what shall constitute cmdantlxn
cipatory publication by documents, it 15 necessary that thbe t\‘vvo‘rﬁgn O.%
India” should be deleted. I would further suggest tk}‘e{su s ;Cuc tancé
the words “acceptance of the complete sz;ytzcxhcatxontt Orinathepnotes
of the application”. T have discussed this last matter :
to Clausc 18 \
rv {s sections 8(2) and
~05 Sub-clauses 5 and 6.—Thesc correspond to sectiol 6(2) and
F”“‘)OE‘)V{ kz;:? CUI,‘I:'J“RCZ, 1940 and make provimonltor rc{r.;leixgcfn,r,)(;;;lg
év\i)cr(ed in the éocciﬁcntions. There is onc otf)\or frat‘n‘\ct }C\w l;{;
those provided tor in Scctions 8(2) and 8(3) o ”Hi.(sh ; :p(*(:iﬁ(;
tcorresponding to Clauses 16(3) and 16(6) ) upm}w \t“if‘-th(@ sheciie
rcfe"cﬁco may be inserted by the Controller. 'Tm ‘ u\ ~_1< n"th—e

tier of Section 9 of the UK. Act. This Section 9 is 3{130;\ ?80 e

?éiommondntion of the Swan Committee who {n paragraph

their Final Report sald: . :
“We also consider that provisiona ghould be mar‘le in the A‘cgs
to the effect that wﬁere, in the Comptroller’s opinton, tne

K.
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invention clasimed cannot be performed without risk of in-

fringement of some claim of an earlier patent which is in

;orftte and priria facie valld, he' may, unless the applicant

: aifgi?fifmemm 3atgé ifnsert ) specii ﬁg reference to such. earlier
itent, : arence to it after th

notice to the public”, © claims by way of

306, Broadly stated thls recommendation was in efféct to put into

precise and glatutory form the previously existin prectice of the ~

Patents Office. Luxmoore, J., referred to the practice in t
in Daniel Adamsen & Company's bpplication_(ﬁ'% %.P%. 11'1?{};5;61 {j;)d

“A specific reference 1s inserted.in order ‘o warn the public - -

Pn;_i to call attention to a ‘relationsz Hp existing between
the Invention deseribed and claimed in the specification in
swhiteh cuch reference appears and :the invention deseribed
end - claimed in the Letiers Patent the subiect u
specific reference.” . ' ’
There were also other caces in which accordi i
the Patent Office specific reference used to dbfg‘grztte?ciéhgugriatmilsceu?x:f
necessary to go into the details of that practice. I understand th"lt
the practice in Indiz is on the;same lines as in the UK. Under i};e
cxlsting practice though the Controller normally requires an appli-
cont to insert e reference and declines to proceed with the app‘.l/iam
ton In proper cases unless the reference were inserted he is r;ot
azndgr eny statutory obligation to do sc. 1t was this opt'io*. or dis-
crevionary power of the Controller that was made oblirrat:;rv and
statutory under Section 9 of the U.K. Patents Act, Theoorris)sion of
o provision on the lines of Section 9 does not therefore ma‘kc- much
difference because the existing practice will continue, But on tl;;
other hand, the codification of the law and a statutory definition f
the conditions in which a reference should be inserted would put U?é
matter beyond doubt. For these reasons I consider that it would
be useful to have a provision on the lines of Section 9 of the U.KX
Patents Act, 1949 to be inserted as one of the sub-clauses of Clause .16:

367, Sub-clarse (7} —This sub-clause re roduces » isi
contained in S, tion 8(4) of the UK. Pateg‘.s Act. t’I}};e g;?vvéflc;?
the Controller t insert a reference after the grant of the DatenAt is
in the U.K. put in to cover cases of belated oppositicn under Section
33 of the U.K. Act. As the Bill does not make any provision for
such belated opposition, references to the power of the Controller
subsequent to the grant of a patent must be omitted.

398. A redraft on the following lines will carry out the aboy
suggestions | — ' . ‘ ‘
“16. Othor Orders af the Controller—(1) (a) At any time
before the wcceplance of the cemplete specification g

erson whe nes made an application - for 4 patent under

this Ag‘t may, i he o desires, or with a view 1o remedy

the objection reised by the Controller on the ground that

the cloims of the complete sPcciﬂcation relate to mo;o

than one invention, file a further application in respect of

un inventior: disclosed in the specification provisional or

complate already :filed in' -regpect of A
application. pect of the ﬁmt‘memlonec‘i

of puch

atssd

&b) (i) The further application under the last preceding sub-
section shall ‘be: accompanied by a complete specification,
and the application and the complete specification shall be
deemed to be flled on the date of filing of the complete
specification in pursuance of the first mentioned applica-
tion. .

diiy The complete specification filed with the further applicz-

. tion shall not include any:matter not in substance dis-
closed in the complete specification filed in pursuance cf
the f{lrs! mentioned application.

{iii) The Controller may require such amendment of
complete specification flled in pursuance c¢f either
original or the further application as may be neces
to enzure that neither of the said complete cpecifica
includes a claim for matter claimed in the other.

{c) The further application shall, subject to the delerminz-

tion of the priority date under Section 10(5) of this Az,

be proceeded with as a substantive application.
Subject to the provisions ¢f Section 8 at any time afier
an application has been filed under this Act and befcre
acceptance of the complete specification, the Contre
may, at the reguest of the applicant made in the pres
ed manner, direct that the application shall be pest-daied
to such date as may be specified in the request, and pro-
. ceed with the applicaticn accordingly: _
Provided however that no application shall be post-c
under this sub-cection to a date later than six mer
from the date on which it was actually made or would,
but for the provisions of this sub-sectior;, be deemed 1o
have been made.
43) Where an application or specification (including  dravw-
ings) is amended in pursuance of the directions of the
Controller under Section 14(1) the application or specifi-
cation shall, if the Controller so directs, be deemed to
have been made on the date on which the requirement is
complied with or where the application or specification is
returned to the applicant, the date on which it is re-filed
after complying with the requirement.
(4) Where it appears to the Controller that the invention so
far as claimed in any claim of the complete sperificaticn
has been anticipated in the manner referred to in sub-
©section 1(a) or sub-scction (U} of Section 12 he  mav
refuse to accept the complete specaihieation  unless  the
applicant either
(n) shows to the satisfaction of the Controller that the
priority date of the claim of his comiplete specification
is not later than the date on which the relevant docu-
‘ment was published; or

(b) amends his complete specification to the satisfaction
of the Controller.

«5) 1f it appears to the Controller that the invention is claim-
ed in & claim of any other complete specification referred

T
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toin clause (b) of sub-section (1) of Section 12, he may, (b) the specification of that other patent fs amended by

subfect to the provisiong hereinafter contained, direct thgyt the deletion of the relevant eclaim; or
a reference to that othar

spacification -ghall be inserteq b ' : Is found, in proceedings before the court or the
way of notice to the ubﬁ in the applicant’s compleg (©) gontroller» that pthe relevant claim of that other
specification unless witgin such time ag may be prescrib. petent is invalid or is not infringed by wny working
ed either: of the applicant’s invention, Slicant

(&) :the applicant shows to the satisfaction of the Con. the Controller may, on the application of the appiicant,
troller that the priority date of claim is not later ¢ delete the reference to that other patent.
sponine, priority date”of the claimof the said other Clause 17-—Substitution of applications ete.
specification; or 3%9. This clause reproduces Section 17 of the UX. Act, the pre-

() the complote specification s amended to the satisfac- sent provision in relation to this matter belng contalned {n Section
tion of the Controller, IE)?LAP) ot me Indian Patents and Designs Act, 1911,

(6) If 1t appears to the Controlier'as a r The marginal note may be amended to read “Substitution of
tion under Section 19 or otherwige— an;z-i:‘tr'anuf.a cio” as in the UK.

(a) that the invention 8o far as claimed in any claim of : ¢00. Gub-clawse (1).—Sub-clause (3) indicates that the assign-
the applicent's complete specification has been clajm. ent ;Zf'& sreement dealt with in sub-clause (1) is in writing. fh,;‘i
ed in any other complete specification referred to in mir}hf’bn gmacfe explicit by the addition of the werds “in writing
clause (a) of sub-section (If)eocf Section 12; and :}Lgr Lthr:word “agreement” in line 3,

(b) that such other complete specification was published a ¢ 1b-clznse (2).—This sub-clause refers to an essignment or
on or after the priority date of the applicant’s claim; NéOl. ettxd‘ci«g:?)y\ o’r;e oé‘t\vo joint applicants for a patent. In the

ghen, unless it has been shown fo the satlstaction of the %;ct?:;mt ign;bvious that what i{s meant i3 “by onc of t?i‘iff ,YEO:“S

Controller that the priority date of the applicant’s claim ‘-:O:JV ;;—J\~]§cgnts", The words “or mora” occur in the C?t“:OéJO*g‘)C-A'L‘o

is not later than the priority date of the claim of that )L?Lr{ gécpﬁon 17(2) and they might be inserted in sub-clausze (2).

specification, the proviaions of sub-section (5) shal] apply i e clause (3).—Paragraph (c) of sub-clause (3) departs

in the same manner ag they '2pply to a specifleation pub- ¢ 102, Sub-clause (3). .

esult of an investiga.

SRL-T o : 17¢5) —by omitting reference
! UK. provision—Secticn 17(3) {(¢)—by o ! in
lished on or after the date of filing of the applicant’s com- from the u'.“'. provis ,O‘;A-_‘:d in a court. I do not consider the cinis-
plete specification. to the right being establishad in -

(7) Any order of the Controljer under sub-section (3) or (8)

of this section directing the insertion of a reference to
another complete specification shall be of ng effect unless
and until the other patent is granted,

(8) (i) If, in consequence of the investigations required by

the foregoing provisions of this Act or of proceedings
under Section 21 of this Act, it appears to the Controller
that an invention in respect of which application for o
patent has been made cannot be performed without sub-
stantial risk of infringement  of a claim of any other
patent, he may direct that a reference to that other patent
shall be inserted in the applicant’s complete specification

by way of notice to the public unless within such time as
may be prescribed eithep—

(a) the applicant shows to the satisfaction of the Con-
troller that there are reasonable grounds for contest-
ing the validity of the said claim of the other patent:

or

(b) the complete specification is amended to the satisfac-
tion of the Controller,

(11) Where, after 3 reference  to another patent has heen

inserted in a complete  specification in pursuance of 2
direction under the foregoing sub-section—

(8) that other patent is revoked or otherwise ceases to
' e in force; or

' 3 f the elaiman
ion justified. Further the reference to “the rights of the claimant
sion ) 3. aer W

et
e

~d

i ion" bei “finally cstzblishezd under
] espect of the invention” being “finally cot snder c
1105?:53?:; o(i)’lthis Acl” is an inaccurate descrriptior.b of_ ;h?tw‘osiz'?ﬁ\l'
?unc{;on bf the Controller under sub-clau.§e (a? ;r: ;thbdex Oohozg
refers.  Under sub-clause (5) the Clontr‘odei." 00;1, “C')‘;)cm“nmc‘é “o ne
Ariv‘ht;of the claimant to the inve‘r}f.wn, but is o" _)LCIC\J‘. bﬁ.}\e q:m“ e
4'?Mti"rw “for enabling the cpplication to prqustz'h ;{711:‘1.{; Lm":nar; ; of
one or more i for regulating the manner i
e or more of the parties alcne or regul . or in
?u?hbicﬁriilshould be proceeded with". In view of this, the provisions
of sub-clause (3) (¢) may be redrafted t.hus. e imvention
“(c) the rights of the claimant in respect 'of t'e'xlgourt' on
have been finally established by the decision of 2 .It
iv i i for enabling the applica-
ntroller gives directions _ ] :
(@ t'uc;r? S)Oproceed %r for regulating the manner in w}}ic}:\gt
slhould be proceeded with under the provisions of sub-
i is section.”
section (5) of this sec » ) S
403. Sub-clause (4)-—The UK. expression p(:r.oonalmlj"eg‘rii'fn,us
i h"« \?o be replaced by the words  “legal repres tive
tve as 1 piac O
Indian equivalent in line 27
g ept » of complete Specification
Clause 18~—Acceptance o I ‘ o
404. This clause corresponds broadly to Sections 1{3 zllgdeési(s)not
the UX. Patents Act, 1940 though tlhc xangjlgigéeb; b}x?ok};ﬂ o et
al. rould use m i
identi 1d suggest that this cla '
oo putts s in the UJC the frst desling with e time within Wwhich
e I;)ngicaﬁt should put his application and specification i R
an apj ,
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couries auskauny L2e prescription of the time within which he should
do so. The logicality of such an arrangement is too obvious to re-
quire argument in support.

405. There are two other matters to which I would draw atiten-
tion: (1) The Bill speaks of “the acceptance of the application”
whereas the UK. Patents Act refers to “the acceptance of the com-
plete specification”. I would prefer the UK. form because the main

subject matter under examination {8 the specification and it is when.

that is in order that an acceptanse takes place, (2) Section 13(1) ot
the UK. Act carries in addition a proviso which is designed to
prevent premature publications aof specifications so as not to pre-
judice applications made abroad. A provision cn these lines would
encfit Indian -inventors who make the ‘basic application in this
country, The provision {s designed to obviate the difficulties arising
from the fact that in certain countries, the publieation of a.specifica-
tion In any other country constitutes .an anticipation s¢ as to deprive
an invention cf novelty for the purpose of maling application for
patents. 1 would suggest the adoption of a gimilar provision in the
Bill.

406. Under sub-clause (2) the maximum period within which an
application for a patent could be accepled is 12 rmonths from the
making of the application. In the U.K. Patents Act of 1948, however,
the starting point for the computation of this maximum time is from
the date of the flling of the complete specification.

407. The UK. Patents and Designs Act of 1807 es originally enact-
ed did not fix any period of time within which alone an application
should be accepted. In order however to secure that the requisitions
of the Controller shall be expeditiously complied with and to prevent
undue delay by the applicants the Patents and Designs Amendment
Act, 1932 cenacted Section §-A which fixed a maximum period of
cighteen months from the date of the application, [or its acceptance.
The starting point was however, altered in 1939 to run from the date
of the filing of the complete specification and this has been continued
by the Patents Act of 1949. [It may be mentioned in passing that
Section 12(1) of the U.K, Patents Aect, 1845 has been the subject of
further emendments under which the maximum pericd allowable now
stands enlarged to four vears vide, the UK. Patents Act of 1957
(section 1).

408. To make the date of filing of an application for a patent. the
starting point for computing the maximum period allowable for the
acceptance of a complete specification does not seem to have much
reason behind it, while on the other hand, there is more logic in
making il commence {rom the filing of the complete specification. Tt
is the complete specification which is examined by the Patent Office
and the interval provided by the clause 1s for the purpose of allowing
for-—

(2) the time required for the examination of the application
and the specification by the Patent Office and;

(b)Y the time required by the applicant to comply with
requirements of the office.

the

Besides, to compute the timea from the filing of an application operates .
to the prejudice of applicants who file provisional speaifications along

i¢ applications and as I have already pointed out, most of
z\hléx};} ;}:‘?indlign applicants. The provision in the Bill must therefore,
be altered- SRR R ‘ .
409. The mode of computation adopted in &hepg‘ﬁf{ g&fﬁr’
suffers from the defect that the time taken byd e 2 el;w.‘ribe Lo
examination, for which the' Act could not and oeg;tz; £ %vlt‘n' wbicg
maximum period, is included in the total period ok unﬁ;ce vbich
the acceptance of the ‘specification ought to take plece. In her
words, any delay caused by ‘the.cflice in Comglet’%*ﬁéiﬁf}emﬁneac;od
is in cffect attributed t‘o the applig;nt axsgégegiggf)abg vsgala cred
i » examination takes.more tineg n Il ssual. L
;fn;}r;falixis avoided in Austrolia, by. ‘rescmbzng*thathth‘i éix:}e r\{(éﬁé‘é
which the complete gpecification tould be acgeg,sd sho ! sta }“;m(z
the date on which the.repor%»ng ﬁlge Lxaminer {s Efi': to the applicant.
Seotion 53 (1) of the Australian Patents 'Act enagts: L .
“The timé within which en applization ood e complete c;:‘s:;woaﬁ:
tion may be accepted is fifteen months from the ate on
which the first report of the E\}gummfr on the compiet
specification v/as sent to tae appax(.:ant .
The provision in Canada (Section 32}_}\ 'isﬂ?kmilar and the applica .
being piven “six mentha’afler any &}v,&'sa.ﬁrixen ppolnted o L
action thereon, of which notce has heen g vm‘t Mg;:c apli
consider this method of i;:’.m;g t?eoé{m’e;,iénaké:;g&;aﬁg;:v;; .
~ which the first stafement ol 0DJCCY ns by the H:‘:...:; te
C’)jﬂ t\\hzlcapplicam to be just and not open to ":lz‘;po:icft?i:m
licant ought not to sufier for the delay caused 1 tnd exan

LA

app :

by the Patent Office. o

. i i ion of limit
410. The next gquestion 15 the fixation of | limit
hin s i 2liged ¢ oTe-

within which an applicant should be Gbl“"g”\:;:i axowd ¢ e

isitions office . hring the appiication an

guisitions of the office and bring the &pp aton

At .

d : tati which | have made .
X oy, From the guotations Wihich e made in U revi
o r l;‘m it would be scen that this periecd is (1:10025.111.0.1%_;‘:;‘ in
Qmatgk?l:’; "and six months in Canada. -1 am of cpinion tnat
Australia ¢

it i i iod of twe sonths
laking into account the conditions in India o period of twelve month
n:ight be adopted with @ provision

for the extension of that
. ~ by Y3 ld N=yehe!
g or three months. This would me
& » the Controller by further t nths. This me
}3}0,1 iod Ei’iﬁc«mon% cught to be put in order within a x,}a‘xzmém {;\_11110"
w‘mhftt’gct; months from the date when the cobjections of the Controiier
R ik |
> i e applicant.
ar+ communicated to th . ~ -
411. Scc.ion 32 of the Canadian Act specifies two alt%ru‘amgntem:;
limits for an applicant putting his specxﬁcatlop in or‘}e:.f. one o
which 1 have already adverted provides for six mqr:%tx;d l?é the
'y E iner is communicate ih
date e 129 ;‘CpOiY}t n(;{ ﬁt:Qags)é?er}knleria:d of twelve months from
icant and the other an > period of 1y months from
?\P{mdc':te of the filing of the complete speciftcation (‘m‘a n::_.%c‘ij ot
:X{ seional specification does not obtain in Canada)}, the cpplicant
i)!(’\'151():\la I\)pb 8¢ of the longer of the two periods.  laving regard
waving the bencit ot U I > periods,
.*.c\'lhkf (‘1:% that 1 have suggested the vaising of the pm.mdA fr"om
:‘!x\‘d practically 15 months 1 do not think it necessary 10 recoms
SIN A ¢ atly Ld e i
mend the adoption of any similar provision here. .
412. There is one matter to which it 1§ necessary to advert, on
the ]wﬁg’ungc of Clause 18(2). This sub-clause uscs t}he texp:es}sx'o?
ned in referri fcation which:
sdgeemed to have been refused” in referring to an applic ¥




has been allowed to lapse. This does not appear to be quite accu-
rate, These words were obviously taken from Bection 5(4), of the
existing Indian Patents and Designs Act, 1811. In the case now
under discussion the Controller exercises no violation and passes
no order as a result of which the applicstion comes to an end but
it is rather the case of a fellure to act on the part of the applicant
himself... I would prefer the use of the words “be deemed to have
been abandoned” as connoting with precision the real situation.

413. Clause 18(2) is further defective in that it does not contain
any positive provision setting out the rules applicable in cases
where an appeal is filed agginst the Controller’s orders, though cases
where appeals are filed are excluded from the operation of the rule
58 to the limit of time within which en application could be accepted.
On the clause as it stands it would appesr that if nn appeal were
flled there would be no limit of time within which a complete
cpecification ghould be put in order. In the UX. Patents Act the
positive provisien is contalned in Bection 12(3) and it is necessary
to fncerporate this tn Clause 18, '

414. The following redraft of clause 18 es Clauses 18 and 18-A,
implements these recommendations: —

“18. Time for sacceptanece of camplets specificalion—(1) An
application for a patent shall be deemed to have been
abandened unless within 12 months from the date of the
forwarding of the first statement of objections to the
application or complete specification by the Controller
to the epplicant or within such longer period as may be
allowed by the following provisions of this section, the
applicant has complied with all the requirements impos-
ed on him by or under this Act, Where the application
or any specification has been returned to the applicant
by the Controller in the course of examination proceedings
the applicant shall not be deemed to have complied with
such requirements unless and until he has refiled it.

(2) The period &llowed by sub-section (1) of this section
shall be extended by the Controller to such period not
exceeding 15 months from the date of the forwarding of
the statement of objections referred to in the foregoing
sub-section (1), on application made in the px*cscribcée
manner by the applicant before the expiration of the
period so specified,

(3) If at the expiration of the period allowed under the forc-
éomg provisions of this section, an appeal to the High
ourt {s pending in respect of the application (or, in the
casc of an eopplication for a pstent of addition, ecither in
respect of that application or in respect of the application
for the patent for the main invention) or the prescribed
time within which such an appeal could be filed in the
High Court (apart frem any extension of time granted
by the court for {lling the appeal) has not expired, then—
(a) where such appeal is pending, or is brought within
the aforesaid time of twelve or fifteen months as the
case may be or before the expliration of any extension

of that time granted by the High court (in the case

A wE

of & first extension) on an application made within
that {fme or (in the case of & subsequent extension)
on art’application made-before the explration of the
last prévious extension, the sald pefiod of twelve or
‘fiftéen months as the case may be far complying with
the requirements of-the Controller shall be extended
untll such date as the High Court may determine;

(b) where 10 such apFeal is pending or is so brought, the
sald peried of twelve or fifteen months as the case may
be for_com{plymg with the requivements of the Con.
troller ghall continue urnitil the end of the time afore-
eald or if any extension of that time is granted by
. the High Court as aforesald, until the expiration of
the extension or last extension so granted.”

“18A. Acceptance of the complete specification.—Subject to the
provisions of the last foregoing section, the complete
specification filed in pursuance of an application for a
patent may be accepted by the Controller at any time after
the applicant has complied with the requirements men-
tioned in gub-gsecticn (1) of that sectlon and if not g0
accepted within the perlod allowed under that section
for complisnce with those requirements shall be “acceptied
as soon as may be thereafier:

Provided that the applicant may make an application to the
Controller in the prescribed manner requesiing him to
posiponc cecceptance until such date not being later than
15 months from the date of the forwarding of the state-
ment of objections referred to in sub-section (2) of the
foregoing cection as may be specified In the application
and if such application is made the Controller may post-
pone acceptance accordingly.”

Clause 19—Advertiscment of accepionce of a complete specification

415. This clause reproduces the terms of Scction 9 of the UK.
Act of 1907 which was adopted in Section § of the Indian Patents
and Designs Act of 1911, The corresponding section of the UK.
Act of 1049 [Section 13(4)] made a varialion in that the advertise-
ment is to specily the date on which the application and the spceifi-
cation would be open to public inspection, whercas under the clause
only the acceptance is notified and thereupon the specification be-
comes automatically open to public inspection. The change from
the provisions of section 9 of the UK. Act of 1907 was made as a
result of the recommendations of the Swan Committee. In para.
184 of their Final Report. they said:

“This section provides that, on the acceptance of the complete
specification, the Comptroller  shall advertise the accep-
tance, and that the application and specification shall
thercupon be open to public inspection. It.has been
pointed out to us that this practice has some inconveni-
ence. There is often delay in obtaining such inspection,
owing to the fact that the documents in question have
been sent to the printer for the printing of the specifica-
tion.- Tt was also pointed out that in some forelgn coun-
trles a patent is invalidated if the invention has been
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foreign application. After full consideration of the matter
and consultation with the officials of the Patent Office, we
have c¥me to the conclusion that it is desirable to print a
date on the specification as the date when the printed
eopy of the specification is available for purchase, and to
treat this date as the first date when the specification may
be inspected and can be deemed to be published, and as
the date from which the rights of the patentee for re-
covering damages for iniringement accrue, and as the
date from which the period for giving notice of opposition
to the grant is reckoned. We are Informed that under
normal conditions the date when the printed copy of the
specification would bhe available is from two to three weeks
after the date of nmcceptance”

418. The provision in Australia is slightly different from that in
the UK. Under section 43(1), of the Australian Patents Act, 1952,
on the expiration of six months after the lodging of the complete
specification, a notification is to be published that the specification
is open to public inspection. This throwing open of the specification
to public inspection is unrelated to its acceptance and the latter is
separately advertised under Secticn 52(2). In Australia, therefore,
a complete specification might become open to public  inspection
even before the acceptance of the application by the Controller.

417. The following history of the provisions in Australia might
be found useful in considering the proposal made by the Patents
Enquiry Committee in para 143 recommending the publication of
complete specifications. immediately they were filed. Before 1946
the Aucstralian Patent Act followed the UK. model of specifications
beconiing open to public inspection only after the icceptance of the
application. Section 384 of the Act introduced in that year directed
publication of specifications immediately after their lodgment. This
however was in force but for a short time, and was replaced by
the present provisions as a result of the recommendations of the
Dean Committee. In paragraph 53 of their report they said:

“By an amendment of the existing Act made in 1846, Section
38A was inserted providing for the publication of a
complete specification after its lodgment. Having regard
to the existing state of the examination work in the Patent
Office, we accept the principle that a complete specifica-
tion should not have to await acceptance before it_be-
comes open to public inspection. There are, however,
disadvantages in too carly publication and we have
accordingly  provided in  Clause 43 that  publication
shall nmot take place until six months after lodgment of
the complete epecification.”

418, The Patents Enquiry Committee suggested in cara 148 that
the provision s to pullication of complete speeification in India
might be modelled on Section 38-A, of the Australinn Amendment
{ntroduced in 1948, The Bill does not accept this recommendation—
and, in my opinion, this rejection is correct. 1 am not convinced
of any advantage in the publication of a camplete  specification

before- acceptance, but, though! I entirely agree that in order to en-

-gure that inventions are.not kept secret for too long, examination

of the specification should be speeded up and such of them as are
accepted should be laid open to public inspection at as early a date
as possible, on principle I am against the publication of a specification
which is not accepted, v

418. As between:the provisions in the Bill and that in the UX.
Act, I would -prefer the latter and would recommend that the
clause be redrafted on the lines of Section 13(2) of the UK. Act.

420. I understand that at present on the average there Is a time
lag of about 14 months between an advertisement of the acceptance
of a specification and the publication of the printed complete speci-
fication which is said to be due to the delay in having the printing
done in the Government Fress [vide Appendix A-—Table (10}]. This
delay causes hardship to the public. This sheould be reduced and in
no case should it exceed four weeks. To achleve this expedition,
the Patent Office might either have a printing press of its own, or
ke eguipped with equipment for rapid duplication like Multigraph
ete. so as to enable it to rnake sufficient copies of specifications for
being cold tp persons seeking them for the purpose of filing
opposition or at least be permitted to utilize a private printing press.

421, In this connecticn, I might suggest that the present zcale of
fees payable for application for patents may be medified by reduci
by Rs, 10 the fee for the filing of a complete specificat
requiring the payment of Rs. 5 per pape of the specification |
ing drewings, subject to a maximum of Rs. 100 for the costs of
pu%lishi.ng them and wwhich might be made payabie within 30 days
of the applicant being ified of the acceptance with power in the
Controller to cxtend this period, sav, by another m . If the
applicant failed to pay the fee within the time fixed or cxtended
for cause, the acceptance might be revoked and the application
refused. This would be more equitable than the present system,
under which all applicanis for patents pay the same sum whatever
be the cost the Government incurs in the matter of having their
specifications printed {

0
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and published. My suggestion, i accepted,
might be imp'emented by appropriate rules.

422, 1f this clause follows, as I suggested, the phraseclogy of
Section 13(2) of the UK. Act, 1949, there would have to be a provi-
sion on the lines of Section 13(3), of the U.K. Act in order {o corre-
late the expressions used in Clause 18 with those in Clause 20. 1
would therefore suggest that Clause 19 might have a second para-
graph carrying the words of Section 13(3) of the UK. Act.

423, The following redraft would carry out these suggestions:

19, Advertisement of aceeptance of a complete specification.—

(1) On the acceptance of a complete specification  the

Cantroller shati give notice to the applicant, and shall

advertise in the Gazette the {act that the specification has

been accepted and the date on which the application and
specification or specifications filled in pursuance thereof
will be open to public inspection.

(2) Any reference in this Act to the date of publication of a
complete specification shall be construed as a reference to
the date advertised as aforesaid.”
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424. This clause corresponds in general to section 13(4), of t'ne: T

UK. Act differing however in two minor matters. '

.

of the application as compared to the date “of the publication of the

complete gpecification” referred to in the UK. Act. I would prefer

the U.X. form as being more logical since it ig the publication which

discloses the imvention to the gublic and not the acceptance of the-

application and complete specification, which is the matter relevant

{n this context. I may add that this i3 also in accordance with the

provision in Australia (Section 57).

426. Next the clause includes the words “or the expiration of the
time for sealing” which do not occur in the UK. Act, 1538, These
words have had a hoary ancestry in England having -came right
down at least from the Patents Act of 1 (Section 15) and conti-
nued to be in the U.K. enactments until the Act of 1949. The precise
effect, however, of these words is not apparent; nor is it clear whe-
ther the relevant date mentioned is the later or ‘the earlier
of the two dates—the date of sealing or the expliration of
the time. As the proviso requires that the patent shall be
sealed before any rights could be enforced, the significance of the
words is rather obscure and I presume they were deleted for this
reason. There are no reported decisions on the provision. It may
be mentioned that thesc words do not appear in the corresponding
section in Australia. 1 would therefore suggest the deletion of these
words. The following redraft would carry out these suggestiona.

“20. Effect of acceptance of complete specification.—~After the
date of the publication of the complete specification and
until the date of sealing a patent in respect thereof, the
applicant shall have the like privileges and rights as if a
patent for the invention had been sealed on the date of
the publication of the complete specification:

Provided that the applicant shall not be entitled to institute
any proceedings for infringement until the patent has
been sealed.”

Clause 21—Opposition e grant of patent

427. 1 have already discussed the desirability of retaining opposi-
tion proceedings as it obtains in the Indian Patents and Designs Act,
1911 and have suggested that clause 21 might be redrafted on the lines
of Section 14 of the U.K. Act. The accompanying draft seeks to give
effect particularly to the alterations I have reccommended in relation
to what should constitute anticipation by publication in documents,
and the provision in Clause 7-A requiring information from appli-
cants regarding the fate of their foreign applications for the same
invention {or wvhich & patent is sought hera.

21, Opposition to grant of Patest—(1) Al any time within
three months from the date of the publication of a com-
plete specification under this Act, (or within such {urther
period not exceeding one month in-the aggregate as. the
Controller on application made to him in the prescribed
manner allows) any person {nterested may give notice to

» Y
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425, The first ig that the clause refers to the date of the acceptange

&
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the Controller of opposition to the grant o
any of the following grounds:— & f the patent on

() That the applicant for the t
patent or the person under
or through whom he claims, wrongfully %ebt.ained Ufc
invention or any part thereof from him ror from a
person of whom he is the legal representative:
(b} that the tnvention so far as claimed in any claim o?

the complete specification has b T
the priority date claimed published before

(1) in any specification filed in sursuance of an appli-
' cation for a patent made in India after 1-1-1912, or
(i) in India or elsewhere, in any other document
not being a document of the ckass deseribed in sub-
sections (2) or (3) of Secticm 48 of this Act,
{c) that the Inventlon, so far as claimed in.any claim cf
the complete specification is publiished on or after
the priority date of the applicant’s claim ard filed in
ursuance  of an application f{or & palen’ in India
eing a claim of which the priority date is earlier ‘chm'
that of the applicant’s claim*: ’ o -
{(d) that the invention so far as claimed in any claim of
the complete specification was used in India before
the priority date of that claim: '
that the invention so far as claimed in any claim of
the complete specification” {5 obvious and o doos not
Involve any Inventive step, having regard to the mat-
ter published as mentioned in paragraph (b) of thig
sub-section; or having regard to what was used in
India before the priority date of the applicant's claim;

~

{e

(f) that the subject of anv claim of the complete specifi-
cation {s not an invention within the meaning of this
Act or is not patentable under Section 3. ’

(g) that the complete specification does not sufilciently
and clearly dezcribe the inventicn or the method by
which it i3 to be performed;

(h) that. the applicant failed to disclose to the Controller
the information required by Scction TA or furnished
information which In any = material particular was
false to hls knowledge.

but on no other ground.

(2) Wh.ere any such notice is given, the Controller shall glve
notice of the oppesition to the applicant and shall give to
the applicant and the opponent an opportunity ‘o be heard -
before he decides on the case. ) )

(3) The grant of a patent shall not be refused on the grounds
stated in paragraph (c) of sub-section (1) of this section

'For the orders which the Comptroller migh{ pass in opposition proceed-

Ings when a prior claiming is proved sce per Lloyd Jacob J. in 1959 RPC 103.
108 C&I—12. |

e

e
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if no patent has been granted in pursuance of the apy

cation mentioned in that par . pl%-
of enquiry under’ clausesp?ldggra%m% ,(é;)nd i ne purpss

Clause 21-A—Rofusal of patent without opposition

428. The U.K. Act contalns a provision—Secti [ - -

. s . . - ~— on 15 re
anticipatory publications mlght,bmbmuigbt to the notice,:fngheg C‘Ynmp{:
ormal and regular oppositifs./

troller without the informant {iling o

to the grant of the petent, a prowision which appears to me would %?

extremoly useful. In the frst place, it is confined. to one specifie

ground upon which an application cpuld be rejected—a ground which

s capable of jrumediate verification arnd acceptance if the facts stagad:.:

ed were correct. The provigion would only mean that the informarf !

gs@stg the Patent Office to effect & more complete examination by
Qrmgﬁng to its notice matters which might” have been mis&m,‘ '
:’t(;?dnidig‘ [ﬂ]f 1gforr_rtxiam ;nig}txg either be a person not having a locw:‘ :
g 0 Hlc opposition for the reason that he i gt
person interested” or cne who is not in a posiifgnng)t &ifiherxl'}tgz}l:}(]?yth%;
expense of filing a regular opposition but might have in his 03368« o
sio.? mformauqn regarding anticipatory publications, which pw §
malce the examination more complicated and this wo ’ld ity
in the public interest. wd certainly b

429. T ha : i use whi
don ve drafted & clause which would carry out this sugges:

“21-A, Refusal of patents withons opposltion—If at any time
after the acceptance of the complete speciﬁcatio;x lefled P
pursuance of an application for a patent and before ‘LIM
grant of a patent thereon it comes to the notice of tl“a'
{,(yzltrollgp, otherwise than in consequence of proceedt a
in opposition to the grant under the last foregoing se ~t'ngfﬂ
ézxit §th mveqfion. s0 far as ¢laimed in any'icx'l"ti‘kx)nuot‘f l‘tcf)z_%

plete specification, has. be I ro i
o (?f cif cm;;had been published before the prie

(a) in any specification filed in pursuance of an appl
‘ ! ‘ appli
El-??lglf??;r @ patent made in India and dated piffg;;
(b) in any other document [n i
class deseribed in Sectio[n O;8b?2l)}go?' ngguom{e?;;isOfAi?Y
f‘h‘e).Comroller‘ may refuse to grant the patent unless,
Q’”“,m such time as may be prescribed, the complat
specification is amended to his satisfaction.” plete
Clause 22-Mention of inventor as such in patent 4

430, This clause substantially e | Secti ¢
i¢ substantially reproduces Section 16 of the U

n < ( By 4) . , A N
Patents Act,r}‘)-ﬁﬁ) except that it omits sub-séction (6) of the latt
netnan 1. . e i . 3
;j?d('[r‘\}(‘ nt{ 1t,‘»oxem is 71)10 provision  corresponding (o Clause (Sé ff
setrai but the New Zenland Act has a srovision S Soes
o . o d a isior a0 y
same terms as Seetion 16 of the U.}{ujactp Hon (section 23) in the
o oy . G '
431, The provision owes its origin to the terms of Apt. TV (ter)

ol the Internationa Conventio :
Artion hernat nton as amended a.t‘London in 1034, The

“The inventor shall ha i
o the pten: have }he right to be mentioned as guch

of the said gub.
section (1), no account _sh i ‘be taken of any secsraétduse_" :
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‘The UK. Patents Act of 1007 was amended in 1938 by the introduc-

ton of a new Section 11A carrying this provision into that Act. The
present provision in the United Kingdom Act of 1849 substantially

Teproduces Section 11A of the Act of 1907,

N 1]

432. Though India is not a party to the International Convention
and there is therefore no legal necessity for such a provision, the
Justification for 1t rests on the moral %}ound upon which the Artiels
of the International Conventicn itself is based. The principle is
that whether 6r not the actual deviser has pro&rietory ht to the
invention (he +wohld not have, for instance, in those cases where he
is an employee and the invention has been made in the course ¢f
his employment), he has & moral right to be named as the inventdr.
Such a mention besides affording him menta! satisfaction gives him
@ prestige and increases his economic worth, advantsges to which
he is legitimately entitled though by contract he might have parted
with proprietory interest in the particular patent granted.

433. Sub-clause (2)-~In view of my recommendation to elimi-
nate “communicatees” and “importers” of invention from the cate-
gory of “first and true inventers”, sub-clause (2) is unnccessary and
may be deleted.

434, Sub-clause (5).—This sub-clause makes a slight departure
from the corresponding UK. provision contained in Section 16(5}.
The latter prescribes a time-limit both for a request as well as for
elaim. It is not very clear why the time-limit for the claim vras
omitted in sub-clause (5). This might be rectified by the inclusicn

Actt?

in it of the words “or claim' after the words “A request”.

435. In view of the change which I have suggested to Clauses 18
and 19, the provision contained in sub-clause (5) here might be
brought intc line with the provisions in the U.XK. enactment, wherein
the starting point for the computation of the time limit of two
months runs from the date of the publication of the complete specifi-
cation and not the date of advertisement of the acceptance of the
application. The sub-clause might read:—

“(58) A request or claim under the foregoing provisions of
this section shall be made not later than two months after .
the date of publication of the complete specification or
within such further period (not exceeding one monthj as
the Controller may, on an application made to him in that
behalf before the expiration of the sald period of two
months and subject to the pavment of the prescribed fee,
~allow.”
Supgested now sub-clause 54.—Sub-section (6) of the UK. Act
runs in these terms: ’

“No request or clalm under the foregoing provisions of this
section shall be entertained if it appears to the Comptrol-
ler that the request or claim is based upon facts which,
if proved in the case of an opposition under the provisions
of paragraph {(a) of sub-section (1) of section fourteen
of this Act by the person in respect of or by whom the
request or claim is made, would have entitled him to relief

tmeline dlimd maadlaa N




436. The reason why the Bill does not carry this

possibly be on account of the omission of the proceaure for opposi-
tion,

16 of the UK. Act, 1849 would have to be included in Clause 22

437. Section 18(6) of the U.K. Act i{s based on sound
Where a claimant alleges and proves that the invention
obtained from him, the fact would uproot the title of the applicant
and would therefore be a ground for refusing the application. For

Erinciple.

name as an inventor. The provision is {n public
would suggest its adoption, As regards the langusge of the sube
clause there is one point that degerves mention, Sub-setctlion (8) of
the U.KX. Act refers both to a request as well ag a claim.

vision is quite in order so far as ‘claims” are concerned. It is, how--

“obtaining”.
cants together wit
present an application to the Controller.
ed actual deviser is a consentin
is possible. I therefore consider that the reference to "request”

these suggestions, a new sub-clause 5A might be added reading:

shall be entertained if it appears to the Controller that
the claim is based upon facts which, if proved in the case
of an opposition under the provisions of Section 21 of this
Act by the é:serson in respect of or by whom the claim is

made, would have entitled him to relief under thnt sec-
tion."”

Clouse 23—Provision f{or secrecy for certaln inventions ete.

438. T have discussed the broad outlines of the scheme for the

ventions relevant for defence ir. paras 218-236 ante,

439, It will therefore be sufficient if I confine myself to the details
of the drafting changes which are needed. First in relation to sub-
clause (1), its last portion enables the Controller to proceed with an
application in regard to which a secrecy direction has been passed
up to the stage of acceptance. From this, it would follow that the
orders of the Controller passed in regard to the application or tha
“gpecification filed in pursuance thereof, would all be subject to rights
of appeal. It would, however, defeat the very purpose of the secrecy
dircctions if the hearing of .these appeals should take place in open
court, in which cvent the invention which it Is desifned to keep
secret by reason of the directions passed under Clause 23(1) would
become discloszd to the public. This result could be ohviated by
one of two courses:

(1) an elaborate provision for hearing
stages in camera; ]

(2) by climinating - appeals
directions are in force.

v

_so long as

preservation of secrecy in regard to applications for patents for in- .

appeals in the several .

OCTECT

rovision might<;-

In view, however, of my rccommendation to introduce opposi- - -
tion proceedings, & provision on the lines of sub-clause (6) of Sectien -

this reason, the sub-section:provides that the proper remedy for a E
person coming forward with such an allegation should be to invalis -
date the grant of the patent and not merely obtain mention of hig:

interest and I~

The pro- ="

ever, not clear how “a request” could be based on an allegation of
A request {5 made when an applicant or all the appl« ",

the actual deviser, if he is not the applicant

In such cases as the elleg;-

party, no allegation of “obtaining”-.-

%

might be omitted from the new sub-clause. If effect were given to

“(5A). No claim under the foregoing provisions of this section .

ad been =

son

. : Iministrative
1 consider the latter preferable primari}y gn >§§mg\;;trr§)%ﬁr
nds. To guard against prejudice to_spphicanie Zon 50 long B3
grim;*\t be depr%ved of the power to vee appl;ci 1 have sought
?hég directions are in force. In the appended redr 1

to make provision on these lines.

t e 1t use
is topic I might advert to the iacui._hzjxt suo«c}a
(3)4?)2. ;\}Ysillﬁl?nmtgkist ;?rovisiorg for the anentér igrfgé%gt ?ﬁecffi
acy of the compcnsation granted to him by ovel :::on becoming
n yh roceeding there is @ possibility of the invertion ecomiog
fﬁsi?ocseda tg the public. This may be remedicd by ?pk:f«\;’pgsmepﬁs ot
slons in Clause 55 and I have expanded sub-clause (4) of clause 5

meet this need.

. . = AT “S 194
441 Sub-clause 3(b).—I suggest the m%bsmu"m(g)oi‘:.ti:%:iclil. lgh?s
" for “oompensation” used in sud-ciause & ABJ F TR
g«’%fld fgmpgca;nige the aspect that the payment 15 1o exigible a3 a
matter of legal right.

1 ~ ing the

449. In view of the recommendation‘x h‘:&ve rr;gdéz_ ;rgsrldxsr;gggest

grant of patents to inventions in the field ofE tnon: Ac‘:y“n ALt
the omission of all reference to the Atomlic knergy L

(sub-clauses 3, 4 and 9).

s the svision

i - reproduces the POV
clause (5)—This sub-clause duces =2 P on
{ %ﬁ:t)gsb‘ S}ci?gx) o-f( t?we U. K. Act which was itself ‘chil'ohpolnh;ve

. i i > 5l stion

felzzvant war time regulation on the ‘cop:c.t 1f ?Lf suzeesion et
made empowering the Central Government on s I ould e
the Controller to pass secrecy dgccct’ig;x; g{el\ibcﬂug 0 o e
sces to effect a change in thC e sub-clause () 0 =ie
?gﬁf\?gg it incumbent on the Controller to obtfm:x qtl.; Jix;iL o e
E}ovemmém before authorising an apphca;'zct ot (;{ :.,(.:'Cbh Chagision,
to make an application abroad. in the awenc‘c‘ o = S estion
normLaHy when the Controller decides 1n rcsggu“,lg:‘%n R
¢hat it is not necessary to pass any seerecy {rec({‘vlc.;'; T eation
it, he would give permission t0 the appiicant CQ le 2n App o
fo‘r a palent abroad. In view, however, of th.c' ’}OV\E;:?‘ontrolIcr ga
right ¥to examine applications in mg?}ﬁwt%:@};? écctvc: O it 1o
t 1 it necessary to pass orders “ti ° L) B

ggéegggf}té clothe the Government thl'é'comrol over the app

filing applications for patents outside India.

2

)

i -claus a
444, 1 consider the period oftﬁtweekgepécgvzgg?r }g;:ﬁb\:}aﬁ;ifit{ 123
the Government to maxe mind L
ir?eacdoes(sffyfctéogssge arders to the Controller and would recomm

its being made 8 weeks, |
similar provision

which contains 2
445, The U. S. A, Patents Act which { any contra-

i i ausoe 23 (1 acts ,
as to scerecy divections as ib Ch'”"“ﬁ“ (:> }C‘“"{Cho, ot only
\fcmimn of the direcctions by thcﬁammcnn} S(’Ll. 0 Cr‘w-'y'e i

e t ae 4 criminal offence as 15 GONC DL A 22 Al
“ith punishment as a cnmindd 04 s by o m of his
g;ll bput also with other disabilitics on the ‘app,’ican):“‘:;zt IL Zonsider
losing the right to proceed with the application mrdsé ktha?., L atent
mich ‘a prov‘i“sion roper because fit is sfomr;\rt;'hix;)tvé)mim e Regard to
in in force ior T
ghould be granted or remi ' D e,
which the ippncam has been gullty of a criminal off |
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448, The following redraft gives effect to the above suggestions:—

“98, Provision for secrmey for cestaln inventions ete— (1)
Where either  before. oy after the commencement of this,
Act, an application for a patent has been made in respect
of an invention and it appears to the Controller that the
inyention is one of:a class notified to him by the Central
Government as relevant for. defence purposes or where:
atherwise the invention appesss to him to. be so relevany
he. may give directions. for prohibiting or restricting thae.
publication. of. information with respect to the invention,
or, the, communication  of: such. information to any person.
or class of persons speciflied in the directions,

(2) Where, the Controller glyes any such dlrections as are
specified in sub-section (}), he ghall give notice of the
application and of .the directions to the Central Govern-
rmefit and the Central Government shall, upon receipt of”
such notice, consider whether the publication ot the in-
vemtion would be. prejudicial to the defence of Indis,

and if upen such consideration, it appears to it thaet the
publication of the. invention would not eo prejudice glve
notice to the Controller to that effect, who shall thereupon
revole the directions and notify the applicant accordingly.
€3) 1f the Central Govornment considers that any application

for a patent in regard to which the Controller has
given the. directions set out in

not
sub-section (1) of this
soction, is relevant for the purpose of-defence, it may ot
eny tiine before the ecceptance of the complete specificg.,
tien, notify the Controller to that effect and upon receipt:
of such notice, the Controller ghall give to the applicant
the. directions get out in sub-section (1) of this section and
intimate the same to the Centrael Government.
{4¢) The Central Government shall recensider the question
whether the publication of the invention continues to be
rejudicisl to the defence of India within nine months
from the date of the flling of the application for the patent,
and once at least during every subseguent year and if on
such reconsideration it appears to it that the publication
of the inventicn would no. lenger be prejudicial to the
defence of Indla it shall forthwith pive notice to the

Controller who shall thereupon revoke the previous
direction,

(5) So long as any directions under sub-scction (1) are in
force in respect of an application—
(a)y the Controller shall not pass an order refusing to ac-
cept the same, and T
(b) notwithstanding anything in Chapter XVIII, no appeal

n
shall lie from any order of the Controller passed in
respeet chereof:

Provided that the application may, subject to the directions,
proveed upte the stage of the acce?tance of the complete
specification, but the acceptance sh

all not be advertised.
nor. the specification published, and no patent shall be

granted in pursuance of the application.

“&‘?;
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i ssecti 1) is revoked by

| | i der subs-section ( s ked by
(8) When anyudireﬁgor?,a;n (notwiths}andu:gha:f\; 'p;-ém‘ﬂd
e Aok, 5 ?‘f{f ing the time within whic 2 gn e e on
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?e tal){er;;ztx‘eggy as he thinks ﬁt,d e:;(tegg ti ;n e o e ndes
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a&x?th[lrcxtg Aix‘;egélxgﬁti(g‘n igith the application whether of not
s N

that time has previously expired.

2 ¢ disclosure
' e to prevent the
' Noth ot shall be held eve closure
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lication O i > ¢
s of the app-icat C on g exe
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';’Vherela complete specification -eent“ion rsuanee o ot
® lcation for o patent for on inv on {5 reS e on 15
appl Cu}y ections have been glven ,\}ntit s e e
Whlc}; du;iur-ing the continuance I force of
accepte
i 1a during the
men’5 o use of the invention s -«méﬁvgymél;; bgehali
@ é‘on%%?’uance"m {orce of &Ee dxre;:cl;or;.gs ?hye o sions i
1 r of the Govern f, the PIOVIS IR0 e
of or 1o the 7S rr chall apply in FCIGLUOH A5
\ 54 and 50 s pply 10 TC e inven
scctiznsﬁ?:&;iﬂe patent had been granted for v
use as e T
i wornment that the
tiori; and ears to the Central Goiemém éﬂardcﬁgp e
® Sp?bfor the patent has suffered n; o ony
apﬂt)cfnoi the continuance in €orc§ Oio ligm lirections,
rCAsO! ‘ oree,
. rnment may . ‘ c ‘
the Cen'?ralnc‘;‘)’\reb‘v way of solatium B\Sr apyr;lga;ing;
e Urf\ai.lé having regard to the nog'el:,yvfxmm iy
b e i vention and the purpose 101 urr;stances‘
?if ot )g and to any other relevant cirC e
B ) i sance of an applic
i rsuance
o nt is granted in pu ce of an app
© Whi‘l'e i tPZEC‘\a'}*xiclxt dircctions have b;fni%“;%spem of any
B ion T renewal fee shall be payable gespent
Secggodn’dz(r)ing which those directions were o atho-
-
PN rson resident in Indi- shall, t;}x'cep;t élr? e the o e
oo e y Jermit granted by © Ut of the
AN \vxhtf{n }r cause lo be made any &pp ation
: for the g inve
Comfionir,diinfor the grant of a patent for an
outside InGiad
unless— o i}
(a) an application for ay .
been made in Ir\d‘.a,‘_x;o Jess e
L, application culside 2 - , )  eeetion
| U'm ‘?1 directions have poen given under fltfg)atiol'x "
) mmmfnt(;xis“\‘o'*hm in rclation 10 the aléimkcd'
gl)kigu or a1l such dircctions have been T
ndla, h

, ) igsi to
va(l(li)eciht:aéontr’oller shall not grant written permiSsicy

i ia wi rior
application outside India without the p
?o{;éiningf the Central Government;

atent for the same in\'enuoln ‘h?s
"1 Jess than cight weeks before




A€l WS subsseciion shall p
invention for which an
first been fileq in a cou

ot apply

in relation to

Lovy
application for protection Pgm -

mUry outside India by a peregs.
resident outside India,

(11) Without prejudice to the

tprovisioms of Chapter XIX, if tp,
respect of an application 0

ra
venes any direction as to secrec
under this section or m

patent any person contrg.
¥ given by the Controllag-

akes or " causes to be made
application for the grant of

a patent
contravention of

Locih
outside India g,

sub-section (10) the application for patemg
under this Act sh

and the patent if o

under szction 37,

(12) All orders of t}
secrecy as wel] as

under this section sha

in question in any cou

Clause 24—Grant and sealing of patent
447, Sub-clause (1).—~In de

that in place of the provision
clause there ghoul

ny granted shall be

for objections cont
d be a provis

ali be deemed to have bee

e Controller giving
all orders of the Central
U be final and shall
rt on any ground whatsoever,”

aling with clause 21 I have

liable to be revokegd

suggested

ontained in the Presenmt

on for a regular opposition on grounds.
which I have discussed in dea

recommendation be accepted the languag
have to be modified,

448, Besides I am unable (o comprehend the
words “subject to sych conditj
thinks expediony” which oceur
words are found in Section 10 of
1911 but I am not able to figure oyt preciselv the
subject to which g patent may be grantod. I am
power having been utilised during the near
existence so as to afford any guidance regarding
pewer. There is no similar provision in tt
Australia or other countries. I .suggest the omissi
in the sub-clause,

449. Sub-clause (2),-—~Following Section 10 (2)
Patents and Designs Act, 1911 this
mum period computed from the date of the
which a patent g all ke sealed, the period pre
clause viz,, 24 mo i same as that in
similar maximum
e other hand, it would be foun

5 No opposition

450. There is no
Patents Act. On th
Act even in cases

gatcnt and there were no appeals from 1)
uring. the éxamination stage,
between the filing of an application and the e

ons if any as the Centra
in this sub-clause,
the Indian Patents

sub-clause cnacts

ling with the earlier clause, Tf the.
¢ of Clause 24 (1) would:

significance of the.
1 Government
No doubt theze.
and Designs Act,
sort of condition
not aware of thig

ly half a century of itg

the nature of the

1¢ Patents Acts of UK.,
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an overall maxi-

application, withip
scribed by the sub.

the existing Act.
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nearly 35 months
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_ aling of a patent gs
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cAct of 1949},
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;,. After complete specification is filed. . 3 o
: bR xa : f
i } with requisitions crmisiole | exicosior
mefhior(gﬁgo er and secure 2c- I
ceptlance,
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. . ' L

4. From time of publication of comiplate 4 manths

specification request for sealing could
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Th a < 0 put&dﬂn af 356 months has been made without
jiCL 1857, ae bov com
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1 1 !rdu}“
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| ; ' i isi o Uk,
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poxnl‘ic Orfltusr;oeulg after acceptance of his application, mak !
applica ,

T & 4 p i i { tne
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‘4 4. In regard to the provisos, proviso (a) Ai‘u‘nggie T vicw
ot In o ted starting point of time being m% Chhe publi-
CftFhe i)?%ﬁ?%&mle& specification and not the date of the app
cation
tion,

blication of the
viso starts from the date of pu |
Pixi;io tion(bt)t'l-c;'lcj m g&a no reference. t& ?ppeaciswu(?:én;trm}:g

o : der sections 14, 15 an an Vi
Br)CCﬂonsbOfc;g%ncé?ingo&iro&gc:s of the Controller under Seetion 17
{b) may be



eat may be made, within, the preacribed period

Pre
oviso (c) reproduces the provision of proviso (b) to Section

19 (2) of the U. K, A i
terms as in the O cht which however Mmay be framed on the same the: m&u | P

The UK. Act has ’ ) © after the final determination o proceeding;
! “(r) where at fhpmvis.o (é) to- Section 19.(2) reading (b) where the applicant or one-of the:applicants. has died
| R proceeding ine r?l(ptl}"atlon of the said four months an before the expiration of the time wit o e
« 4 Is pending in enyacé;o&ttgr tgef application for the patent the provisions Oé m&f su?asection.ghmye re%emmwcoeuﬁ
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T fg ts,neé“\foél C?G (fﬁ%3 of the Aus?ziaégn(gcotf t%i:{sv“‘fl; Qﬁ’ticorfes‘ﬁﬁnding such shorter period os may be preseribed
' & woras of Blanco White ¢ i rdsalp clause” wpg ses of this seot raoe
abolished of the U, S, laW‘gidlZE-?naed b (ounter a peculiarity now: @ goffhc? f)ou§€0°e§n§£nn :o ‘;gf-z:;gmﬁsatbfitg;
Spoars 1o have no presen applica- t}igfeeq (am‘;tpf:ér‘%i:y':fut\irc‘ extencics

tion”, The A
: omission of thi S )

i3 clause might, therefore, be maintain d . °

“ ned. has not expired, and a proceeding ¢hall

4[:)6 The Ql . .
Ju. ause might be redr .
ofe ¢ Quiﬂff"d R 3 . s A N : o
feet to my suggestions,— e¢ on the follswing lines to give finally determined when the time for an
(apart from any such cxiensicn) has cr

L “24. Grant and geal
, sealing of :
specification in pmcémi’;“i‘}““‘<i> Where a complete appeal being breught”
= = ™ H . <
an application for g patent Clauso 24-A—rAmendment of patent granted- to deccased appllizant

has been accepted and eithep—
457, The prévisions contained in proviso (b) to Clause 24{2) a3

a ) eati
w g:‘ atpihz‘suw has not been opposed under Soction 21 4
& e fo s - 2 1 - \ X
expired: okfne for the filing of the opposition has renumbered are not sufiicient to cover- cases‘whe e after a request
() the ap ‘h‘ &‘i = for sealing has been made, an applicant dies befcre the actual
4 blcation has been o 3 date of seali but the Contrcller in ignovance of his death, seals
2 ppozed an ate ol scaling, ‘ wrene gnorance c. als deaih, sea
has been finally decided in ggour ofdthti?ea Olppositign it in his name. Section 65{2).of the Australian Act makes provision
7 (c) the application has not been refuseq i bplicant, or for this contingency and similarly Section 20 of the UK. Act. A pro-
by virtue of any power \"‘Steduff( by the Controller . wvision on these lines might usefully be added es Clause 24-A and 1
the patent shall, on request by the ﬂpplicnl tmm by this  Aqt, would draft it on these lines.
form, bg‘ granted to the applicant or .an‘ In the prescribed “24A. Amendment of patent granted to decczsed applicant—
application to the applicants J'O;ml I the case of g joint Where at any time after a patent has been sealed in pur-
shall cause the patent to be seéledy' and the Controller suance of an application under this Act, the  Controller
Patent Office ang the d with the seal of the is satisfied that the patentee had died, er in the case of a
ghall e date on which the patent ; ® .
hall be entered {n the Reglster of p patent is sealed ! body corporate had ceased to exist, before the patent was
{(2) Subject 1o the provisions of f.‘xtents, scaled, the Controller may amend the patent by substitu-
Provision of this Act with FOO*S;EU%\SGCQOH (1) and of the ting for the name of zhcx patentee the nome of he person
rfequest under thig section for < 10 patents of addition a ﬁ%@& to whom the patent ought to have been granted; and the
be made not lter vt}‘n‘u 1{1} or .hc? cealing of a patent shall patent shall have effect and shall be deemed  always o
months from the dm; of ;gnexilggmor} of a period of six : have had cffect accordingly.” , .
B A specification: 78 bublleation of e complete Clause 25~-Date of the patent
! Provided that— ; . 458, Under Section 11 of the Indian Patents and Designs Act,
(a) where at th : 1911 the date of the patent is to be the date of the application. When
e ex . : A . . . A
: Piration of the gaiq SIX months this was originally enacted in 1911 it contained no provision for the

proceedin _
& in relation to the application for the patent filing of a provisional specification and every application had to be
' g by a complete specification. This however was altered

13 pending . bef
: § before the Controller or the High Court’ accompanied by
' by the Amending Act 8 of 1845 by which a provision was made for




the filing along with an application, of a “provisional specification”
as distinguished from a “complete specification” which latter might
be flled within nine months after the filling of the provisional
specification  with a possible extension of one month at the
discretion of the Controller. Notwithstanding this, the provision in
Scction. 11 as regards the date of the patent was left untouched,
cvidently by inadvertence. The defects and disadvantages of such
a system of computation were forcefully pointed out by the Swan
Committee (paras 30 to 34 of their Final Report) and the UK. Act
of 1849 followed the Committee's recommendation. The provision
in the Bill 13 on right lines and may be accepted.

459. Clause 25(1) 15 substantlally derived from Section 22{1}
of the UK. Act except that in the latter there is no reference to
the sealing. The UK, Patents and Designs Act, 1807 Sectfon 13
was in the same torms as Section 11 of the Indian Patents and
Designa Act, 1911 including the words “and sealing” but these
words were omitted from the UK. enactment by the Amending Act
of 1832.

460. The purpose of the provision as to “the date of the patent”
is for calculating the duration of the patent and also the time {rom
when the renewal fecs would be pavable. The date on which the
patent is sealed is, however, immaterial for these purposes. It is
however relevant only for the calculation of the period beyond which
an application for compulsory licensing could ordinarily be filed, I
have already in the redraft of Clause 24 provided for the Controller
en‘ering in the Register the date on which the patent is scaled.
Having In view this provision and bearing in mind the need for not
mixing up the date of the pstent with the date of the cealing it is
necessary that the reference to sealing should be omitted from
Clause 25(1).

461, Sectlon 22(1) of the UK. Act, 1949 does not contain the
exception with which sub-clause (1) opens, but Scction 67 of the
Australian Act which corresponds to Clause 25 uses the phraseology
“Subject to this Act” which I prefer. It would be nceded to cover
cases of patents of addition.

462, The following redraft gives effect to the above suggestion: —

“25. Date of patent.—(1) Subject to this Act, cvery patent
shall he dated with the date of filing of the complete spe-
cification: :

Provided that no proceedings shall be taken in respect of an
infringement committed before the date of the publication
of the complete specification. )

(2) The date of every patent shall be entered in the Register
of Patents.” :

- Clause 26—Form, extent and cffect of patent

463, Heading of the clause—~The marginal note to Scction 21 of
the UK. Act corresponding to this clause reads “Extent, effect and
form of patent” which is the same as in Section 12 of the Indizn
Patents and Designs Act, 1811 which the clause sceks o re-enmact.
Inasmuch as the patent is by sub-section (1) enacted to have effect

‘heading.

throughout India, the word “extent” ought to appear In the marginal .

P
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o
of é}{;‘i'tig;:biflg;m&é(II)I;{.TQBt c?gggspondsr to sub-seciions (1) and (3)
( i K. Act, . Sub-section (1) of ) o
;:zgttraixcxz;datfrowtso for enabling assignments of p‘at}cnts tlg gc;hfn?dcé
o acted b _patr) ozlﬂy'of the Uniteg Kingdom. This proviso does not
o2 pCIauvlen'%m fnd.xan Patents and Designs Act, 1911 and is omit-
the Ay lause 2 of the Bill. No simjlar provision occurs kither in
opustral af;xfgg in the Canadian Acts, Having regard to the pro-
Tngin Ja to £ o ogt?szgrgg? g?dthceonémerce and intercourse wi}t}hm
: ¢ Constitution, the ‘islon f
assignment of a batent to have effect in part onlv ]Of X;;?if;ittgg

in India might b 165 r
omittod Lo B2 Biﬁ. very difficult to work and it hag been correctly

465, Sub-clause (2)— eproduces the
of tixe Indian Paten‘ts)mghélsgzrgggifci?dmt?; :::}1:; ?‘fw -
fhig5ction 14(2) of the UK. Patents and Designs Acs.
ﬁpef'iﬁcat?rn enactment was revised in 1949 the out the
E”"é éc; \magf containvmore than one cleim” were deleted [vide
cetion 21(4}- of the UK. Patents Act, 1949]4 Ti N

specification having alr b a oo v nee 8
ving already been fully defined, these words are out

45 b AT
Sébzﬁl&ac&;n %}215 clause and may, therefore, be deleted {from the
UL e, e proviso he sub-nlatse in fm o a1
Sielay Proviso to the sub-clause i3 in crder and may be

466, Sub-clause (3).—Th ;
. ¢)—The  Patents Tnqguiry Comilt
‘ : ‘ : G nguiry Commiltee recom-
(rfz‘;e{udetc}i in paragraph 165 of their Report that this T‘JTO";L":O"T f-%nroo:?d
;S aepriééiec}?«vernmen{‘t Ehall have the same rights and privi p
‘e person. Sub-clause (3) i arly in ¢
_ b-cle (o) 13 nearly in the
gielpr?scgg Section 21(1} of the Indian Pm-t%nts ang
fc:m égolpt? glage, lg}owever, T would recommend the ad
N, ed 1in the Trade and N andi
section 180 which s Merchandise Rarlk

“The provisions of this Act shall he binding on the Gso

).'

ment”,

It might be mentj } T
‘ oned that th spond 151 fth
tralian Patents Act—Section 79-—23\1?‘; ponding provision of the Aus-

“This Act binds the Crov ;
vn oin 1 £ the onwealt
$of the severe) Srowm, n right of the Commonwealth

If the form I have su
I ggested were adopt e
Z};%n%go?sxo}?s of Chapter XI. As ihgpeiigs:gnis"&%vz%%teo f’?‘ﬁ
Seon Gor‘:eint;ng}negex;?liscrllat,lses Act to include both the Centra? ang
The clause migey ot - 0% necessary to adopt the Australlan form.
“26. Form, extent and cffect of

wlila n -~ L o . - -k -
h ” bc{ 1 U)C vDI‘ SCleed fOU 1 ana )xa 1 IIQ'V() eliec

(2) A patent shall be granted for o

' ne invention only:
Provided that it shall g
not be competent for an
. t erson {
or other proceeding to take any objectignpio anparzetrixtsgirf

the ground that i T
inua i t has been granted for more than one

(3) The provisi : i
Goverimenstgps of this: Act shall be binding on the

patent.—(1) Every. patent



Clause 27T—Rights of o patentes .

467. T‘hls C}guSe SEGkS to se N .

N . t out i broad and selling in London......

élf P{‘;}‘:Qﬁ grant and appears to be bat?:d r})ﬁhtti of a patentea under ' glx.zgclxé;m!;uéfg:ngx;r; eapatented processgwholly deprive the

‘ their & eco'mmendatmns of the Patents En ? Jeebtance in part atentee of the benefit of his invention. It iz thHerefore

i page ntgnmary of recommendations - (Chg tequv?’ Committee, Iy mpossible to suppose that an exclusive right to vend is

< o “m) e Commitice said; prer Vi baragraph 9 at not given,and the defendants have therefore infringed the
ghts of the patentse,... ' plaintiff’s right....”

," vision that— The Aet should tomtain clenr pro- 472, 1t has alsp been rested on the terms of the Letters Patent

i {e) in the case of 4 patented which contains a clause reinforcing the exclusive rights of the

patentee shall have the i,m"ention of any article the patentee by which “our subjects are strictly commanded. . .. .that

' / ¢ exclusive right £6"makn yea they do not...during the continuance of the gaid term either directly

hers te do no or indirectly make use of or put into practice the said invention

9 {b) in the cas

: pateqatee s}eza?lf iagitirﬁted {’?Vef%lion of a process, the or any part of the same..... " gee Elmslie v. Bourgier {1862 LR. &
: Process and to yse a;de} exclusive right ¢o qe, “uch Eq. 217, Von Heyden v. Neustedt, (1880) 14 Ch. D. 230].

: prozegs or to auhhc;rime o?}ﬁegen articles made by such 473. A precisely similar view prevails in the U.IL as regards the
‘ c ‘ d for machines which are used for

i

and/or gell such article or tg authorise gth

st 3
© do 50, and «analogous case of patents grante

(©) the éxclusive Tipht confae

subject to rightsg :ﬂggz;}d;rzgéigi any pateat ghall po the production of articles. Even where a claim is  solely for a
other patent, (An “Gypluna*'J SMNg In respect of gny machine or apparatus, a product made by such machine or appara-
L INg that o new identiog) oww}oﬁn may be added gtat. tus is treated as covered by the patent protection, so that.not merely
Pl It;am‘/ is proved, be px‘esw:z;::gc Iogiiii'e t}bnle&s the con- ' n manufacturer of *t’nff1 machine but ¥nalsc; thos.el }n’ho} sell preducts

1 ‘ \ ~ H X 3 3 - - J1tiin o r
: While Clae entical process,),” een made by ndzidc- hy the use of. the ;pa;szng‘ w..etixer ;nu‘.{f:: tqk cotuatr}l or
H ause 27 adopts (a) apg . abroad, ere trea‘*ed as infringing the patent. In this respect the law
nd (b), it has omitted {¢) and the in the United Kingdom is in accordance with ¢he law in France,

§ Explanation sy .
«tion ggested b s ) AN
y the Committec, Germany, Holland, the USSR. and other Europran countries

468. The UK
cnactment dcﬁﬁ;'thpatgms Act, 1849 does not in the body ar « as well as in Japan and in several of these countries the Patents Acts
: from the termg o? ’"éihts of a patentee hyt leaves it to ggb ?é i themeselves contain specific previsions to that effect. { need only add
e Chactment OI‘.ab‘ies the € Letters Patent, Section 93 (3) g:f ‘“’ff? that Australia and Canada fol! the same r“ul@ 23 zn\the UK.
Prescribed. Rule g Patent 4o be in gyep form ag- that 474. The law in the Un States is different and where the
n the fO”;l glu e 63’0f the UK. Patents Rules, 1049 rg e may be claim in a patent is for a process or for g machine, the sale of the
mode adg Ate‘d{t‘ out in the third schedule. This how s it to be product madeé by the use of the process or machine is not held to
and Desip—iq Am Austrahg or in Canada or in the ?vff {s not the be an infringement, so that in c¢fect an action for infringement of
Section 45 “'f ‘tth' 1911 (vide Section g9 of the Aust nl_lan Patents a process or a machine patent, would lie cnly against the manufac-
. atents ang De;:l Canadian Patents Act and S.ectionsggao;a?hACt and furer and not against those who zell goods obtained as a result of
‘0 define as far ainspﬁzz’ici%lll)-thI think it woulqg Jg of Bdevg?;z: iile mamlligctarer utilising the process or the machine. The rule wa
itcolf act c e right n . 2 1uUS explained: .
e ¢lf so0 as to leave minimum scope for iogﬁrivkatemee In the Act “X process patent is not infringed by selling the product,
TOVEISy on this matter, and the vendee of a product which has been made in

46 ! i
69, Tt is universally the law that where t}

O‘. i : . b s
s an article or prodyet infringement of a patented process cannot be held liable

1€ batent is in reg
pect
to the patentee, or in any extent to be an infringer”—

having an s ; per se the rightg of
VG E xclus 01 a patentee ¢
tion which 1slve right to make, yse exercis P e extend to ) ‘ |
teh would inelud ot 13e or sell the inven (American Gramophone Co. v. Gimbel Bros. 234 Fed.
product, and para (a) Ofet}?en Celxclumvebnght of importation of the_: at 368) o S
ause em : "
; 470. Where, however the patent j odies this rule, The broad proposition that the vendor of a product which has
¥ ’ . .
tag a’)sr\tocnesls. the law in'the UK is ei {:lgtt 581{ f,\n ‘?”fcle but is sole]y been made in _nﬁmr;gor?cn.t o.f a paten;ed process is an
.. Protection would ¢oyar not merej nclause (b) piz thet " infringer, or liable ‘> any extent to the patentee, 33
&.\ten‘c‘i to the “article” made by th ¥ thg petented  procoss byt = untenable and does nat require discussion. The patentee’s
such “usp” g within the coumvz» \OG bLI‘SG of ih}e process whothes remedy is against the manufacturer........ 'I“he patent. .
sale ﬁf‘:m article mace abroag bv t{; ¥ l?jd 0 that importation op ... .is one for a preeass, and not for a product. It des-
Ifringement by the process patent ¢ batented process woulq ba an cribes a method of producing the Welsbach mantle... ...
471 The reas o Ty ' to render it sufficient!v hard and resistent to  allow of
D s reason for the U ) N i
decision Wi e UK. rule was stated transportation.. ... .end eny person is at liberty to vend
N ight v. Hitcheonl a in an F Eeld B X
C. B. thus: b v. Hitcheock (1870, 1R, 5 Ex. 57 at p e@%;frl} English or use the {nvention \without accountability to the
o P 47) by Kelly atentee, except he also be the manufacturer” (Welsbach

“If the law were oth ) . '
: erwise, th | . ight Co. v, Union Incandescent Light Co. 101 Fed. at 131,
Invention, another might §’y‘ :}éig? g}gﬂsiﬁ“@m@fg@& an ' 132). (Law of Chemical Patents by Thomas, Second Edi-
: £nt, 21 ssing the channel, tion, p. 385).




These decisions arose out of patents for processes but similar rules
govern the interpretation of the rights of parties where the clalm
in the patent is only for a machine.

475, It might at ance be pointed out that the form of the patent
.. grant in India under the Indian Patents and Designs Act, 1811 does
not contain the injunction on ‘the subjects’ as in the UK. Letters
Patent “commanding them not to put into practice the invention
directly or indirectlzjg’ or the provision-as to the “whole profit or
advantage” of the invention being assured to the inventor so that
it would not be correct to assume that' the Indian courts would,
if a case arose in respect vf an Indian Patent, apply with certainty
the UK. rule. It is hardly necessary to mention that no case has
arisen for such decision being rendered,

476, The matter is thus res integra and there would therefore bs
no impediment in the shape of vested rights in the choice of a par-
ticular rule which would advance the national economy. ’

477. Undoubtedly the American rule {3 more logical in that the
scope of the proteciion afforded by the law s co-extensive with the
scope of the invention and the claim, The question, however, as to
the rule of law to be adopted must ultimately depend not upon fine
considerations of the theoretical justification for the particular view
—for arguments could be found for any view—but upon what is
.really of benefit to the country bearing in mind the general pattern
of industrial development.

478. The question as to the system of patent protection to be pre-
ferred, assumes added importance, in view of my recommendation
that in a large field of invention—products obtained by chemical
methods and articles of food and medicine—only process claims
should be permitted. This taken in conjunction with the fact that a
large majority of the patents in these lines are held by forelgn
nationals who are inclined to utilise the Indien Fatents asz a means
for securing to them a monopoly of -Importation of the patented
erticles manufactured by them abroad, would anear to point to the
desirability of the adoption of the American rule. It would be seen
that under that rule, since a patent for & process confers merely
an exclusive right to use the patented process, and not any exclusive
right to sell the product made by theec%)rocess, the importation of
the product made abrnad by the patented process and its sale would
not constitute an infringement of the process patent. The resut
would be that as any one was free to import the article and sell it,
the competition would lead to a reduction in price, and this would
‘be particularly so in cases where the article is produced in countries
where the invention patented in Indla does not enjoy patent pro-
tection. In the case of products which are essential to industrlel
production, for instance, some of the chemicals or essential drugs,
this would be of considerable beneflt to the country’s industrial
advance or to aational health,

479. This acvantage however has to be judged in the light of
certain of the ill-effects of such a state of the law, The economic
rationale behind the rule that sales within the country of articles
‘manufactured abroad by a };'atented process constitutes an {nfringe-
ment is, as explained by Ke

led, the need to protect one who started an industry within the

ly C.B...in the=passa§e already extrac-.

country from competitors abro

ad who h i t
coss, Thus the Anpetitors A 10 had copied the patented pro-

¢ : while prolecting the patentee against
rival manufacturers within the country, leaves the inpdigenous igndus-

try without protection against manufactur ]

Y ] nst 1 e abroad. In effect such a
;ule would handicap the starting of indusiries withir the country
by removing the embargo which the UK. patent rule imposes on
Importation of the patented article from abroad. '

480. In the U.S.A., however, this il] eff i i
. . AL ver, -effect is avoided b -
1str§1tive action—the use of the tariff, in cases where theypi%?tigt
S\?ouu?d btc}emp;rcgduced at a cheaper price in g foreign country. There
€ some amount of illogicality between t} pli
the American rule and the isions ¢ or o eoubiion of
. . provisions of the chapter on co .
working—for in the latter the importation of f patenter;p;gfi(ill)e]

\‘Zét&)}%\lgurgﬁ?\lllffhceturingtit ifn this country.is treated as an abuse which
r caor in o X *
tion. v . grant of a ¢ompulsory licence to work the inven-

“ . . L

autg%étiigllmd@ a!s.?, if by admmlstrativg action, operating almost
hpmat co?r};,ﬂ1nmpocx1 s'.of_the patented articles, the manufacture of
oo a)n q; I enced within the country, could be so regulated as to
e g8 assured market for home-prq&ucod gocds, the adoption of
ne erican rule would be beneficial. Such precedure would
while eliminating competition within the countru by the rotyc”‘io;
against infringement afforded by the Patents Law ‘rectlia{)e co:: -
tition from imported products as to confine it {o Y‘Lheudominﬁ 1}?;
s‘h.‘lt,lSﬁed by local manufacture, This would impart a degree of‘ﬂn\'i‘
bility achieving at the same time the srant of ‘ufﬂcieur;v‘-L aomic
protection to Indian industry and the "(:fc"llﬂ'gl‘jv £ the Snteroats
of the comstmes A Ac sateguardiag of the interests

482. Much as I would have desired

) . _ to recommend the ric:
rule for adoption by this countr i pmerican

T { ] ‘ [ feel deterre ‘om doing :
the reason that it is not casy to realise an admindistfx";g;ocir]{ézhsazi{m
operating in the manner I have indicated. In these circ—uvms‘m"ejrrz
focommend the adoption of the rule of law followed in t}:g .VUJI’L
d?d other European countries as the one best suited t;) the neéd\;
¢ ‘a country \yhose interests demand urgently the wor.lzm oj
batented inventions within as short a time as possible and £[,’ he
fullest extent reasonably practicable. ) e e the

Wh483.tIgIext as to-burden of proof in
ere the patent infringed was for a product, as mad
! : p3 ’ adae b
tS)chlf;rcrz]a;l%rdogc‘mbcd, the fCommittoe desired in effect tg iangg(:icuecsg
ovisicn as was found in Section 38-
Act, 1905 Poyis oy s four ection 38-A of the UK, Patents
“Provided that, in an action for

where the invention relatey to th i

1tion R ¢ production of a ness
substance, any substance of the same  chemical compomi
é‘or;n]t m”i ‘C(mgtmlixon shall in the absence of proof to the
¢ pxl?OIC}CSL,:S. icemed to have been produced by the patent-
(This proviso to sub-section (1) was wi
A _ ) was, with the first two words omitt d
ggnltégr%%erefidas sub-section (2) of Scction 38A by the Amendin f‘fc{
0 pro\fis‘ion oFxrlgt sei';a a?y trezzson t(lJ recommend the adoption of such

. m its text it would be obvious that it was
1slo; : _ closel
bound up with the special form of claiming for chemical productbs:
198 C & 1—13 ' '

actions for infringement,

Infringement of 3 patent
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.unchanged for the reason that as it is, it is fair

T e e bV WUTLL ALy WY Lue UL, Falents and D
Amendment Act of 1919, and since on m scheme there would etfégx?g

sbsolute or limited product claims for che

mical su i
no need for the enactment of this special rule ag igbg;ttlx;cesinthrzrzrxs
to the patents niow on the register, in which claims migh‘t have gee')
drafted in the Section 38-A form, I would prefer to leave the 19\;/

484. Apart from any specific statutor isi iti
that where the defondamlhas used or sgldpiﬁ“t’ilgig:‘a%?e%e%ostm%n .
been made by the patented process, the onus of proving thaot tgve
were in fact made by that process would be on the plaintiff &
488, To quote Terrell—" ) .

“In Cartsburn Sugar Refining Co. v. Shar
the alleged infringement consisted in thg sé%e I}npé‘:n 118121
of cube sugir manufactured in Amerlca by a ;x‘agli?
mad’e in accordance with the specification of the coﬁ; lT]ie
ners’ (i.e. the plaintiffs’) patent. Lord Kinnear, in p}%;
)udgment, said (1 R.P.C. 186): “No witnoss 'has b n
examined of sufficient skill as a mechanic to give a det 593
?05333{;;211;211(*(3{031%15 xtnachine in question. All that is ;;gvcezd
s Ot correspond in all respects i1
some respects it does cofrespond,-tlo rteggcétgénit‘};ot?gh in
Hersey’s patent. It is said that as the manuf‘uLctL?m ?o o
plained of had taken place in America, it was incumbemi
on the' re»s‘pondex‘xts, upon the principle which rt‘f nd
effect in the case of Neilson v. Betts (LR. 5 HLC?‘-WG
prove by negative evidence that it was nét.maqﬁf'{ f ;cg
according to the specified process, I think no ”‘u**;mwt}';
L;os upon the respondents in the present caseﬂ k”beccmui
there can be no gquestion on the evidence tbat"fu"‘x autsih
cles as were sold by the respondents MAY HA{/”EMBI%?E“.\}
produced by machinery which involved no infrin :
of the complainer’s patent.  That being 5o it-lagement
the cgmplamers to prove their case, and as thev z)olllxpon
commission to America for the purpose of pio’*'irA it
there could ha've. been no difficulty in their obt“:fvi‘x%dn-’
sufficient description of the machine to which it T“mf’ )
cd they have traced the tubes of supar sold by 51 -
pondents to enable them to establish the infri ment,
if infringement there was, neement,

But where the articles were made abroad inti
In consequence could not be afforded"fuﬁ?cgggsn%ntﬁi
inspecting the machinery by which they were maldtg c?‘c
was held that it lay with the defendants to rebut a pr nl
facie case mede out by the plaintiffs. (19 R.P.C. 169) e

In the various Saccharin cases (19 RPC. 1 plainti
were the owners of patentg which covi?zdtheal?l;aggfs
processes  of  making  saccharin,  They wcreL al%llg
Lo produce cvidence to the effect that aithough It was
conceivable that saccharin might be made in some other
way, no other processes were then known to the scientif?r
world.  The defgndants, who imported saccharin cou]c;:
not give any satisfactory account of the way in which the

W

It was hela that
infringement had been established’— (Terrell on Patents,
Ninth Edition, pages 159-160).

486. I consider the rule as to the burden of prooi enunciated in

the decisions referred to in the above extract, just and fair both to
the patentee and the alleged infringer, and that there :s no need for

imported substance was actually made.

|l

any legislative interference.

487. The other matter which the Committee desired to be included
in the clause is in relation to saving the rights of prior patentees.
Such a provision I have not been able to find in the Patent Laws of
any country and in my opinion it is not necessary either. If any
claim of a subsequently granted patent overlaps or is anticipated by
an carlier patent grant it would be open to the pricr patentee to
take proceedings to have the later patent revoked in part or in whole,
to the extent of the overlap. There is therefore no need for any
specific saving in regard to the rights of prior patentzes.

"™ 485, There is, however, one matter in connecticn with the right
of patentees which requires to be clarified—the right of research
workers to use the inventicn-—whether it be an article or a process—
for the purposes of carrying out experiments—in  the course of
research, as distinguished from use for a commercial purpose.
Before proceeding further, I shall cextract a passage from Blanco
White’s treatise on Patents to indicate the uncertainty of the law on
this topic in the UK. :
“eeehere cxperiment with a patented inventicn would appear
it e patent itself

net to amount to infringement; but it is th
that must be the subject of expériment and not (for
instance) the product of a patent process. And it would
seem that a claim of right to exercise the invention may
convert an experimental exe actionable
threat to infringe” {page 76).
I consider it desirable that the law should specifically exempt use
of the patented articles or processes or the use of articles or products
made by the use of the patented process or patented machine or
apparatus for experimental purposes {rom being actionable as an
infringement.

488, In United Telephone Co. v, Sharples (2 RPC 28) it was held
that the use of an infringing article for the purpose of instrusting
pupils—pulling out the article to pieces and putting them together—
weas not a ‘mere experimental user’ and amounted to an infringement.
It appears to me that such use is really experimental use and that
the construction of the patentec’s rights adopted in that decision as
unduly hampering technical education.  Even in the United
Kingdom the Uniced Telephone Co. v. Sharples decision is treated
as a ‘border line case’ (See Blanco White on Patents for Inventions,
page T1 note 45)—as an instance where 1t could have Leen held that
the ‘use’ was not use as an article of the sort covered by the patent.
The insertion of the words ‘including the use of the patented article
or process for the purpose of imparting instruction to pupils’ in the
clause would avoid this interpretation.

>

ige into an

490, There is also need' for o further saving in regard to the
operation of other laws, For instance, it has been pointed out that

A




while the Patents Act purports to authorise a patentec to make, use

or exercise his invention subject onlysto the provisions of the Indian
Patents and Designs Act, 1911 the Industries (Development and
Regulation) Act, 1951 imposes fetters upon the starting of an industry
not excepting those for working a patented invention. Again, while
.the grant of a patent enables a patentee either to exercise the inven-
tion himself or to authorise others to do so, subject only to the
rovisions. of the Indian Patents and Designs Act, 1911, the Forei
xchange Regulation Act, 1947 imposes restrictions upon the
transmission of funds by both the patentee as well as those authorised
by them to work the inventions. There is no doubt that these two
enactments the Industries™ (Development and Regulation) Act, 1851
and the Foreign Exchange Regulations Act, 1847 would override the
rights conferred on a patentee by the Indian Patents and Deslgns
Act, 1911, T have referred to these two enactments but this is not
exhaustive (vide, for instance, the Drugs Act, 1940). The matter
may be put beyond doubt by a specific provision subjecting the

rights of a patentee to the provisions of other laws, laws other than
the Indian Patents and Designs Act, 1911,

491, The form of the Letters Patent to be issued under the Act
may be suitably amended to accord with the rights conferved on.the
patentee by the statute, !

492, T would suggest the following redraft of Clause 27 for this
purpose:—
“27. Rights of a patentee.—(1) Subject to the provisions of
this  Act, a patent granted cither before or after the
commencement of this Act, shall cenfer upon the patentee:

(a) where the patent is for an article .or substance, the
exclusive right by himself, his agents or licensees to

make, use, exercise, sell or distribute such article or
substance in India;

(b) where a patent is for a process of manufacturing an
article or substance the exclusive right by himself, his
agents or licensees to use or exercise the process in
India and of using or selling in India articles or

substances made by such process and of authorising
others so to do.

(2) Notwithstanding anything in this Act, the making or
using of 8 patented machine or apparatus or other article,
or the usc of a patented process or the usc of an article
made by the wuse of the patented process, machine or
apparatus f{or the purposes merely of experiment or
research including the imparting of instruction to pupils
and not by way of commercial use, shall not be deemed
to constitute an infringement of the rights conferred on a
patentec by this Act”

(3) The rights conferred on the patentee by this section shall
be exercisable only subject to the provisions of any other
law in force.

- Clause 28—Patent obtained in fraud of the true and first inventer

493. This clause {s a reproduction of Section 18(2) of the Indian

Patents and Designs Act, 1911, The provision in the Indian Patents

i
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ig ct, 1911 was based upon Sections 17(2} and 15(2) to
?gc(ié)D%Sf‘g&se P"\U.K. ‘Patents and Designs Act, 1807. The '\‘1153*22%11%1;
Patents Act, 1952 contains provisions similar to S;?Dz‘ucgz P
15(4) of the UK. Act of 1807 [vide Section 60(3) ¢ {fm?iorit
with slight modifications to adapt them to the sygterr;:c; ngs ng/
dates of claims whicg forms g iteatu;Ct?\fcxigg?ﬁlaxtanthea[susfra_lian‘

oint of difference betwece ,

?st O?H:lg?iez additional provisions applicable j:y ca}sssm w‘g{gerf
fraudulently obtained patents are revoked as a resuit ol susl .

494. When 4he UK. Patents law was rcxjised ‘b%mtgzle O?w};r;
Committee, they recommended the retention in suvss :\ ce of ond
i wit T
provision in Soction 15(2) to 15(4) vith nowevew%}i ' verha
i paragragh ggl’gftgzee%oﬁuﬁil o};‘egg?d)s' f.;:o-géctions &2)7
Patents Rill was introduced 1n il se of Lords, s ns @
1o (4) of Section 15 of the earlier 'enactm&rlt X?ts v%:acspri):?rod?uaccg
its place the provision in Section ‘:33 ofrf E AT
Section 53 of the UK. Patents Act, 19@9 effects con iderable chanies
in the previous law. Whereas under oc;ciion %Znol:éhbeén ‘obtained
Act, 1807 the applicant from whom the invent .\moyed  Sbiatned
is éranted a patent in lieu of the ?atgm Usc{{rcgv;mq ;:ct wder
Clause 28 of the Bill), Section 5‘3 .o"t(r;e‘ k'_wi'ﬁg uz;:zaiiable ‘to AN
wrovides merely for an earlier priority “a}mtz _ bp.é‘“ e s
épplicam whose in«\‘wontion hssn‘biccgrmc‘,;dali{‘iiz;u et
iference because where a patenv 5 gral in lieu of the revoss
gaf‘:gnt. there would be no Opp?sum?y—“hac,,rfazhf ﬁﬁ:} ardsgr r
contemplated by Section 53 of the L;L;. ]plb {'ti.ow*:';or advaniaes
which the successful opponent or successiu .gfe’li o "és oo
on the ground of “obtaining” would dcrw?";]ii}if‘;ﬁ s the prieny
date for the purpese of determining anticipation cr novelly
application. - ) , o .
‘p495. Section 53 of the UK. Act, 1949 app]}esﬁtneﬂ ;:;gpzu;réd]
conferring a priority date both to cases \t'n.er'u g”a }nch bere 7
granted is revoked on the ground of ob-va‘lcr;rx‘r:.oihfua Jvhere an
opposition succeeds on that ground. 1 consxf\,. SL;.Sd;nd lwhi,le o
ghould be drawn betwectn }hcsccﬁtl\r&"ioert},{);i?;ic;y Cdaa‘:e SRR iy
to the assignment ol an caricr c : s apt an
ir?lgai:s where thegnmatter remains at the stqg? of a:?e:{)grhgiul?gufgrf
a patent, the grant of a patent to the aggricy c% Yx“d Lke ies 5
the patent revoked is the proper relief t}mtvs o1 ‘wgre Toed o
cases of revocation of patents. If the forrfe‘ {uufowd e epp e ot
cases of revocation, the duration of the paten ol } Jor e
of the public, be unduly enlarged and on H}x.q{grl\fmt a e
the rule as found in Scction 15(2) of the UK. Act ol Juul.

is rec ndation the clause might be
496. To give effect 1o this IcLo'r?mcnd(mog m:cccqlrm1 r;v&aum
it up i ’ ling with cases of success > 7
split up into two, one dealing of st yocation
o‘{)l theK t:‘rmmd of abtaining and the other with cases where ¢
+ < <
opposition succeeds on that ground. )
[ 497. 1 gard to the provision dealing with cases of revocation,
497, In regar t 3 : ¢

o

Q2

. there is a possibility of petitions by others besides the petitioner who

ini i 1 petitions
i Jightaining” being filed and these severa: (

%%gplaé?spgiedooiméy ag common order. Some or all of ihe c¥alr§§
relat&lgng'to the grant of the invention held to have beendobtzix’neﬂ‘e
might possibly have been held invalid on other grounds. 21 th
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PRSI,

right of the petitioner to obtain a patent in lieu of the whole or part
of the patent revoked is made dependent on an order of the Court
passed in the proceeding for revocation, all these contingencies
would be effectively provided for. '

498. In regard to the case of a successful opposition on ground
of “obtaining”, a provision on the lines of Section 53 of the UK. Act,
1949 would be appropriate, The following draft would implement
these suggestions:

“28. Patent obtained in frand of truo and first inventor.—(1)
Where a patent has been revoked cn the Pround that the
patent was obtained wrongfully and in contravention of
the rights of the petitioner or any person under or through
whom he claims or where in a petition for revocation,
the Court instead of revoking the patent directs the com-
plete specification to be amended by the exclusion of &
claim ov claims in consequence of a finding that the
invention  covered by such claim
obtained from the petitioner, the Court may, by order
passed in the same proceeding, permit the grant to the
petitioner of the whole or such part of the invention
which the Court finds has been wrongfully obtained by
the patentee in lieu of the patent 6o revoked or is
excluded by amendment,

(2) Where such order has been passed the following provi-
sions shall have effect: —

m
A

he Controller shall on request by the petitioner made in the
prescribed manner grant to him-—

(1) In cases where the Court permits the whole of the
patent to be granted, a new patent which will bear
the same  date and number in licu of the patent
revoked;

(2) in cases where the Court permits a part only of the
patent to be granted, a new patent for such part and
bearing the same date as the patent revoked: ;

Frovided that the Controller shall as a condition of such
grant require the petitioner to file a new complete
specification  to the satisfaction of the Controller
describing and claiming that part of the invention for
which the patent is being granted: ’

Provided further that the patent so granted to the peti-
tioner shall be numbered as preseribed by the rules.”

“28AL Priority date ete.

o Y oppusiver

in case of ‘obtaining’.—(1) Where in

procecding under this Act—

(1) the Controller  finds that  the invention  so far as
clafired in any claim of the complete shocification was
obtained from the opponent in the manner sot out
in sub-section (1) (a), of Section 21 and refuses the
application on that ground, he may, on request by
stich opponent made in the preseribed manner, direct
-that the application shall proceed in the name of the
opponent as if the - application- and the specification

or claims had been *

Ly
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had been filed by the opponent on the dates on which
they were actuaﬂy filed;

(b) the Controller finds that a part of an ‘invention
described in the complete specification was so obtained
from the opponent and has required that the specifi-
cation be amended by the exclusion of that part of the
invention, the opponent may, subject to the provisions
of the succeeding sub-section, file an application in
accordance with the provisions of this Act accompanied
by a complete specification for the grant of a patent
for the invention so excluded from the applicant’s
specification.  The Controller may treat such applica-
tion and epecification as having  been filed, for the
purposes of the provisions of this Act relating to the
priority dates of claims of the complete specifleation,
on the date on which the corresponding document was
or was deemed to have been filed by the earlier
applicant but for zll other purposes the application of
the opponent shall be proceeded with as an application
for a patent under this Act.

{2) Where an opponent has, before the date of the order of
the Controller requiring the amendment of o camplele
specification referred to in sub=ection (1) (b), fled an
application for a patent for an invention which includes
the whole or part of the inventicn helt
obtained from him and such application
Controller may treat such application and s
so far as they relate to the invention held
obtamed from him, as having been filed, for the purposes
of the provisions of this Act relating to the pricrity dates
ol claims  of the complete specification, on the date on
which the corresponding documént was or was deemed to
have becn filed by the earlier applicant but for all other
purposes the application of the opponent shall be proceeded
with as an application for a patent under this Act.”

Clause 28—Term of Patent

499. This clause in terms reproduces the existing section 14(1)
and (2) of the Indian Patents and Designs Act, 1911, Its provisions
correspond to sub-sections (3) to (5) of Section 22 of the UK.
Fatents Act, 1949 though expressed in somewhat different phraseo-
logy. :

500. The proviso to sub-clause (2) reads as if the requcst, the
prescribed fee and the preseribed additional fee referred  to in
it might Lo mede, or pald even after the expiry of the extended
period, whic not the intention and this might be clari-

certainly
fied by adopting the UK. form which puts it beyond doubt,

17, the

501 I would sugpest a slight drafting change in sub-clause (1) by
substituting the words “Subject to the provisions of this Act” £or the
words “Save as otherwise expressly provided by this Act”, The
reason is that the words in the clause are intended to cover the case.
of the extension of the term of sixteen years for which provision is
made under clause 30 of the Bill. In view of my recommendation




