










and manufacturing abroad and selling in London .
articles made by the patented process. wholly deroive the­
patentee of the benefit of his invention. It 18 tRerefore
Impossible ,to suppose that an exclusive right to vend is
'not gi~en,:'andthedefendants have therefore infrInged the
plalntiff's right .... H

472. It has. also been rested. On the terms of the Letters Patent
\Vhlch contains a clause reinforcing the exclusive righ ts of the
patentee by which "our subjects are str-ictlV comrncnded . . .. . .that
they do not ... during the continuance of the said term either dircctlV
or indirectlv make use of or put into ~r2.ctice the said invention
or any part of the Game ..... II see Elms.ie v. BtY:..!.rE'iC1" [1869 L.R. {}

2~7; Von Heyden v, Neusuuu. (1880) 14 Ch. D. 230].
473. A precisely similar view prevails in .the U.I\.. ~ns regards t"b.o

~t.lnalogous case of patents granted for machines whicn 81'2 used lor
tJ1C production of articles. Even where a claim i~ solely for 0.
machine or apparatus, a product mndeby such machine or appara­
tus is treated as covered by the patent protect io n, so thnr.rio t merely
n manufacturer of the machine but also those who sell products
made by the use of, the machine whether within the country or
abroad, are trca-ed as infringing the potent. In thi c

; rcr nect the law
in the United Kingdom is in accordance with the law in France,
Germany, Holland, the U.S.S.R. and other E>lfop:'>Dn countries
as well as in Japan and in several of these countries the Patents Acts
themselves contain specific previsions to that effe-ct. I need only add
that Australia and Canada foll:,.,!/ the: same rule [~J in the lJ.I{.

-174. Th e la \v in t11e Un i ~ (;:: S: z. t es is diffcre ntand v:here the
cIaL'U in 8 patent is for a prC'2ESS or for 0 machine, the sale of the
produc: made by the use of the process or machine L) not held to
be an infr ingcmcnt, .50 that in cffcC,t) ~~l action fo~~ infr

1

ingen1en t of
process or a machine patent W'OU1Q lIe only ag~unst uie manufac­
rer and not against those \v;:o sell goods obtained as a result of

the manufacturer utilisina the OfOC2SS or the machine. The rule was
thus explained: G. ,

"A process patent is not infringed by selling the product,
and the vendee of a product which bas been made in
infringement of a patented process cannot be held Iiable
to the patentee. or in any extent to be an infringer"-
(American Gramophone Co. v, Gimbel Bros. 234 Fed.
at 3(8).

The broad proposition ths: the vendor of a product which has
been made in infri~gcr::cn t of a patented process is an
infringer, or liable ~;:! ~:!1Y extent to the pntentee. Is
untenable and does n::: rcquj re discussion. The patentee's
remedy is agoin.st th~') manufacturer ..... I' . The patent ..
. . . . is 0 ne for aprccc55. and not £D r D. pro dIt Ct. ltdC3­

Crib es 3. In e tho d 0 f P:- :"\': :.: 2 : ng the '\Ve15b nch n1 [1 n t1e. . . . . .
to render it sumcic~·. >; t'.:lrd and resistent to ailo\v of
transportation f~:1d a~1Y person is at liberty to vend
or nse the invention \\·ithout accountability to the
patenteetexcept he a1so be the manufacturer" (We!sbach
Light Co. v. Union Incandescent Light Co. 101 Fed. at 131,
132). (Law of Chemical Ptltents by Thomas, Second Edi·
tion. p. 385).

177Clause .27-Rlghts of a patentee

467. This clause seeks to set out the rights of a patentee under
a patent grant and appears to be basen on the acceptance in part
of the recommendations of the Patents Enquiry Committee. In
their summary of recommendations· (Chapter VIII, paragraph gat.page 114) the Committee said:

of the patentee.--The Aet .shOUld~ clear "pro­vision that-

in the case of a patented -invention of any ortl<,le, the
patentee shaH {lD.ve the exclusive to"!l'l1lke, USe
Ilnd/or sell such article or to autholise others to 'do so.
In -the -case of a patented invention of 0. process, the

Pate.'1te-e shall hBvethe e)tdusive right to -tlSe 'such
:iJrQ>~".j; and to use, and/or sell articles made by such
process or to authoriee others to do so, and
the e'xclusive -right conferred by any potent shall be
G1lbject to tights alrcady SUbsisting in respect of any
oth0r patent. (An "explanation" may be added stat­

tha t lJ. new identical ar-t.!cle shall, unless the can­
is proved, be presumed to have been made by

process.) /J

27 adopts (a) and (b), it has omitted (c) and the
suggested by the Committee.

468. Tlw U.K. Patents Act, 1949 does not in the body of the
cnactmc:nt define the rights of a patc:ntee but leaves it to be gathered
fw'TI the terms of the Letters Patent. Section 21 (3) of that
enactment C'lldbles the patent -to be ion such form as may be

Hule 63 of the U.K. Pntents Rules, 1949 directs it to be
the form set out in the third schedule. This however !snot the

mode adopted in Australia or in Cannda or in the Indian Patents
and Act, 1911 (vide Section 69 of the Australian Act and

of the Canadinn Patents Act and Section 12 of the Indian
and Act, 1911). I think it would be of advantage~o define as far as practicable the rights of a patentee in the Act

Itself so as to leave minimum scope for controversy on this mlltter.
469. It is universally the law that where the patent is in respect

of an article or product per se the rights of a patentee extend to
Jl1lving ntl C)tclusive right to rnnke, use, eXercise or $(>11 the inven.
tion which Would include an exclusive rilZht of importation of the
prodlwt, and para (a) of the clause embodies this rule.

470. \Vhere, however, the patent is not for an ertkIe but is soIeLl'
for a process, the law in the U.K. is as set out in clauso (b) '(;iz., thot
the protection would cover not me-rei;; the patented process but
extend to the "article" mnde by the "use" of the process whetllP.J'
such "lIse"is within the country or abroad, so thnt importation o~'
s.lle r'[ an ~lrticle rnnc;c aoroHc1 by the patellted process would be 8.:3

(\n t by the fJ r0 cesspnt Gn t.

471. The' reason for. V.Ie rule was stated in em early El1RIisb
decision Wright v. Hitchcock (1870, L.R. 5 Ex. 57 at p. by KellyC. B. thus:

"If the law were otherwlse, then whenn :man has pt'lt<?uted &m

another might, by merely crossing the thSlnnel,

,~

t
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country from con1pctitors abroad who had the patented pro­
cess.. Thus the Americah rule, while protecting the patentee against
rival manufacturers within the CDuntry, leaves the indigenous indus­
try without protection against manufacture abroad. In effect such a
rule would handicap the starting of industries within the country,

removing the embargo wh ich the U.I<.· patent rule imposes on
importation of the patented article from abroad. 1

480. In the U.S.A., howevo r, this ill-effect is avoided by admin­
istrative action-tne use of the tariff, in cases where the product
could be produc~d at a cheaper price in a foreign country. There
would thus be some amount of illogicality betw~n tIle adoption of
the American rule and the provisions of the chapter on compulsory
working-for in the latter the importation of 0 patented article
without manufacturing it in t1l1S country. is treated 813 an abuse vvhich
would justify the. grant of a compulsory licence to work the inven ...tion,

481. In India also, if by administrative
automntically, imports of the pa tented
vvhJch is comJT1enced within the country, could
afford an assured market for
the Arnericnn n ..de would be
\vhile eliminating competition
against infringement afforded by the Patents Law, i <..:glllale compe­
tition from imported products us to confine it to the dcrua nri u n-
satisfied bv local manufacture, This would Q of flo xi-
bility achieving at the same time the sufficient economic
protection to Iridian industry and the of the interests
of the consumer.

482. Much 35 I would hove desired to recolnmend t hc
rule for adoption by this country I feel deterred from.
the reason that it is not casv to realise 2n odmirust:
operating in the manner I Eave indicated. In these Clrcumst8.nce~
recommend the adoption of the rule of law foHovy-cd in the UJ(,
and other European countries as the one best sui ted to th e needs
of a country whose interests demand urgently the working of
pa ten tedinvc n t fa ns \v i thinas sh 0 r t a t i me as p oss ib 1cand toth e
fullest extent reasonably prncticable.

483. Next as to burden of proof in actions for infringement.
where the patent infringed W<lS for a product, as made by a process
specifically described, the Committee desired in effect to introduce
the same provision as was found in Section 38-A of the U.K. Patents
Act, 1907. This proviso rnn:-

"Provided that, in an act ion for infringement of a patent
wher-e the invention rclntes to the production of a new
substrmcc, Clny substnnc- of the same chemical cornposi.
t io n .1nci constitut.ion shn ll in the absence of proof to the
con t r (J r~' be' dec me d to 11 (1v i: bee n produccd by th cpa tc n t­
cd process".

(This proviso to sub-section (1) was, with the first t\VO words
renumbered as sub-section (2) of Section 38A by
of 1932). I do not see any reason to recommend the n~''''''''''T"',",,!,,,\
a provision.. From Its text it would be obvious was closely
bound up with the special form of claiming for chemical products
j98 C & 1-13

~

(1

•

These decisions arose out of patents for processes but sirn ilar rules.
govern the interpretation of the rlghts of parties where the claim
in the patent is only for a machine.

475. It might.. at once be pointed out that the form of the patent
grant in India under the Indian Patents and Designs Act, 1911 does
not contain the injunction on 'the subjects' as in the U,K. Letters
Patent "commanding them not to put into practice the invention
directly or iudirectls]" or the provtsiorras to the "whole profit or
advantage" of the invention being assured to the inventor so that
it would not be correct to assume that; the Indian courts would,
if a case arose in respect 'Of an Indian Patent, apply with-certainty
the U.I{. rule. It is hardly necessary to mention that no case has
arisen for such decision being rendered.

476. The matter is thus res integra and there would be
no impediment in the shape of vested rights in the choice of a par...
ticular rule which would 'advance the national economy. -, f'

477. Undoubtedly the American rule is more logical in that the
scope of the protcc .ion afforded by the law is co-extcnsivo with the
scope of the invention arid the claim. The question, however,
the rule of law to be adopted must ultimately depend not upon
considerations of the theoretical justification for the particular view",
--for arguments could be found for any view-s-but upon Vi/hat is

. really of benefit to the country bearing in mind the general pattern
of industrial development.

478. The question as to the system of patent protection to be pre­
fprrcd, assumes added importance, in view of my recommendation
that in a la rge field of invention-products obtained by chemical
methods and articles of food and medlcine-s-only process clalrna
should be permitted. This taken in conjunction with the fact that n
large majority of Lh0. patents in these lines are held
nationals who are inclined to utilise the Indian Patents M a means
for securing to them a monopoly ofirnportation of the patented
articles manufactured by them abroad, would to point to the
desirability of the adoption of the American It would be seen
that under t hat rule, since a patent for a process confers merely
an exclusive right to use the patented process, and not any exclusive
right to sell the product made by the process,. the importation of
the product rnade abroad by the patented process and its sale would
not constitute on infringement of the process patent, The result
would be that as anyone was free to import the article and sell it,
the competition would lead to a reduction in price, and this would ~1
be particularly so in cases where the article is produced in countries
where the invention patented in India does not enjoy patent pro­
tection. In the case of products which are essential to industrial
production, for instance, some of the chemicals or essential drugs,
thls would be of considerable benefit to the coun try's industrial
advance or to national health. '.

479. This acvantage however has to be judged in the light of
certain of the ill-effects of such a state of the law, The economic
rationale behind the rule that sales within the country of articles
'manufuctured abroad by a patented process constitutes' an "infringe­
mentis, as explained by Kelly C. B.,. in the "passage already extrae... ,

~ ted, the need to protect one who started an industry wlthtn the
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invention would appear
. but it is the patent itself

and not (Ior
And j t would

invention may
on act ionablc

4 I «I (.l r"lv1 ere ~ "\ r 71 /j ~~ 1 rn nn
not to amount to
that must be the

the product
seem that a claim of ~

convert an expcrimcn tal exercise into
threat to infringe" (page 76).

1 consider it desirable that the 12\v should specific-ally exempt use
'of the paten ted art icles or processes or the use of articles or products
made by the use of the patented process or patented machine or
apparatus for experimental' purposes f rorn being actionable as an
infringement

489, In Un.ited Telephone Co. v, Sharples (2 RPC 28) it was held
that the use of an infringing article for the purpose of instru ~ting

pupils-pulling out the article to pieces and putting them togethcr­
was not a 'mere experimental user' and amounted to an infringement.
It appears to me that such usc is really experimental usc and that
the construction of the patentee's rights adopted in. that decision as
unduly hampering technical education. Even in the United
I{ingdo!11 the UHii:ed Telephone Co. v. Sharples decision is treated
8 sa' b0 rde r 1inc cas c I ( Sec I31 nnco \Vhi teon P ~ 1ten ts for Invcn t i 0 nS I

'71 note ";~))-a~ nn instance w hcr c It CDu1d hJ ..·e L\("?cn held. that
'usc' \VDS not usc 8S an nrt icl e of sort covered by the patent.

The insertion of the words 'including the use of the patented article
or process for the' purpose of imparting instruction to pupils' in the
clause would avoid this interpretation.

49D. There is also need for n further saving in regard to the
operation of other laws. For instance, it has been pointed out that

imported substance was actually rn ade. It w as held that
infringement had been established"-- (Terrell on Patents,
Ninth Edition, pages 159-160).

48G. I consider the rule as to the burden of proof enunciated in
the decisions referred to in the above extract, just and fair both to
the patentee and the alleged infringer. and that there IS no need for
any legislative interference. r

487. The other matter which the Committee desired to be included
in the clause is in relation to saving the rights of prior patentees.
Such £1 provision I have not been able to find in the Patent Laws of
any country and in my opinion it is not necessary either. If any
-claim of a subsequently granted patent overlaps or is anticipated by
an earlier patent grant it would be open to the prier patentee to
take proceedings to have the Iaternatent revoked in part or in whole,
to the extent of the overlap. There is therefore !}8 need for any
specific saving in regard to the rights of prior patentees,

l~ 488. Ther'e is, however, one matter in connection with the' right
of patentees which requires to be clar ificd-s-tbc right of research
workers to use the invcntion-i-whothcr it be 3D article or a proccss-
for the purposes of carrying out experiments-in the course of

as distinguished Irorn use for n commercial purpose.
further, I' shall ext rae; a passage frOITI Blanco

treatise on Patents to indicate the uncer taintv of the law on
in the U.I(. : ~

u

4 ... • ..... '''~'-- ............. ..,; ........ V ... VU-.U.. \J.j uy tue u.l\.... t'atents and Designs
Amendment Act of 1919. and since on my scheme there would be no
absolute or Ilrnited product claims for chemical substances, there is
no need for the enactment of this special rule as to onus. In regard
to the patents -now on the register, in which claims might have been
drafted in the Section 38..A form, I would prefer to leave the law

'.. unchanged for the reason that as it is. it is fair.

{84, Apart from any specific statutory provision, the position is
that where the defendant has used or sold articles alleged to have
been made by the patented process, the onus of proving that
were in fact made by tha t process would be on the plaintiff.

425. 'I'o quote rrerrell-" .

"In Cartscurn Sugar R.efining Co. v, Sharp (1 RP.C. 181)
the alleged infringement consisted in the sale in England
of cube sug~~.c rnanufactured in America by a machine
made in accordance with the specification of the complai­
ners' (i.e. the pltlintiffs~) patent. Lord I(innear, in his

said (1 H.P.C. 186): UNo v/itncss has been
of sufficient skill as a mechanic to give a detailed

description of the machine in question, All that is proved
is that it does not correspond in all respects, though in
some r esnect« it does correspond,. to the description in

It is said that as the manufncture com..
had taken place in America, it was incumbent

upon the principle \'1hich received
case of Neilson v. Betts 5 H.LJ.) t to

prove by negative evidence that it was not mnDufactured
to the specified process. I think no such U-71US

lies upon the respondents in the present case, because
there can be no question on the evidence that such arti­
cles as were sold by the respondents ~I1AY HA\lE BEEN
produced by machinery which involverl no infringement

the complainer's patent. That being so, it lay upon
the compbiners to prove their case. and as they took a
commission to America for the purpose of proving it,
there coul d ha ve been no difficulty in their obtair;ing a
sufficient description of the machine to which it is al1eg.
cd they have traced the cubes of sugar sold by the res-
pondents to enable them to establish the infringement,
if infringement there was,

But where the articles were made abroad, and the plaintiffs
in consequence could not be afforded 'full oPportunity of
inspecting the machinery by\vhich they were made, it
was held that it lay with the defendants to rebut a prirn.a
facie case rnnde out theplnintiffs. (19 R.P.C. 169).

In the various Saccharin 'cases (19 H.P,C. 169) the pL~intiffs
were the 0\V11(,1'5 of onten ts which covered .311 lmo,;x.rn

of ITIJking saccharin. They were able
produce ov idenco to the effect that 81 though .1 twas

coricoi vablc that saccharin might be made in some other
\\'~1YI no other processes were then known to the Bcientific
world. The defendants, who imported could
not give any satisfactory account of the wav in the
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nnd Designs Act, 1911 was based upon: Sections and 15(2) to
1q(4) of the U.K. .Patents and Designs Act, 1907. Australian
Patents Act, 1952 .contains provisions similar to Section 15(2) to
15(4) of the D.K. Act of'1OO7 [vide Section 60(3) and Section 107J
with slight modifications to adapt them to the system of priority
dates of claims which forms a feature of the Australian Patents Law,
the only point of difference between them being that the Australian
Act includes additional provisions applicable to cases where
fraudulently obtained patents are revoked as a result of surrender.

494. When ~he V.I{. Patents law \V3S revised
Committee. they recoDlmended the retention in sut;:stance
provision in Section 15(2) to 15 with however verbal
changes (vide paragraph 201 of final . \Vhen the U.K.

~ Patents Em was introduce<! in the House of sub-secticns (2)
to (4) of Section 15 of the earlier enactment was dropped and in
its place the provision in Section 53 of the Act was tntroduced.
Section 53 of the D.l<. Patents Act, 1949 effects changes
in the previous law. Whereas under Section 15 of th" U.K. Patents
Act, 1907 the o.pplicant from whom the invention had obtained
is granted a patent in lieu of the po.tC'nt so (as under
Clause 23 of the Bill), Section 53 of the U.K. Patents Act, 1949
-provides merely for an earlier priority date being to the

whose in'vention has been u ob t8in cd " . This makes a
because vlherc a pa ten t is in lieu of the

there would be no---~~r';~ ;"n nr'h(JT'P;:]~ in ~he r\.,... ........... r' r- l, ...... ---.

Section 53
which the successful opponent or
on the ground of {(obtaining" \VOU 1d derive.
date for the purpose of: determining
applica tion. I

495. Section 53 of the U.IZ. Act. 1949 ~pplies
conferring a priority date both to cases where a
granted is revoked on the ground of and where an
opposition succeeds on that ground. I considor a distinction
should be drawn between these twa types of cases and while the
rule as to the assignment of an eo.r1 icr priority date is and just,
in cases where the matter remains at the stage of an for
a patent, the grant of a patent to the in lieu of
the patent revoked is the in
cases of revocation of
cases of revocation, duration of the patent
of the public, be unduly e:11nrged and on this ground. 1 would favour
the ru 1e ~1 S f0 U ndin Sec ti0 n 15(2) 0 f the U.1{. A.eta i 1~;D7

.

496. To give eITect to this recommendation the clause might be
'Split up into two, one dealing with cases of revocation
on the ground of obtilining nml the other with cases where an
opposition succeeds on t hnt ground.

497. In reg<lrd to the provision dealing with cases of revocation,
there is a possibility of petitions bv others besides the petitioner who
complain of' "obtaining" being filed and these several petitions
bein~ disposed of by n common order. Some or all of 'the claims
relntlngto the grant of the Invention held to have been "obtained"
might possibly have been held invalid on other If the

tj.

~~

while the Patents Act purports to authorise a patentee to make, use'
or exercise his invention subject only-to the provisions of the Indian
Patents and Designs Act) 1911 the Industries (Development and
Regulation) Act, 1951 imposes fetters upon the starting of an industry
not excepting those for working a patented invention. Again, while
.the grunt of a patent enables a patentee either to exercise the inven....
tion himself or to authorise others to do 80, subject only to the
provisions. of the Indian Patents and Designs Ac.t, 1911, the Foreign
Exchange Regulation Act, 1947 imposes restrictions upon the­
transmission of funds by both the patentee as well us those authorised
by them to work the inventions. There is no doubt that these two
enactments the Industries" (Development and Regulation) Act, 1951
and the Foreign Exchange Regulations A.ctl 1947 w.ould override the
rights conferred on a patentee by the Indian Patents and Designs
Act, 1911. I have referred to these two enactments but this is not
exhaustive (vide, for instance, the Drugs Act, 1940). The matter
may be put beyond doubt by a specific provision subjecting the
rights of {1 patentee to the provisions of other laws, laws other than
the Indian Patents and Designs Act, 1911.

491. The form of the Letters Patent to be issued under the Act
may be suitably amended ,to accord with the rights conierred on· the
patentee by the statute. l

492. I would suggest the following redraft of Clause 27 for this.
purpose:-

"27. Rights of n patcntec.c--f l ) Subject to the provisions of
this Act, a patent granted either before or after the

.... commencernent of this Act, shall confer upon the patentee:
(a) where the patent is for an article -or substance, the

exclusive right by himself, his agents or licensees to
make, use, exercise, sell or distribute such article or
substance in India;

(b) where a patent is for a process of manufacturing a11'
article or substance the exclusive right by himself, his
agents or licensees to lise or exercise the process in
India and .of using or selling in India articles or
substances made by such process and of authorising
others so to do.

(2) Notwi thst anding anything in this A~t, the making or
using of a patented machine or apparatus or other article,
or the usc of a pa ten ted process or the usc of an article
made by the use of the patented process, machine or
apparatus [or the purposes merely of experiment or
research including the irnparting of instruction to pupils
and not bv \VC1Y of commercial use, shall not be
to constitute an infringement of the rights
patentee bv this Act,"

(3) The rights con ferred on the pa ten tee by th is section shall
be C'xc~cisJble only subject to the provisions of any other
law in force.

28--Pntcnt obtalncd in fraud of the true and first inventor
4.93. This clause is 8; reproduction of Section 13(2) 'of the Indian

atents and Designs Act, 191L The provision in the Indian Patents



had been filed by the opponent on the dates on which
they were actually filed;

(b) the Controller finds tha t a part of an 'invention
described in the complete specification was so -obtained
Irorn the opponent and has required that the specifi­
cation be amended by the exclusion of that part of the
invention, the opponent may, subject to the provislons
of the succeeding sub-section, file an application in
accordance with the provisions of this Act accompanied
by a complete specification for the grant of a patent
for the invention so excluded from the applicant's
specification. The Controller mny treat such applica­
tion and specification as having been HIed, for the
purposes of the provisions of this ..Act relating to the
priority dates of claims of the: complete specincatton,
on the date on which the corresponding document wan
or \V35 deemed to have been filed bv the earllor
applicant but for all other purposes the ;pplication of
the opponent shall be proceeded with as an appllcntion
for a patent under this Act. I

(2) Where un opponent has, before the elate of the: order of.
the Controller requiring the amendment 01 [\ con1plete
spcc ificat ion referred to in su b-section (1) (b); filed £L"1

for [l patent for In invention v/hich include3
whole or part of the invention hold to have been

obtained f rorn him and such application L::; pending, the
Con troller may treat such application and specirlc2tion in
so far DS they relate to the invention beld to been
ob taincd from him, as having 0'2211 flled, for tS12 purposes
of the provisions of this Act rela ting to the priority dates
of c1ai InS 0f the comp1etc speei f cation 1 0nthe d ate on
which the corresponding document was or was deemed to
have been filed by the -earlier applicant but for all other
purposes the application of the opponent shall be pro~eeded
"vith 33 an application for a patent under this Act."

Clause 2S"---Tcrrn of Patent

185

499. This clause in terms reproduces the existing section 14(1)
and (2) of the: Indian Patents and Designs Act, 1911. Its provisions
correspond to sub-sections (3) to (5)0£ Section 22 of the U.K.
F'atents Act, 1949 though expressed in somewhat different phrasao­
logy.

500. 'l'hc pnn'lso to sub-clause (2) reads as if the recucst the
. prcscr: bed addit ional fee rcfc:rre:j tPo in

even (lftc~ the ex nirv of the extended
not the in toru ion ;u1{f this n}j.~ht be clari­
forrn which puts i: beyond

501. r would sugncst a slight drafting change in sub-clause (1) by
substituting the words "Subject to the provisions of this Act" for the
words '(Save as otherwise expressly provided by this Act", The
reason is that the words in the clause are intended to cover the case
of the extension of the term of sixteen, years for which provision is
made under clause 30 of the Bill. In view of my rccomrnendatfnn

';

f;"L

<..~

to obtain a patent in lieu of the whole or part
revoked is made dependent on an order of the Court

the proceeding for revocation, all these contingencies
would be effectively provided for.

to the case of [1 successful opposition on ground
of "obtaining", a provision on the lines of Section 53 of the U.K. Act,
1949 would be appropriate. The following draft would implement
these suggestions: -

"28. Pntont obtained in of true and O~nt inventor.-(l) ~
Where D pn tent has been revoked on the f!round that the

\V8S obtained wrongfully and in contravention of
righ ts of the petitioner or any person under or through

he claims or where in a petition for .revccation,
instead of revoking the patent directs the corn­

to be: amended by the exclusion of n
01' claims in consequence of n (incling that the.

invention covered by such claim or claims had been"
obtained from the petitioner, the Court may) by order

in the same proceeding, permit the grant to the
of the whole or such part of the invention

the Court finds has been wrongfully obtained by
in lieu of the paten t GO revoked or is

by amendment.

(2) Where such order has been passed the follo\ving provi­
sions shall have effect:-

'I'hc Controller shall on request by the: petitioner rnade in the
manner grant to h im-s-

(1) In cases where the Court permits the \v1101c of, the
patent to be granted, 8 new 'patent which will bear
the same date and n umber in lieu of the patent
revoked;

(2) in cases where the Court permits a part only of the
to be granted, a new po-tent for such part nnd

the some datc as the patent revoked: ;
Provided that the Controller shall as D condition of such

grant require the petitioner to [lIe a new complete
specifica t ion to the satisfnction of the Controller
describing and claiming that part of the invention for
which the patent is being granted: .

Provided further that the patent so granted to the peti-
tioner sh~111 be nUr11bcrcd as prescribed the rules,"

('2Bl\.. Priori ty date et,c. in cnsc of 'obtninlng'.~-( 1) \Vho1"o in
tl : ~ 11,Y 0 PP l ) ::' i LJ U n ~) roc ccd in gundcrt11 is )\ ct--

finds that the invention so Iar as
c1f'l ; ! )\ n .: ; n :1n V C1'1im ofth ncoD1 D1ote, II (\ t> i i~ (t 'I t ; Qn wat;'
ol;·li·, ;·i:~d· fr·o·J:n the ~pPon~nt 1~1' the t~;~~;n'~;···s;t ~ut
in sub-section (1) (a). of Section 21 und refuses the
applicnt lon on that ground] he may. on request by
such opponent made in the prescribed manner, direct

,thclt the application shall' proceed in the name of the
opponent as if the' appllcntton and the speclftcatlon

....


