
the

t!.1::t

tu
l\ct or . the

of the objec­
to :;how cause

The Controller
·the latter so desires

\vith the provisions

t h e ControBor of the rcpcr t

in or .claunJng .tl1e'. pnarrty
earlier that date.

The Examiner shall, in make such 1n~tion
as the Controller may direct for the
ing whether the' &0 far as~
of the complete has
Ilcatlon in India or elsewhere in
the' offtllng'
Wherea complete is amended under the pro-
vislons o! this Act it has been accepted, the amend
ed specification shall be .examined and Investigated in
rnnnner £is the - -
The-Invcstlgntions made under thiD Section shall z:.ct be
held in way to tho of
and no be incurred by the L.-o~"aTn".

merit or any thereof reason cf, or in connection
V,Jith, nny fn ves ti gat ion 0 r any pra ceed in g conseq ucn t
thereon."

"13, Consideration bv the Controller of the
Ex-onlinc!.-\Vhc;'c in respect ()f ~) n ;{ Pi!ilea t ion
the Controller h8S rc-cci\'cd the report of the
sh011 i f the S Dnl C \ \' ere ,1cl \' ('l'set0

\lny nrncndn1en t of the
ensure comolinncc \\'i t h
rules I11adc' thereunder,
tions to his ~ppl1cation, and
\vhy the. obje<:tions should not be
shall after hearing the
dispose of the application
hereinafter appearing."

1~18 C F.,., T- 11

381. The practice in Australia is to forward to the applican ; the
report of the Examiner on the complete specification. arid
section 53 (1) of the Austr-alian Act provides for the compu t..J ~::::1 of
the time for acceptance from the date on which the report V72..3 sent
~'O the anullcant In tl .... e U' I~ as wei) f'";(' under ~}-,(") IT""'I,...:l.;')t) P:""\4r-,_4., r-t"'"'d
\.. 4 F\..... 7lH. ..14 a .\' H'l... c... ... J.• L<~) 4 b. .. l •• 1.:.: • ~;J...\C.I.4 ..;. (,.. i,.\:':~J. ~...., U ..U·

Designs /-\.c~, 1911, the practice that prevails is for the applican t
informed merely of the objections of the Cant rol lor , the? ef the
Examiner as such not being forwar dcd to the applicant. p:-2s.ent
practice may con tinue.

382. The next question is as _ the to he followed
by the Controller in disposing of oppl in the light of the
ex ami ncr's report. I'Jo doubt Clause 73 makes provision for th e Con-
troller affording .(111 opportunity to an before any discrc-
uona.y power vested in him is to the applicant.
But in order to avoid any argument tha t CIDlJSC 73 might Dot be
ut tr actcd to cases where the statute directs the Controller to
orders rejecting an application. it would be preferable to put
beyond controversy.

2.83. I would nccordingly suggest that the clause might be redrafted
thus:-

Clauso ~3-=-Cons!dcrat!on
Examiner

v-~

t\:

. \bt 'W~~I.'t.~.. ~.e.!l:e~.·iO ..~V~..11JW.... ,M."~:,'. '. '.!'iof:o.,b:.:je<!.,t.hm-tc-.the
, '~' gtanf 'of· f'lM pt!teht'tttttier tittir 1!hietmtmt,; if! pursuance

of the applicatlbn, .: .
(~J: the' result :i:if Ih:vestlgat1o'ng under 12,

~. {a)t ~~h~i~f' -,tli~;~H~ritY,dat~
I •. r oy thC:,~pnn~t lA. ,the "~,~~~.

determined .tjy trili Act,
(e) any other matter which may ~p~rii;ed.u

CliIuse 12-S~cWch fOt ·uubtlc2Stlbn and
rIttor clalm

378. I have already .set out in paragraphs 111 to 115 a'nt~ my views.
as to what should cons.' titutci ..~tfCipa. tloti. bi' pUblic~tion. 'I have
~ere expln1n~· .that th~ V"K.~ ~t~it \vh~nJh.as. been' ftflIowedw In.
India under S~{;tlQn 9 of tHe ,PaWntS~ ~nd Designs of untie!"
patory publfcatlons being confined to publication in and which
is continued in the Bill is not in the interests 01 the country and that
national economy would be better nerved if the continental or the
American system, whereunder publication of the invention before
the priority date in any part. of the wor-ld constitutes anticipation,
were adopted.

379. It may be noticed that though the marginal .not~ to Clause
12 refers to a search for al·l.tl,Clpation 'by previous publteuttOn ctc., the
body of the clause does not use the expression "anticipation". This.
may be remedied.

380. A provision on the lines of Section 11 (2) of the U.K. Act,
1~49 is useful and may be added. Section 44 of the Patents Law of
195'/ of Czechoslavakia contains a provision for a Commission of
Exp-erts as the advisory organ of the President of the Patent Office,
witb assignments to be fixed by the l-atter. A similar provision for
a panel of experts to, advise the Controller, if he desires at any
time to consult them on questions involving novelty or subject
n13 tter might be usefully adopted here. The references should be
made confidentially and if. the reporl of the expert is adverse to
the applicant, L1C Controller might be directed not to net upon the
report without making the report available for the upplicant and
giving him an opportunity to be heard.

The Clause may be redrafted thus:
H12. Search for anticipation by previous publication and by

prior claim.-(l) The Examiner to whom an application for
a potent' is referred under section 11 shall make investlga­
tion for the purpose of ascertaining \vhether the invention
so flJr ns claimed in any clainl of the complete speciflcH­
tion-

(;)) 11(1s been nnticlpntc:d by publlc8L10n before the (L~tc nf
illing of the npplicDnt's conlplctc: 'spcciflcatlon in uny
specification filed in pursuance of on npplication for (1

p:1tcnt .n1·:;dc in India and dntGd on or [l"ftcr 1-1..1012;

(b) is clnime-d iii sny claim or any other complete specifiea.
tiOJl publlsJH~clou' or. after the date OJ, filing of the .
applicant's con1plete specification, n specification'
filed in pursuance of an applicaticm for e patent made <

('
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~a1nRle invention.·But even apart from such objection raised by
the Controller, the applicant for a patent might himself realise
the defect in his application and seek to amend his complete spe­
cification to conformto the .Act, ill either of these cases the appli­
cant would naturally be desirous of covering his invention which is
disclosed in the specification already filed but which is excluded
from the earlier complete specification, by flling a further applica­
t!on'and obtain u patent therefor. It is to this situatlon that Clause
1G(1) is directed.

.... ~/388. The language of the draft clause, however, which appears L~
gert to be bused, upon the provisions o~ Section G(5) of the U'.K.
A atenta P....ct, 1949, ,ls defective in more respects than one.

-First) the sub-clause by Impllcation appears to suggest that if.. an
earlier complete specification Hied in pursuance of 8 single applica­
tion disclosed more than one invention, the Controller had the
option either to proceed with the application or to call on the appli­
cant to require the applicant to restrict his claims to one invention.
This of course in not what V'/DS intended. 'I'he phrnseology 02 the
sub-section should he altered to make it clca r that the CO:1:iQl1er
has no such option once he finds that the claims of Q complete
fication relate to more 'than one invention.

it is not clear whether the specification to
th(.' further aonlicat icn rninh t be a provisional or should be a
specification," though I b(1i(~vc the intention \V8.3 to pcrrnit
complete specification 'The Australian Act [Section 51 (2)] U1

terms requires that the fresh application should be: accompanied by
H complete specification. I would recommend this being made clear.

Lastly, the sub-clause provides for the an t e-da ting of the fre?::;h
application to the date of the original application or such letter date
as the Controller may fix, in which event the further application is
to be deemed to have been mode on the date which it bears in
accordance with such directions.

389. The provision empowering the Controller to ante-date the
further application and the specification filed with it, to an earlier
crate reproduces in effect the provisions con tained in Section G(5) of
the U.K. Act. In regard to this, howeverv.I would suggest a change,
which, while being logical and consistent with the principle of
differentiation between the priority ciate and the date of the patent.
produces a just result.

390. The ante...dating of an application and spccificat ion has sign i­
Iicance for t \\'0 purposes:

(1) for fixing the priority date: for determining ant icipa-
t ion. T'11c basil' principle underlying this is that subject
to any provision as to post-da ting the priori ty da te should
be the clute on which the invention was first disclosed.
In my redraft of Clause 10 (5) I have made provision for
the priority date in respect of the further application filed
after division, being determined with reference to this
principle.

(2) for fixing the date of the patent which under the Bill is
the dateo f the fl1 ing 0 f the cornp1ctc 6 pccincnti 0 n rv ide

Cla~ a,nd.15..-Onler of ·rufuul or amendment 01 appucat10IH1rt~~.~.
certain case'

3H4. These'clauses which deal with Bubsttmt!QUy the same mutter
\",,.AB:1v*>"'"d to Sections 10 (I) and 6 of the

1949. It would be convenient. to combine pro...
these two clauses. . . J'

385. 'there is no, provision corresponding;io.section 10 (2) of the
U.I<.. Act, 1949 dealing with cases where the primary or the intended .
use of an invention is lawful, b~t there 1$t1f~ .possibfllty of the
vention put to a Use which Is either .contrary to law 0;: ;
moraltty In such cases, the U.K. Act vests the Controller with . j
discretion to accept the application, provided the appllcanr dis.. .,
claims the .unl[m~fuI.use of the invention. Cases where advanttlga.1?:;~fi
has been 101'en or tins provision have been few but notwithstanding _~> j

there is no doubt tha: this is a useful provision and might beadded. w

388. 'The follo\ving redraft seeks to irnplernent t h is reconlrrlenda ..
~.ion:-

'114. Refusnl of nppHcoHon in certnin cases.--(l) Where th~
Controller is satisftcd that the application or any specifl­
cation filed in pursuance thereof does not comply with tho
requirements of this Act or of any rules made thereundr:r,

he Controller may either

(a) ref usc to proceed w i th the applica tiori: or

(b) require the application. specification or drawings to
DO a mended to his sa tisfnction before he proceeds
with the application.

(2) If it apP("1ars to the Controller that

(a) th e appl ica t ion claiming to be a COil ve n lion applica­
tion \vas filed in con tra yen tion of the pro\.rision~~ of
Chapter .leVII, or .

(b) the in veri tion claimed in the specifieDtion is

(0 not an invention within section 2 (h), or
. (ii) not patentnble under section 3,

he shall refuse the application.

(3) If it ;ars to the Controller that any invention in res-
pect ;l1jch an application for a patent is made mjght
be in any manner contrary to law, he may refuse the'
application. unless the specificntton is amended by the in ..
se r t ion of such disclaimer in respect or that USe of the in-
vcn tion or such other reference to the illegali ty thereof '~
a~; the C() n t rollcrt hinks f t .

C]/;Hj~(' iG-Other ordrts of the Controller

337. Clause 1G(l) deals \vith the division of an npplication. This
provision is necessitntec. by the rule that an appJication for a patent
shonld be confined to and each potent would cover only a single in.
vention. Where the complete specification filed in respect of an
application and the chums based thereon, relate to more than one
lhH"ntlon the is bound to raise an objection requiring

applicant to amend his complete specification by confining it to

..
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in the Acts
opinion, the

to Sc:ctiOD;j 8(2) and
references bC?ing~D5, Sub .. clauses 5 and G.-These cn'~T.rH·~nnr1

8(3) of the U·l'. Act, 1949 and make
entered in the spccificnlions, There
those provided for in Sections [3
[corresponding to Clauses 1G(5) ~... '-... ~ \-/.J

reference msv be inserted bv the Controller. T'hnt J3 the subiect
matter of Sec'tion 9 of the u.k. Act. This Section 9 is based on .the
rccommcndatton of the Swan C:ommittce who in paragraph 180 o;l

their Final Report said:
('We also C{)nsider 4iat ~""r'lH;W!if'H'''~

to the pff~ct that

392. Sub..elause (1).'-Thill iUb-claUSe, all also the sub-clause
that follows, confer power upon the Controller to pollt-date an appli­
cation. Sub-clause (2) d('11J with a case where the post-dating is in
r'Jnaequence of a request made by the applicant. Provision on
these lines wes first introduced in the U.K. in 1932 by an amendment
ir.troduced by the Patents Act of that year. A slight change in the
language of this provision was made by the U,K. Act of 1949 by the
introduction of the opening words "At any time after an application
I~ been filed". Before the introduction of these words, it was held
in Seligman'. AppHcat~n for a Patent RP,C, 267) that where an
application had not been accepted 18 months from the d ate
of the flUng and had therefore b<:come void (Clause 18 (2) of the
Bill) no appllcoiion for post-dating could be entertained, The in­
sertlon of the words italicized above i~ stated In Terrell on the
Law of Patents as overruling this deciston in these terrns :

HUnder the present Act it seem~ by reason of the UZ2 or
the words 'at any time' that where on npplicetlcn is post"
dated it ia treated for 011 purposes es having been rrl~d;::
on the later date".

[Terrell on Law of Patents: 9th Edition 39].
[ do not agree with this comment and in this I om
decision of the Divisional Court in i\.. H. Frccrnsn
R.P.C. 263), which has been by the Court or in
1959 R,P.C, 25, It is not however · to leave the !;;).oHcr n (hi:
;110t2 of ambiguity and I would It on the lines of th" U.K

decision,
393, Sub.clnuse (3) .-This sub..clnuse h3S to be drafted so cs ~CJ

conform to the draft of Clause 14 (1) .
394.. Sub.clsWlC' .-This correspond;, to ~';c,~tion '7 (3) of the

U,K, Act. I would two changes in the sub-clause, The first is
in regard to the reference to su b-section (l) of S~ctjcn 12: this should
be to sub-section l(a), the matter referred to in sub-d,JUse (b) being
that dealt w.it): by Clause 16 (5), The is that sub·cl8us~
4(u) in rna king a reference to the of publica tion 01 the docu-
ments, uses the words "in India", In view of the change I have
recommended in the rule as regards what shall cons titute an an ti-
cipatory publicdtion by documents, it is that the words "in
India" should be deleted, I would further the substitution of
the words "acceptance of the complete for "acceptance
of the application". I have discussed matter in the notes

to Clause 18.

{~

t;t

(

_ ...... -..:#.... <titIAJ. \ 4/ J' ,41 .tne . t:UT. there..applicatton rts .. treated aa
having been ftledon the date ,it was actually' filed, there
would be diftlculty in reconctllng.It wlth the statutory re­
quirement as to 'the maximum time which might lapse bet­
ween the filing of a', provlslonal and a complete specifica­
tion. Under Clause 11 of the Bill, this maximum interval
was 12 months and I have suggested this being increased
to 15 months. In the normal course of events, the defect
which necessitated the division of an application would be
noticed only when the complete specification is examined
and by this date in vcr;r, :tJ-1any cases. the 15, month..period
would have lapsed. There' 'is therefore' necessity to
make a provision for ante-dating' the date of the filing at
the complete specification to avcldthla result, I howe'
consider that it would be just and also logical to ante-date
the further application and the complete specification filed
therewith to the date of the filing of the earlier complete
cpeclfication as the further specification became necessary
merely on account of extra matter contained in the spe­
cification, In this situatlcn ft would he Inecessary to en­
sure that the specification filed with the further appli­
cation does not contain any matter not already disclosed
in the earlier complete specification contained. If the
applicant desires to incTUdefresh 'matter not already
in the complete speciflcation already filed, he must file [)
fresh application which would have other priority and
filing dates,

(;i)

(1) A further application may be made for an invention dis­
closed either in a provisional or a complete specification
already filed [vide sections 6 (5) of the U.K. and 51 of the
Australian Acts]. ;

(2) Such an application may be filed by an applicant who,
either apprehends that his application might be held de"
Iective on the ground that more than one invention has
been claimed in a complete specification. or in order to
remedy a defect of this nature pointed out by the Con-
troller (ibid).

fresh application to be filed before the acceptance of
o cornplet c spccificatton [Section 51 (1) of the Austr-alian

/\.ct ].

(4) The Iresh application to be accompanied by a complete
spcci fleat ion [51 (2) 0 f, the Austrn1ian Act].

(5) ,The Controller to be Cll1PO\V2i'ed to require arncndrnouts
LJ be 111]dc inthe co111 P1ete s pee i ficat ion. fl rs t filcd (;1 S \ ve11
25 in the cornulcte snecification fled with the fresh appli ..
en tion to ensure tha\ the same matter is not included in
both the complete specifications {Il.K. Rule 13 (2)]. ,

(6) The deletion of 'the later part of clause 16(1) .which
empowers the Controller to ante-date the fresh complete
specification. 'j

391. Including these points the clause should w i th clar ity specify
that: -

-1"

_/
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l b) (i) The further application under the last preceding sub­
sectlon shall, be: accompanied bva complete speciflcaucn,
and .the application' end the complete specification shall be
deemed to be filed -on the date of filing of the complete
specification in 'punuanceof the first mentioned applica­
tion,

y

Jii) The complete specification filed with the further appllca-
lion shall not include .any. matter not in substance dis­
close-d. in the complete specification filed in pursuance CI
the first mentioned application.

t(iii) The Controller may require such amendment. of t}:.e
complete speclficaHan filed in pursuance ef either tr;e
original or the further applies tion as may be ncc("S5G.:·~Y

to ensure that neither of the said complete sn~cificat:::,:-.<-!)

include-s a claim for matter-claimed in' the othe~'.

~c) The further application shall 1 subje-ct to the (~:2tcrmi::Lz::.",
ticn of the priority. date under Section 10 (5) of this Act,
be proceeded with as a substantive application.

J~2) Subject to the provisions o: Sect ion 8 at any time af'~er

on .applicatlon has been flleo under this Act and before
acceptance of the complete specification, the Controlle:
may, at the request of the applicant made in the prescri c­
ed manner, direct that the applied tion shall be pest-dated
to sueh dute as rn2:y be sp2 Ci ficdin the r equest, DI1(1 t') :---- j­
ceed with the applicaticn accordingly:

~rovlded however that no application shall be pc;St··cl3',,2--,j

under this 'Sub-section to (1 d.itc Later than six mcnt.hs
ITern the d ate 0 n w h ic1'1 it \I:2 s netu ally rn ade 0 r
but for the provisions of this sub-section; be deemeo :'0
have been made.

c<3) \Vherc an cpplicaticn or spccifica t ion (including draw ...
ings) is amended in pursuance of the directions of t.l'>;;2
Controller under Section 14 (1) the application or specifi­
cation shall, if the Controller so directs, be deemed "to
have been made on' the dote on which the requirement is
complied with or where the applica Han or specification is
returned to the applicant, the clute on which it is re-filed
after complying with the requirement.

r(4) Where it appears to the Controller that the invention so
far as claimed in any claim of the complete specification
has been anticipated in the P11nncr referred to in 51.1::-
section 1 (n) or sub-section {'.~) (J\' S~\cti()n 12 he r:!3\O

refuse to accept th c corn p1C'i l' S p{ 'c If·!(':lt ion 11n less : h~?
applican t either
(n) shows to the sutisfaction l)[ l}HI Cunlrullcr thut ~:-lO

priority date of the clnirn (If his conipletc spccific3tIon
is not later than the date on \\'hich the relevant do:c:u­
'ment was published; or

(b) an1cnds his complete specification to the satisfaction
of the Con troller.

t{5) II it appears to the Controller thnt the invention is claim­
ed in H claim of nny other complete specification r~!eITed

~

- ~

,~

claimed cannot ,be performed without risk of in ...
rrmzement of some claim of an earlier patent which is in

and jru:ie-valid. .hemay, unless the applicant
htznselt a~B' to insert -a specific reference to such. earlier

'9. reference to it after the claims by way of
to the public", _

396. stated thlsrecommendnttnn was in effect to put into
precise iormthe, previously ~~istin~ practice of tho
Patents Luxmoore"lj~! r#'erred to the practice in this regard
in Daniel & C;qmpany's application,_(~O R.P.C. 171 at p. 174)':

,." .. ... "," • >~ •

is . ,in order to warn the public
attention to -s '-relationship between

tnvcntton de-scribed and claimed in the in
reference and .the described

cimrneo. in the -' Patent the of such
,".nY'O"'.Q,'nr~fi "

There were also other cases in which according to the practice: of
the Patent Office specific reference used to ba rr.adc but it is uri ..
necessary to into the details of that practice. I understand that
the practice India is on the: same lines 33 in the U.I<. Under the
existing practice though the Controller normally requires an appli ...
cant to insert e reference and declines to proceed with the applica ..
tion in proper cases unless the reference were inserted, he is not
under any statutory obligation to do EO. It was this option or dis ..
crctionary power of the Controller that \VQS made obligatory and
~tD.tutory under Section 9 of the U.K. Patents Act. The ornission of
0. provision on the lines of Section 9 does not therefore make much
difierencc because the existing practice will continue, But on the
other hand, the codiflcation of the law and a sta tutory definition of
the conditions in which a reference should be inserted would put the
matter beyond doubt, For these reasons I consider that it would
be useful to have D. provision on the lines of Section 9 of the U.I.~,
Pa ten ts Act, 1949 to be inserted as one of the sub-cleuscs of Clause 16.

3£17. Sub-clar se (7).-This sub-clause reproduces the provision
contained in S\ t ion 8 (4) of the U.1<:. Patcr.ts Act. The power of
the Controller t insert a reference attcr the grunt of the patent is
in the U.I{. put in to cover cases of belated opposition under Section
33 of the U'.K. Act. As the Bill docs not make any provision for
such belated opposition, references to the power of the Controller
subsequent to the grant of a patent must be omitted.

398. A redraft on the following lines will carry out the above
suggestions: -

II 1G. 0 the r 0 r d f.lrsat t hc CoH ¢roll e r,'-- ( 1) ( n) f\ t an \' ti rne
before the scccptanco of the 'cornpl ct c specification ~\

\~. he ;"12:3 lTl:lde Dn nppliC:lt iO:1 ' for J P~l ten t under
A.. ct Ii1itY, ii hel so desires, or \vith n vic\\' tn rCI11cdv

the objccUo:-; r(~ tscd by the Con troller UP lh~ ground tha't
the clnlm:; Df thQ complete SEcclf1cntion relate to more
thnn .one in\·ention. Ale a furL1er application in respect of
un invention disclosed in the specification provisional or
complete olready; flIed in"regpect of the first mentioned
application,

....



is amended by(b) the apeciflcation of that other
the deletion of the relevant

(c) it is found, In
Controller. that the relevant
potent is invalid or i13 not i n -f r l l'"l n m,A

of the applicant's invention,
the Controller may, on tile the apPlicant
delete the reference to that ~

Clause 17--.Suustitutlon 01 npplicatlons etc.

389. Tht~ clause re~roduces ~ection 17 of the UX· Act. the pre-
sent provision in relation to this matter contained in Section
lO(lA) 01 the Indian Patents and 1911.

The marginal note may be amended to read l~ Sl.&bstitution of
appJ.iC~"1.t8ctc,fJ as in the U.K. .4

400. 6ub-cnomc ~l).--Sub-clau·sa Indlcatea that the us:Ji~...
rnen t or agreement dealt with in (1) is in writins. This
might he made explicit by the addition of the wcrds "in ~tiD~1
after the word "agreement" in line 3.

~Ol. §nb~lr~...'1Se (2).-This sub-clause refers to an ussignrnorit or
ngrc'Cmc-nt made by one of t\VO joint for 8 patent, In the
context it Is obvious that what is ts "by one of two or core
joint apphcnnts", The words "or more'; occur in the corresponding
·U.K. Section 17 (2) and they might be inserted in su~IIHIZ~ (2).

402. ~~ub..e laus o (3).-Par_agr3ph of sub-clause (3) departs
from the {Jj{, provision-Section 1 onutting reference
to the right being established in a court not consider L~2 c.nls-
sion justified. Further the reference to "the r.ights of the claimant
in respect of the invention" being "final ly cstnblishc;·d under tile
provisions of this Act" is an inaccurate of the C20pe and
function of the Controller under sub-clause to ~..v hich it obviously
refers. Under sub ..clause (5) the Controller not determine the

of the claimant to the invention, but is concerned to give
direct icns "for enabling the to in ,the narn..e of
one or more of the parties or the manner in
which it should be proceede-d with". In view the provisions
of su b-ela use (3) (c) may be redrafted thus:

H (c) the rights of the claimant in respect of the invention
have been finally cs tabl ished by the decision or a court; or

(d) the Controller gives directions for enabling the applica ..
tion to proceed or forregulnting the manner in which it
should be proceeded with under the provisions of sub­
section (5) (;f this section."

403. Sub-c lnus e (4) .----'rhc U.1~, expression "personal reprcsenta­
tivc" has to be r oo]acC'd bv the w orris "l egol representative" its
Ind ian cq u ival en lin 1i n (~ :2'{,

CIa use 1f'r---I\cccp to nrc of corn p It"!{'

404. 'This clause corresponds
the U.K. Patents .Act, 1949 though
identical. I would suggest that th13 clause
two asIn the U.K.) the
an annl icant should put his anplica tion and

4

~

io:m clause {b) 1)£ 6~~tJon (1) of Section 12, he may,
subject to the provisions heccinll!ter contained, diree] that
Q :referenqe 10 ~that:ot.he.r .PU:!fulation~Wll be ,inserted by
way of.noticetothe public in the applicant's complete
zpedfication unless wUhin Iluchtime fl.3 may be prescrib.ed either:

,~ .the applicant shows to the satiafacUon of the Con­
troller that tho priority date of his claim is not later
than ths priority date of the claim, of the said other
specification; or

(b) ;~he cOlTIr.lete Ilpediication is amended to the satisfac­
tion of th-e Controller.

(6) If It appears to the Controller:lls a result of an investiga_
tlon under Section 12 or otherwise-

(a) that the invention eo far an claimed in £lny claim of
the applicant's complete !Zpodflcntion has been claim.
ed in any other complete specification referred to In
clause (11) of fiub--sectlon (1) of Section 12; and

(b) that cuch ather complete specification was publlshc-D
on or after the priority date of t..'1e applicant's claim;

then, unless it has been shown to the satisfaction of the
Controller that the priority date of the applicant's claim
is not later than the priority date of the claim of that
sPcclficntfoh, the provisions of sub-section (5) 511a11 apply
in the same manner as they "apply to .8 spedflcntion pub-
lished on or after the date of flUng of the oppllcant's com­
plete specification.

(7) Any order of the ControJier under sub-section (5) or (6)
of this section directing the insertion of a reference to
another complete specification shal! be of no effect unless
and until the other patent is granted,

(8) (i) If, in consequence of the investigations required by
the foregoing provisions of this Act or of proceedings
under Section 21 of this Act, It appears to the Con troller
that an invention in respect of which application for ;j

patent has been made cannot be performed without sub­
stantial risk of infringement of a claim of any other
patent, he may direct that a reference to that other patent
shall be inserted in the appIican t's complete specifica tion
by Way of notice to the public unless within such time as
may be prescribed either-

(a) the applicnn t shows to the sa tIsfaetion of the Con­
. troller that there are reasonable grounds for contest­

ing the validity of the said claim of the other patent;or

(b) the complete specification is amended to the satisfac­
tion of the Controllor.

(ii) Where. nfter a reference to another patent has been
inser::ed in a complete spedflcntJon in pursunncc of ZJ
direction under the foregoing suM\?ction-
(a) that other patent 15 reVoked or otherwise ceases to

he in force; or



.110. The next question is the DX8tion of the
\'vithin\vhich an npplicant should be coUged to
quisitions of the 'office and bring the 2pplicatiQn and
in orde r. From the quotations which I have made
p,lrugr-8ph. it would be seen that this period is fifteen man ths in
Australia and six months in Cnnnda.' I am of that
laking into account the conditions in India a period 01 twelve months
might be adopted with a provision for the extension of that
period by the Controiler by further three months. This would mean
that specifications ought to be purin order within a maximum period
,If fifteen months from the date when the objections of the Controller
a r: c(>mrnunicated to the applicant.

41L SeLlon 32 of the Canadian Act specifies two aitemative time
limits for nn applicant putting his specification in order. One to
which 1 have already adverted provides for six months from the
date when the report of the Exumil1l'r is communicated to the

icant [lnc1 the other :31), absolute pcr~(1d of '(\velve rnonlhs fran1
dale of the illing of the complete sf}ccilicntion ttiw systun of

IFovisional speciftcation does not obtain 111 Can:ldn), tllc
h nv inc: t 11 c bc r~ ;:11 t 0 f the 10n gcr 0 f the t ';~' 0

to the fact. that I have suggc:)lcd the
\: ~o practically 16 !Tlonths 1 C,10 not think

mend the adDption of a.ny similar provision
rrhere is one matter to \vhich it is necessary to advert. on

the language of Clause 18(2). This sub·clause uses the exp,'ession
"deemed to have beenref\.lsed" in referring to an application which

with their applicationg- and as I have already pointed out. rnos t of
them are Indian applicants. The provision in the Bill must therefore•
be altered- ,; ,", _.~.(. ., ...

~09. The mode o.f,compUlation adopted in the U.K., however,
suffers trorn the' defect that the nme taken by the Patent Office for
examination. for which the' Act'coUld' not-'find docs not prescribe any
maximum period, is included in the total period of time within which
the acceptance of thespeclfication ought toiake plece- In other
words, any delay caused .by ~the/office in completing the examination
is in effect attributed to the applicant andhe is p,rejudicially offe~ted
if the examination takes .more. time than znlght be usual. This
£lr;c:rnaly is avoided in Aus~albY pfC".,cribing that the time wliliin
which the con1plote specific.atlon could be accepted should start uom
the date on which the,reportd the Examiner is sent to the applicant.
Section 53 (1) of the Au.stralian Patents Act enacts:

"The tim~ vll,thll1 ''V-/hlch en npp1i~tion ond 0. complete Bp8-cif~:;a·
Han mav be accepted -is fifteen months ITG'1Ti the date on
\vhich the first report of the E:",uln!ner on the cornplete
specification VlD.S sent to the npplicant."

The provision in Canada (Section 32) is similar and the applicant
being given "six months' ,after any Examiner appointed hDJ3 Ull:cn
action thereon, of which notice has been giV0;1 to the applicant". 1
consider this method of fi:dng the time, maldng it start b)m the date
on which the first staternent of objections by the Controller is sent
to the applicant to be just and not open to the ob; ection that an
applicant ought not to SLlffer for the delay caused in
by the Plltent Office.

~

~
~~

filing of an application 0Pfi.,.1'0"""­
provisional Sp€fCl11.ca t:l0flS

(~1) the tirne required for the: exnnlinnlion of the applicJtion
~1nd the spccif1cnlion by the P3.tcnt Ofilce and;

(b) the tirnG rt."quh:cd by t.'1e npplic[~nt to cornply v,;ith the
?cquirements of t,he office.

Besides, to cornpute the time rrorn
to the prejudice of !1opl1cants \vho

do so.
quire

. 4' - •• - '- ... ',' ,...t. L,..J,,', \, ill: \- 0 n ...
t.ue prescription of the time within which he should

of such an arrangement is too obvious to re­
support.

405, There are two other rna tters to which I would draw atten-
tion: (1) The Bill of "the acceptance of the
whereas the U.K. Act refers to tithe acceptance 01 the com-
plete . I would prefer the U.K. form because the main

matter under examination is .the specification and it is when j

tha t is in order tha t an acceptance takes place. (2) Section 13 (1) or
the U.I{. Act currles in addition a proviso which is designed to
prevent premature publications of specifications so as not to pre­
judice applications made abroad. A provision on these lines would
benefit Indlun -Inventors who make the vbasic appl lcatlon in this
country, 'I'he provision is designed to obviate the clifrlculties arising
from the Iact tha t in certain countries, the publication .of a .specifica..
tion in any other country constitutes .an anticipation 80 as to deprive
an invention of novelty for the purpose of malting application for
paten ts. I would suggest the adoption of R sirnilnr provision in the:
Bill.

406. Under sub-clause (2) the max imurn period within which an
application for a patent could be accepted is 12 months from the
making of the application. In the U·K. Patents Act of 1949. however,
the starting point for the computation of this maximum time is frorn
the date of the ftJing of the complete specification.

407. The U.K. Patents and Designs Act of 1807 as. originally' enact­
ed did not f1x any period of time: within which alone an application
should be accepted. In order however to secure that the requisi tions
.of the Con troller shall be cxpedi tiously complied wit h and to proven t
undue delay by the applicants the Patents and Designs Amendment
Act, 1932 enacted Section 8-A which fixed a maximum period of
eighteen months Irorn the date of the application. for its acceptance.
The starting point was however, altered in 1939 to run Irorn the date
of the filing of the complete specification and this has been continued
by the Patents Act of 1949. [It may be mentioned in passing that
Section 12 (1) of the U.IC. Patents Act, 1949 has been the subject of
further amendments under which the maximum period allowable now
stands enlarged to Jour years vide, the U.1<. Patents f...ct of 1957
(section 1).

408. To make the date of flHng of an application for a patent. the
starting point for computing the maximum period allowable for the
acceptance. of a complete specification does not seem to have much
reason behind it; while on the other hand, there is more logic in
making it commence from the filing of the comple-te specificat ion. It
is the complete spec ificat ion which is examined by the Patent Offtce
and the i nt(\rvn1 pro vide d b) the c1nus (' 1S for the purp0 se () f D 110 \\' ing
f 0 l'--'-

-J::(

~'
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has been allowed to lapse. This does not appear to be quite accu ...
rate. These words were obviously taken from Section 5 (4), of the
existing Indian Patents and Designs Act, 1911. In the cas-e now
under discusslon the Controller exercises no violation and passes
no order as a result of which the application comes to an end but
it Is rather the case of a failure to act on the part of the applicant
hlmaelf..; I would prefer the use of tho words "be deemed to have
been abandoned" as connoting with precision the real situation.

413. Clause 18 (2) is further defective in that it does not contain
any positive provision setting out the rules applicable in cases
where an appeal is filed against the Controller'a orders, though cases
where appeals are filed 'Ore excluded rrom the operation of the rule
rJ-2 to the limit of time within which en application could be accepted.
On the clause as it stands it would appear that if an appeal were
filed there would be no limit of time wlthin which a complete
spectflcstton should be put in or-der. -In the, U.}{. Patents Act the
positive provision is contained in Section 12(3) and it· in necessary
to incorporate this in Clause 18.

414. The following redraft of clause 10 as Clauses 18 and l8..A,
implements these rocommendatlona.v-

"18. 'Irlme for aceeptanee of eosnplete ~peciftc.at.ion.-(1) An
application for a patent nhall be de-emed to have been
abandoned unless within 12 months from the date of the
forwarding of the first statement of objections to the
application or complete specification by the Controller
to' the applicant or within such longer period as may be
allowed by the following provisions of this section, the
applicant has complied with all the requirements irnpos­
ed on him by or under this Act. Where the application
or any speclficatlon has been returned to the appl icant
by the Controller in the course of examination proceedings
the applicant shall not be deemed to have complied with
such requirements unless and until he has refiled it.

(2) The period allowed by sub-section of this section
shall be extended by the Controller to such period Dot
exceeding 15 months from the date of the forwarding of
the statement of objections referred to in the foregoing
sub-section (1), on application made in the prcscri bed
manner by the applicant before the expiration of the
period so specified,

(S) If at the expiration of the period allowed under the Iorc- .
going provisions of this section, an appeal to the
Court is pending in respect of the application (or, in
case of an cpplication for H patent of addition, either in
respect of that spplicat ion or in of the application
for th\? patent for the main or the prescribed
time within which such an appeal could be ftled in the
Iiigh Court (apnrt f rcrn Buy extension of t.irne
by the court for f1Iing the appeal) has not expired, thcn-

(a) where such appeal is pending, or is brought within
the aforesaid time of twelve or fifteen months as' the
case may be or before the expiration' of any extension
of that time granted by the High court (in the case

,

(~J,

....

(l~'

4."';';

.·of'a>flrit extension) on an application made w it hin
thilt: tftne: or' (in the case of a extension)
on Wi'~,applicati()n -made· before tile of the
'last .previous' extenslon, the said 'Of twelve or

.-fifteen 'months as the case may be complying with
the requirements of·thc· Controller shall be extended
until' such date as the· Court may determine;

(b) .v~hero 110 such appeal is. pending or is S{) brought, the
said period of twelve or Iifteen months as the cane may
be for _complytng with the of the Con..

.troller shall continue until the end of the time afore-
sald 'or tf~ny extension of that ·time is granted by

, the High Court as aforesaid, until the expiration of
the extension or last extension so granted.'

u18A, Aeceptaace 01 the to the
provisions of the last foregoing section, the complete
speeiflcntton filed in pursuance of an application for [)
patent may be t accepted by the Controller at any tL'11C after
the applicant has complied with the requirements OGn­
tioned in sub..sectlcn (1) of that section and if not so
accepted within the perlod allowed under that section
for compliance v,/ith those requirements shall be PeCC2pt2d
DS soon as may be thereafter:

Provided that the applicant may make an application to the
Controller in the prescribed manner requesting hirn to
ncstponc until such date not being later than
IG months from the: date of the Iorwnrding of the state­
ment of objections referred to in sub-section (2) of the
foregoing section 25 may be specified in the application
and if such nppl icat ion is made the Controller rna)" post­
pone acceptance accordingly."

Clause 19--i\dvcE"ti!Cl!1£nt of acccpt ance of 0 spocifice ticn
415. This clause reproduces the terms of Section 9 of the U.I{.

Act of 1907 which was iadoptcd in Scctionf of the Iridian Patents
and Act of 191L The corresponding section of the UJ(.
Ac t of [Section 13 (4) J made a var iation in that the advertise-
ment is to specify the date en which the and the specifi-
cs tion would be open to publie inspection, under the clause
only the acceptance is notified and thcrcu pon the be-
comes cutomatlcally open to public inspection. The change from
the provisions of section 9 of the U.K. Act of 1907 wnsmade 8S 8

res u1t 0 f the rec0 inmend at ion S 0 f the S xv [l nCom mit tee. I11 P 3 ra ,
18'1 of their Final Report. they sa id :

"This section provides t h a t , on the acccptnnce of the cornp l ct c

spccilica tion. the Corn p t ro lle r shnll adver t ise the
tnncc, and that the appl icat ion arid specification sho11
thereupon be open to public inspection. It· has been
pointed out to us that this practice has some inconveni ...
ence, There is often delay in obtaining such inspectton,
owing to the fact that the documents in question have
been sent to the printer for the printing of the speclfica-
Han.· It was also pointed out that in Borne foreign coun­
tries n patent is invalidated if the invention has been
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application. After full consideration of the matter
and consultation with the officials of the Patent Office. we
have cMne to the conclusion that it is desirable to print a
date on the speciflcation us the date when the printed
C'Opy of the specification is available for purchase, and to
treat this date as the first date -when the specification may
be Inspected find can be deemed to be published, and as
the date from which the rights of the patentee for re ...
covering damages for infringement accrue, and as the
date from which the period for givin? notice of opposition
to the grant is reckoned. \Ve are Informed that under
normal conditions the date when the printed copy of the
specffication would be avullablc is f rorn two to three weeks
after the date of acceptance."

" "~' 'J I ; t', >..t . ,

416. 'I'he provision in Australia is slightly diff'eren t from that in
thcl IT.I<.' Under section 43(lL of the Australian Patents Act, 1952,­
on the expiration of six months after the lcdging of the complete
speciflca lion} a notification is to be pu blished that the specification
is open to public inspection. This throwing open of the specification
to public inspection is unrelated to its acceptance and the latter is
separ-ately advertised under Section 52 (2) . In Australia, therefore,
n complete specification might become open to public inspection
even before the acceptance of the application by the Controller.

417. The following history of the provisions in Aust ral in might
be found useful in considering the proposal m ad« by the Patents
Enquiry Committee in para 143 recommending the publication of
com plcte spccifica t ions immediately they were flied. Before 1946·
the 1\. u ~~; t rali an Paten t Act f 011 0 \V cd the U.K. rn0 d (~1 0 f sp PC i f CDti 0 ns
bcrorni ng open to publ ic inspection only after the acceptance of. th«
application. Section 38A.. of the Act introduced in t hat year directed
publication of spcciflcat.ions immediately after their lodgment. This­
however was in force bu t for a short time, a ncl \V 3S replaced by
the presen t provisions as a result of the rccorn mcndut ions of the
Donn Cornmittee. In pa ragrapb 53 of the i r report they said:

I'B~; an amendment of the existing Act m ade in 1946, Section
38A was inserted provi.ding for the publication of a
complete speclfication after its lodgment. 11'Bving regard
tothe ex is ting s ta teo f the ex amin ati ()n \V0 rkin the Pnten t

\VC accept the principle tha t a complete speciflca ..
not have to await acceptance before it .. be ..

open to public inspection. 'r}lere arc, however,
too early publication .1nd \Vc hctve

inCI~ us':: 4~) t !L~ t pub1icat i()n
un til six In 0 nth s nftc r 10d gn1 Cn t 0 f

·11 e. ]'ho Pn tents Enquir~' Committee suggest cd ill F~tLl 1,13 111;1l

the provision n~; tu pUL,Jjc3tion of completl} spcciflcJtion in India
rnlght be IT~odl·llcd on S~ction 38..A

t
of the l\.u~;tr31inn i\nlcndment

tntroduccD in 1916. 'fhe Bill not accept this rccommendntion-
in this is corre<:t. I am not convinced

of, nny in ,the of a complete specincntion

4.

f"¢r

before- acceptance; but, though- t· enti-rely agree that in order to en-
.sure that inventicna are mot kept secret for too long. examination
of the specification should be speeded up and such of them as are
accepted should be laid open to public inspection at as early a date
as poasible, on principle I am against the publication of 11 specification
which is not. accepted, ~

419. As betweentho provisions in the Bill and that in the U.K.
Act, I would -preter the latter and would recommend that the
clause be .redraftcd-on the lines of Section 13(2) of the U.K. Act.

420.. I J.mderstand that at present on theiavcruge there Is a tlme
lag of aboiit 14 months between an advertisement of the acceptance
of a specification and the publication of the printed complete speci ..
ncation which is said to be due to L~e delay in having the pz int ing
dcnetn the Government Press [uide Appendix A--Table (10)]. This
delay CaUSE'S hardship to the public. This should be reduced end in
no case should it exceed four weeks. 'I'o vachtcve this expedition,
the Patent Office might either hove a printing press of its own, or
be equipped with equipment for rapid duplication like L1l~ltigrnph

etc. so as to enable it to make sufficient copies of specifications for
being Gold to persons seeking them for the purpose of f-rling
opposition or at least be permitted to utilize a private printing press.

421. In this connection, I might suggest that the present scale of
fees payable for application ·ror patents may be modified by r'2cLlcing
by Rs. 10 the fee for t112 filing of a complete specification 2nd ~~Y

requiring the- payment of Rs. 5 pet' page of the spccifica i.cn incl ud­
ing drawings, subject to a maximum of Rs. 100 for \J:e CDzts of
publishing them and \~/hich rnight be made payable \:/i~.:-~Ll 30 days
of the applicant bei'ng i-i·::.tiHca of the acccpt ance w it h rJ~J\~.:C'r In the
Controller to Q>:tcnd th~;J perjcd, SJY\ by another rricnth. If the
applicant failed to pay the fee v/ithin the t irne fixed or extended
for cause, the ncceptance rnight be revoked and the cpplication
refused. T'his would be more equitable than the present system,
under which all applicants for patents pay the carne sum whatever
be the cost the Government incurs in the rnattcr of having their
specifications printed and published. 1'\'1v suggestion, if accepted,
migh t be irrir 'ernented by .eppropris te rules .

422. If this clause Iollows, as I suggested. the phrascolcgy of
Section 13 (2) of the U.I< ..Act I 1949. there would have to be a provi­
sian on the lines of Sect ion 13 (3), of the U .I{. Act in order to corre..
late the expressions used irrClausc 19 with those in Clause 20. !
would therefore suggest that Clause 19 might have a second para­
graph carrying the words of Section 13(3) of the U.I(. Act.

423. The fol1o\vint~ iT·draft \vould carry out these suggl'~st1ons:

I' 19. j~dvcrti5~naent of ncc:.t;ptnr:c<: of n complete spccHlc8C!on.-
(1) On the Dccep~ance of n cornpletc specific.ation the
Controller shnl i give not}c':: to the npplicnnt, nnd sbeJl
advertise in the> GRzette the f~ct ih~1t the specification bn:.~

b(~n ~(2ceptec1 nnei the dntc on \vhich the appliea tion nnd
specit1catiCJn or specifications flIed in pursuance thereof
Vo/i11 be open to public inspection.

(2). Any reference in this Act to the date of publicntion of n
complete $pL~iflcation shall ~e construed as Q reference to
the date advertised as aforesaid."
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the Controller of opposition to the grantor the
any 'of the Iol lowinp grounds~..-

(a) That the applicant for the patent or the pe rson under
or through whom he claims, \vrongfullv obtained the
invention or any part theroof from hirn f or from a
person of whom he is the legal

'(b) that the invention so far as cls irnod in an v claim 01
the complete specification has been publLshed before
the priority date claimed

(l) in any specification filed In pursuance of an appli­
cation for a patent made in India after 1... 1-1912, or

(iJ) in India or elsewhere, in any other document,
not beLi'1g a document of the C2rass described in sub­
sectlons (2) or (3) of Sect ion 4-8 of thl.J Act.

(c) that the: Invention, so far as claimed in. an v claim or
the cornpl ete spccifica t ion is pub lished en or after

the prio r ity d J t C' 0 f t 11capp1ican t l :, Cla iD1 J nd fi1cdin
pursuance of an application (or Zt paten: In India.
being a cla im of w h ich the pr ior uv dt"~ tc is Curlier than
that of the applicant's clnirn ";
(d) th n t the in ve n ti 0 n so f (1 r as C131 r:l cd incInirn 0 f

the complete spcciflca t ion was used in before
th e prio r ity d3 teo f thQ t c1[)lrn ;

(0) that the invention so f ar 35 cl a irn ed in any claim 01
the complete spccifica t iorr" I;; obvious and so docs not
involve any lrivcnt ivo stCPI to the rna t ..
ter pu blished 2.3 mentioned in p a r(1JZfJph (!J) of this
sub-section, or having regard to what Vv'J.S used in
In d iabe for e th c pr i0 r it y d.1 teo f the: npp1i C(1 n t 1S c1aIm;

( f) th 3 t t 11 c sub j C'"C t 0 f J ny' C1nim 0 f th e co rnplo te sp~ i fi.,
cation Is not an invention within the of this
Act or is nctpatentabh, S-ection 3.

(g) that the complete specification docs not sufflcicntly
and clearly dcscr ibe the invention or the method by
which it is to be performed;

that the applicant fniled to disclose to the Controller
the information' required by Section 7A or furnished
information which in any material particular was
false to hls knowledge.

but on no other ground.

(2) \Vhcrc any such not ico is given, the Cont rollr- shul!
notice of the opposition to the appl ic.m t nnd S al l give to
the nppIiCJ n t nnd the opp0 n C'n t nn 0 pp() r tun it y 0 be h CD. I'd
before he decides O~ the cose,

(3) l'he grnn t 0 f n p.Jten t shn11 not be refusC'don the gr0 un dE
sUlte-d in pnrngrnph (c) of sub-section (l) of this section

ID8 C&I-12.

'For the orders \vhlch the Comptroller m!t.Yht pass in opposItion pro-cc-cd­
~ when a prior claiming is pro\,(\d seC' per Lloyd Jncob J. in 1059 npc 103.

IOI"l\'<>,y
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424. This clause corresponds in general to sectlon 13 • ot
U.K. Act differing however in two minor matters.

, 425. The first is that the clause refers to the date of the acceetence
of the application as compared to the date "ofths publication
complete specification" referred to in L.'Je U.1{. Act. I would
the U.I~ form as being more logical aince it is the publication
discloses the' irrvention to the public and not the acceptance of the
application and complete specification, which is the matter relevant
in this context. I may add that this is also in accordance with
provision in Australia (Section 57).

426. Next the clause includes the words "or the expiration of the
time for sealing" which do not occur in tile U.K. Act, 1919. These
words have hod a hoary ancestry in England' 'having' come rigljt
down at least from the Patents Act of 1883 (Section 15) and coati­
nued to be in the 1J.1(: enactments until the Act of 1949. The precise
€ffect

t
however, of these words is not apparent; nor is it clear whe..

ther the relevant date mentioned is the later or 'the earlier
of the tV/O dates-the date of sealing or the expiration of
the time. As the proviso requires that the patent shall be
sealed before any rights could be enforced, the significance of the
words is rather obscure and I presume they were deleted for thin
reason. There are no reported decisions on the provision. It may
be mentioned that these words do not appear in the corresponding
section in .A..ustralia. I would therefore suggest the deletion of these
words. The following redraft would carry out these suggestions.

H20. Eff~ct of acceptance of complete spccification.e-After the
date of the publication of the complete specification and
until the date of sealing a patent in respect thereof, the
applicant shall have the like privileges and rights 'us if 11
patent for the invention had been sealed on the date of
the publication of the complete specification:

Provided that the applicant shall not be entitled to institute
any proceedings for infringement until the patent has
been sealed."

CbHiSC 2I-Opposltion to grunt of patent

427. I have already discussed the desirability of retaining
tion proceedings as it obtains in the Indian Patents and Designs
1911 and have suggested that clause 21 might be redrafted on the lines
of Section 14 of the U.K. Act The accompanying draft seeks to give
effect particularly to the a ltcrn tions I hove recommended in relation
to what should constitute anticipation by publication in documents,
and the provision in Clause 7-A requiring information from appli­
cants rcg::n:dir.g the f;1tC of their fore1gn npplic3tions for thes!1me
invention for '.vhich :~ pJtcnt is sought llcf0.

:21. OpIX'!}lUOn to g-rn..nt oi P3.tent.~~(l) l\t any time \ViU1in
three IlHHlths fron) the data of the publication of a com..
plete specHicntion under this i\.ct, (or \vithin such further
period not exceeding one month in· the ag~eIZate as~

Controller on nppHcation made to him In
manner allo\vs) any person interested mny

"'&tHhll'l.' ~'_._~.'-.,.._ T:"b'" ~~"t:;V~ \H. ti7Jinp~Ci.t; b~U~~



434, Sub..clause (5).-This sub-clause makes a slight departure
frorn the corresponding U.K. provision contained in Section 16 (5).
The latter prescribes a time-limit both for a request 2S well as for
claim. It is not 'lory clear why the time-limit for the claim was
omitted in sub..clause (5). This might be rectified by the? inclusion
tn it of the words "or claim" after the words "T: request".

435. In view of the change which I have suggested to Clauses 18
and 1~\ the provision con rained in su b-clause (5) here might be
brought into line with the provisions in the U.I{. enactment, wherein
the star-ting pain t for the cornpu ta tion of the time limit of two
months runs from the date of the publication of the complete spccift­
cation and not the date of adver tiscmcnt of the acceptance of the
application. 'The sub-clause might rC8d:-

14 (5) A request or claim under the foregoing provisions of
this section shall bernade not In ter than two months after .'
the date of publication Qf the complete specification or
within such further period (not exceeding one month) as
the Controller may) on an application made to him in that
behalf before the expiration of the sold period of t\VO

mon ths and subj ec: to the r::)'ynen t of the prescribed feet
nllo\v. 1I

r
432. Though India is not a party to the International Convention

-snd there is therefore no legal necessity for such a provision, th-e
Justification for it rests on the moral ground upon which the Article
<If the International 'Convention itself is based. The principle is
that whether or not the actual deviser has proprietary rIght to "the
invention (he ~"vchld not have, for instance, 111 those cases where he
tB an employee, and the invention has been made LJ. the course c1­
}.lis employment). -he.has a moral right to be named S!\ the inventor.
Such a mention besides affording him mental satisfaction gives him
;Q prestige and Increases his economic worth" advantages to which
he is legitimately entitled though by contract he might have parted
'{'nth proprietary interest in the particular patent grunted.

433. Sub-clause (2).-ln view of ml recommendation to elimi..
nate "cornmunicatees" wid "importers' of invention from the cate­
gory of "flrst and true inventors", sub-clause (2) is unnecessary and
may be deleted.

new sub-clause StL-Sub-section (6) of the V.I\.. Act
runs in these terms:

"No request or claim under the foregoing provisions of this
section shall be entertained if it appears to the Comptrol ...
lor that the request or clnirn is based upon facts which,
1f proved in the case of an opposition under U1e provisions
of paragraph (a) of sub-section (1) of section fourteen
of this Act by the person in respect of or by whom the
request or claim is made, would have entitled him torcl ief
~\ ... ,~~,- ~'L..... .l ..1..1 ....... t; 'I 1

185
U.K. Patents ,'Act 'of 1907 Vv'1lS amended in 1938 by theIntroduc­

tion of a new Section ItA carrying this provision into that Act.. 'lbe
present provision 'in the United Kingdom Act of 1949 substantially
.reproduces Section l1Aof the Act of 1907.

~

the to be mentioned as soda

if no patent .has beon gF.:~ntid in .pursuance .of the
cation mentioned in that P:aragraph; and for the p~
of enquiry under' clauses (d) and (e) of the
section (I). no account shE41be taken of any secret

Clause 21..A--tRofusai .of pa~ent .,vi~~out opposition

'428. The U.K, Act contains aprov1s1on--Section 15--under wh1cb; ~
anticipatory publicationg migh t bc1Pro\.lght to the notlce,of the Comp.pt
troller .wrthout the Inforrnant .flllng.p formal and .regular oppositioa'%'~:
to the grant of the pate:;t, it Ptov,ibion w.hi?h appears to me would ~i~:
extremely useful. In .the f1rst:ll~, ,it IS c?nfi~ed. to one sP~;~ ~
gI'owpd upon which an oppllcat!an.cpuldbe rejected-a ground which!;.
'is capable of j)r;lTIc.'diate verifiqatiojl and acc~tll.nce if the facts sta~",
ed were correct. The provision would only mean that the infonn.tUif~ 1
assistj, the Patent Office to effect a more complete examination b'¥§.;'
bringing to its notice matters which might have been missed:1i>.
Secondly, the informant might either be a person not having a locttl':~,
standi to file opposition for the reason that he :is not technically ,e

Q
.::.

person intercsted" or one who is not in a position to undertake the}
expense of filing a regular opposition but might have in his. po~".~
sian information regarding anticipatory pUblications, which wouJl.tf,:
make the examination more complicated and this would certainly bti~..
in the public interest'lEr

429. r have drafted a clause which would carry out this sugges';':E
t ion, :;;'V!.

"21-A. Refusal 01 patents without apPOOition.-If at any timei;;
after the accept ance of the complete specification flIed in ..
pu rxunrice of an application for El patent and before the
g-yU nL of E1 P8tC:21 t thereon it comes to the noti cc: of the
ControIL:r, othenvise than in consequence of procccdinglJ
in 0Pflosition to the grant under the last fO!'('f!CJing section.
t h.u the invention. so fur- [IS clai.rned in any claim of the
complete specifIcation, has been published before tho
ori ty da te of the claim;

(0) in any specification filed in pursuance of an nppllC&­
t ion for a paten t made in India and dn ted
1·1.. 1912:

(b) in any other document [not being a document of any
class described in Section 48 (2) or (3) of this Act}.
t he Controller may refuse to grant the patent unless,
within such time as may be prescribed, the complete

is amended to his satisfaction."
C Inth (' :: : .~1)'2 ~ 1 n don 0 finven tor nS S uchi n pnt (\n t

'1:30, This cl ausc ~ubst[Jntinl1y reproduces Scction 16 of the U.It
P:l(0tltS Act, 1']49 except that it omits sub-section (tJ) of the latter
onnC'trnent. 1'horc is no provision corrcspOlldil),l~ to Clouse) 22 in
1\ I:q r::! 1:: hu t ti~e New Z~:d:'l11d Act bas a provision (Sl'c! ion 23) in the
5QfnC t crms [};; 2>ect~on 16 of the U.K. Act.

431. The provision OWes its origin to the terms of Art. IV
of the J11 ternu tionn' Convention as amended at London in 1934.
Article runs~-- '

icrfhe

in

\ 1.
t'
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I consider the latter prcferable primarily on
grounds. To guard against prejudice to tbe
might be deprived of the power to refuse an application so
the directions are in force. In the appended redraft I have
to make provision on these lines.

440. While on this topic I might advert to the fact '.bat
(3) of the Bill makes provision for the inventor
quacy of the compensation granted to him by Goven::=n

em
In such a proceeding there is a possibility of the ;,..,,,,,,..-·tion becommg
disclosed to the public. This may be remedied
slons in Clause 55 and I have expanded
meet this need.

441 Snb-cl.&nse 3(b).-I suggest the substitution of tbe word "sola.
tium" for "compensation" used in sub-claU5e 3 (b) of D:s Bill. This
would emphasise the aspect that the payment is no: ",,,irtihlc as 0

matter of legal right
442. In view of the recommendation I have made :-cgard1ug the

grant of patents ·to inventions in the field of Atomic E::.::rgy I suggest
the omission of all reference to the Atomic Energy Ac: in this clause

(sub-clauses 3, 4 and 5).
443. Sub-clause (5).-This sub-clause reproduces 0e prevision

of Section 18 (5) of the U. K Act which was itself c..:scd upon the
relevant war time regulation on the topic. If the 1 have
made empowering the Centml Government on its to direct
the Controller to pass secrecy directions were it would be
necessary to effect a change in the text of :;ub-c\au:o.<; (5) of Clause
23 making it incumbent on thc Controller to ontain (h2 consent of the
Government before 3uthorising an npplicant for" [=:Jecnt in India
to rn ak o an applica lion abrond. In the absence of s~lch provision,
normally when the Controller decides in respect of 2.;1 application
that it is not necessary to pass any secrecy direction in relation to
it, he would give permission to the applicant to file 2.D application
for 0 patent abrond. In view, however, of the Government having a
right to examine applications in regard to which the Controller has
not thought it necessary to pass orders under Secticn 23 (l) it is
necessary to clothe the Government with control over the npplicant
filing applications for pa tents outside India.

444. 1 consider the period of 6 weeks provided by sub-clause 5 (a)
inadequate for the Government to make up their mind whether it is
necessary to issue orders to the Controller ~JDd ":n,,ld recommend

its being m ade 8 weeks,

445. The U. S. A. p:ltC'nts Act which conLlins :I sirr:'iilr
as to sccrccv c\ ircctions ns in CLI\lV: 2:1 (1) on ne!" ~'": ~ t :1llY con i r a­
vcn uon of the directions by the nppl ic:m t 5h:1:I he' v: led -not
\),;ith punis11l11C'nt CIS a crimin:1l of!C;1CC as is donc bv C:nu:;e l34 of the
Bill but nlsowith other disabilities on the . way of his
losing the right to proceed with the nppl\ca tion for I consider
such a provision because it is somewhnt that a
should be or remain in force for an in rp,mrd to
which the applicant has been of a oaence.

!~

as ${~.

in the several

long

(1) an elaborate provision for heertng UUL;CdL:l

stages in camera; :
(2) by eliminating' . appeals so

directions are in force.

~)G. The reason why the Bill does not carry Ulis provision
possibly be on account of the omission of the procedure for oppoai­
Lion, In view, however, of my recommendation to introduce opposi­
tion proceedings, a provision on the lines of sub-clause (6) of Section
16 of the. U.K Act, 1949 would have to be included in Clause 22,

437. Section 16(6) of the U.K. Act is based on sound principl.e.
Where a claimant alleges and proves that the invention had been
obtained from him) the fact would uproot the title of the applicant
and would therefore be a ground for refusing the application. For
this reason, the sub-section provides that the proper remedy for Q

person coming forward with such an allegation should be to invall... ~

date the grant of the patent and not merely obtain mention of
name as an inventor. The provision is in public interest and
would suggest its adoption. As regards the language of the
clause there is one point that deserves mention. Sub..section (6)
the U.1<:. Act refers both to a request as well as a claim, 'The pro-­
vision is quite in order so far as "claims" are concerned. It is, how- .
ever, not .clcnr how "a request" could be based on an allegation of
"obtaining". A request is made when an applicant or all the appll-:..
cants together with the actual deviser, if he is not the applicarrt,':':
present an application to the Controller. In such cases as the alle~ ..
ed actual deviser is a consenting party, no allegation of ({obtaining. :~~--.:~~
is possible. I therefore consider that the reference to "request"
might be omitted from the new sub-clause. If effect were given to
these suggestions, a new sub-clause 5A might be added reading:

"(5A). No claim under the foregoing provisions of this section .'
shall be entertained if itnppeal"S to the Controller that
the claim is based upon facts which, if proved in the care
of an opposition under the provisions of Section 21 of thUs
Act by the person in respect of or by' whorn the claim !n
made, would have enti tled him to relief under thnt sec­
tion.. "

Clause 23-Provision for secrecy .Ior certain inventions etc.
438. I have discussed the broad outlines of the scheme for the

preservation of secrecy in regard to applications for patents for in ...
vcntions relevant for defence ir, paras 218..236 ante.

439. It will therefore be sufficient if I confine myself to the detail;
of the drafting changes which are needed. First in relation to sub­
clause (1), its last portion- enables the Controller to proceed with an
application in regard to which a secrecy direction has been passed
up to the stage of acceptance. From this, it would follow that
'orders of the Controller passed in regard to the application or
specification filed in pursuance thereof, would 011 be subject to rights

. of appeal. It would, however.. defeat the very purpose of the secrecy
directions if the hcnrinr; of .these appeals should tnke place in open
court, in which event the invention which it. Is des~f;Tle-d to keep
secret by reason of the directions passed under Clause 23 (1) would
become disc los sd to the public. This result cou ld be
one of t wo cou ~scs:
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(6) When any direction under sub~section (1) is revoked by
the Controller, he may, (notwithstanding any provision of
this Act, specifying the time within which any step should
be taken or any act done in connection with an application
for the patent), as he thinks fit, extend the time for doing
anyth1ng. required or authorised to be done by or under
this Act in connection with the application whether 0, not
that time has previoUSly e;:pired.

(7) Nothing in this Act shall be held to prevent the disclosure
by the. Controller of information concerning an application
for a patent' or e. specilicationfiled in pursuance thereof
to the Central Government or nny· department thereof, for
the purpose of the application or speciflClltion being exa­
mined for considering whether an order under trus secUon
r.;hou1d''be'·rn~de, varied or revoked.
Where a complete specification filed in ptU'Suan~ of an
application for 0 patent for an invention in respect of
which directions have been given under this section is
accepted during the continuance in force or the dL.-ecttODB,

thenif arty usc of the invention is made during the
continuance in force of the directiop..s by 01" on behaU
of orto the order of the Government, thee provisions of
sections 53, 54 and 55 shall appiy in rclr,tlon to that
use as if the patent had been grantsd for the inven>-

tion; and(b) if it appears to the Central Government that the
applicnnt for the patent nas suftered hardship by
reason of the con tinuance in force of the direction~,
the Central Gove:-nment may mnke to him such pay­
ment (if any) by way of solatium as appears to
be reasonable having regard to the novelty and utility
of the invention and the purpose for which it 15
designed, and to any other relevant circumsta:1ces.

(9) Wlwre a patent is gr:mted in pursuance of an application
in respect of which directions have been given under this
section, no renewal fee shall be payable in respect of any
period: during which those directions were in force.

(10) No person resident in [rid i.: shall. except under the autho­
rity ot a. written permit granted by or on behalf of the
Controller, make or cause to be made any application
outsIde India for the gr:\nt of ;) patent for un invention

unles:,----an application for a p:\\[';;t for the ;>:lme invention has
been made in Indi'l, n\l\ \11:1:1 eight weeks bdore
tnc uPlllica\ ie,:, l'c\ hide ]:1,: ia, :\nd

(b) either no d\~'el'!i()lh 11:\\,(' or en given 'under sub-section
(1) of this ~('cti(ln in rcl:\\ion to the application in
India, or all such directions hnve been revoked:

Provided that(1) the Controller shall not grant written permission to
make any n:pplic:1t!on outside India without the prior
consent of the Central GO\'crnment;

llK)

Provided tbn t the application may, subject to the
the stage the acceptance of the comoiete
but the acceptance. shall not be

published. and no patent
pursuance of tho application.

Tile followlng redraft gives effect to the above suggestions r->

"23. Provlsion Ior ~ for ceI:~aln Inventions ctc.-(l}.
Where either' 00£011:. oXI after the. comrnencernent of this..
Act; an application for a patent has been made in respect,
of an invention and it appears to the Controller that the
invention is one of: a class notified to him by the. Central
Government as relevant Ior defence purposes or where"
otaerwise the invention appeasetc him to, be so relevant,
he. may give: directions. fOl' prohibiting or restricting the
publication. of. information with respect to the invention.
or., the. communlcattcn of~ such information to any person:
or class of persons specified in the directions.

(2) Where the Controller giyes any, such directions as. are
specified in sub ..section (1) t 'he shall. give notice of the,
application and of, the directions to the Central Govern­
ment and the Central Governmenr shall, upon receipt of~'
such notlce.. consider whether the publication of the in­
verrtiori would be: prejudlclal to the defence. of Indi0 ,
and if UP})!) such consideration•. it. appears to .it that the
publication of the. invention would not 00 prejudice give.
notice to the Controller to that effect; who shall thereupon
revoke the directions and notify. the' appltcan t accordingly.
If Government considers that any application
for a LI1 regard, to which the Controller has not
given . directions set out in sub-section (1) of this

is relevant lor, the purpose of defence. it may at.
any time before the acceptance of the complete spectfics•.
tion l notify the Controller to that effect and upon receipt
of notice, the Controller shall give to the applicant
the, set out in sub-section (1) of this section and
intimate the carne to L'1e Central Government.
The Central Government shall reconsider the question
whether the publication 01 the invention continues to be

to the defence of India within nine months
the date of the filing of the application for the patent,

and once at least during every subsequent year and if on
such reconsideration it appears to it that the publication
of the invention would no, longer be prejudicial to the
defence of India it shall forthwith give notice to the
Controller who shall thereupon revoke the previous
direction,
So long as any directions under sub..section (1) are in
force in respect of nn application-

the Controller shall not pass an order refusing to ac-
cept the salne l and .

(b) not wi thstandlng anything in Chapter X\TIII, no nppcnl
shn 11 lie from any order of the Controller passed in

.hcrcof:
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[Sf 19 (2) }.

12 +

I month

2. After complete specificstion b filed,

Time for complying with requbhkJm
of the Controller and secure ac­
ceptance.

3. After accceptance •

Time u..nually tn..ke:1 publicatico
of complete spccincnncn.

4. From time of publication of complete
specification request for scaling could
be made within

°The perlcd 01
Act, 1957. The
cdvertlrig to this amenumen L

451. The period of 24 months allowed Clause 24 (2) is ur.d
short. Further it is even inconsistent the other n,npi ~ i,,, ,,- .

con talned in the Bill because the period of 2(1
conceivably elapse in some cases before the time within
"notice of objections" could be filed under the present C12us2 2 L

452. Under Section 19(2), the corresponding provision cf the U .L\.,
Patents Act, 1949, the time prescribed for that the paten t
be sealed runs Irorn the date of the publication the corn ulcte
specification. This is logical and is based on sound principle. FUILh2f
the change that I have suggested to Clause 18 (2) 35 regards thc
time w i thin which a complete specification should be pu t in order
for the .acccptance of the Controller precludes the possibility of
prescribing an overall period commencing from the fi]ing of the'
application. My suggestion there \V(1S that time should start Irorn
the date on which the statement of objections of the Controller vas
first sent to the applicant. In view of this the only logical
point of time for the computation of the duration within w h ich a n
applicant should, niter acceptance of his application, make a
tor the sealing should be from the date of the publication
complete specification and in cases where there is opposition,
t.l-Ie determination of the opposition.

453. In rcgar l to the exact period I would suggest -that this
might be six months from the date of the publication of the complete
specification. In suggesting this period I have taken into accou n t
the fact that the maximum period prescribed for an OPPOS1 t ion is
four months and I have added t\VO months more. I Inight nornt out
that Section GG of the t\..ustralian Act provides for a
months. This would avoid any
be for c t11C per j od 0 f n1j ng an ~

4·54. In rcgZtrd to the provisos, proviso (3) is unnecessary in v io .«
0i the substitutcd starting point of time being the date of the publi­
cation of the complete specification and not the date of the Jpplicc:1­
tion,

(b).-U time .starts from the date of
specification, there need be no reference. to
directions of the Con troller under sections 14,
(b) may be confined to the orders of the

-----_.-

PermIssible
r~(Jq s. .3
'U1 R. Act

11 + 3

l\~Onth3 1\-10ntlu1. ~~hcrc n rr(}';r,sjOT'~1 cr~ci11('.i1tion is
filed \"11h opplk'Urion.
Time for fil~c; C0JUp:crc tP~C1tj()O "

V-J UUS 5ub-se<:Uon shall not apply in relatlon to
invention for which an application for prote<:l!on

' flrst been filed In a countrJ-" outside India by a pe~
resident outside India.

(11) Without prejUdice to the })fOVisions of Chapter XIX, if
respect of an application or a patent any person conu<U'"
venes any direction as to secrecy given by the
under this section or makes or causes to be
application for the grunt of a patent outside India
contravrntlon of sub-section (10) the application for
under this Act shall be decmeD to have been
and the patent if any granted be Jioble to be reVO~JltW1dcr' section 37.

(12) All orders of the Controller givinB
secrecy as well as all orders of the Ce~trl.ll
under this section shall be final and shall not be
In question in any court on any ground whatsoever."

Clause 24-Grant and scaling of patent

447. Sub·dause (1) ......In dealing with clause 21 I have suggested:
that in place of the provision for objections containecf in the
clause there should be a prOvision for a regular opposi tion on frrollnN",
which I have discussed L'1 dealing with tho earlier clause.
recommendation be accepted the Illngunge of Clnusc 24 (1) would,have to be modified.

448. Besides r am unable to comprehend the "JgOlllcance of
words "subject to such conditions if Ilny as the Central Governmen~
thinks expedient" which OCcur in this sub-clnuse, No doubt the::.:e
words are found in Section 10 of the Iridian Patents and Designs Act.
1911 but I am riot nble to figure out precisely (he sort of condition
subject to \vhich a paten t may be granted, I am not aware of t.hin
power hnving been utilised during the nearly half a century ,of its.
existence so as to afford any guidance regarding the nature of the­
power. There is no similar provision in the Patents Acts of U.K."
Australia or other countries. I ,suggest the omission of these words,in the sub-clause.

449. Sub-clauso (2).-Following Section 10 (2) of the Indian
Patents and Designs Act, 1911 this sub-cliluse enacts an overall maxi­
mum period computed from the date of the apPllcation, within
which a patent shall be sealed, the period prescribed by the sub­
clause viz., 24 months being the same as that in the existlngAct..

450. There is no similar maximum period prescribed by the
Patents Act. On the other hand,it Would be found that
Act even in cases where there is no OPposition to the [;Tant of a
patent. and there were no nppea!s from the order of the ContrOller
during the exmninntion stilge, ncarlv 35 rnor. ths l:;ight e1flpse­
between th~" filing of an npplication nnd the sealing of a paten: as
might be seen from the foUowing tablc:-.
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ilia; request, may be made, within; W prescribed period
after' the. final determination of t.h.at preeeedlng;

(b) where the applicant or one· ot! the.applxeants. has died
before theexptratton of the time wit.l:ttn. which under
the provisions of this sub-section. the- request could
otherwise be made, the said request r.rrzy be made at
any time within twelve- .months :otter 6a dateof the
death or at such later: time. as: the. Controller rnav
allow. "

(3) The period VIithin which under' the' lbst·ftTc:gcing rub­
section a - request for the sealing of n patent may be
made may from time to time- 00 extended 07 the Control...
Ier to such longer·p~~od as may be on_0~t.c=·~ in e:: appli­
cation: made to' 1"'.4U:!f in that beh a11, if -.'h~ applicatlcn in
made and' the- ·~r-escribc-<i·· f~ p3Jd~ \7'lthb that longer
period: . .

Provided that the first ..mentioned period" shall not be extend...
.ed under t~J.9 sub-section by more than tr.ree months or
such, shorter: period as may be prescribed.

(4)y For. the purposes of this section a procc2:0ng shall be
deemed to be pendingso.Iong as the time :'01' any appeal
therein (apart from any future extencic.; 01 that tLUC)
has not expired, and a proceeding shnll tl~~deeD2d to be

determined when the time for any 2~pc2.1 therein
from any such extension) has cz:::i::"cd 'vlitllollt the:

appeal being brc:lght. hJ .

457. The provisions contained in proviso (b) to Clause 24(2) 23

renumbered are not sufficient to cover- cases where after a request
lor sealing has been made, an applicant dics -befcre the actual
date of scaling, but the Controller in ignorance of bis death, seals
it in his name. Section 65(2).of the Australian P...c; makes provision
for this contingency and sL:1ilarly Section 20 of the lJJ(. Act. A pro­
vision on these lines might usefully be added 23 Clause 24..A and I
would 'draft it on these lines.

Cl24A. Amendment of potent granted to deceased appHcant-­
Where at any time after a patenthns been sealed in pur..
suance of an application under this Act, the' Controller
is sa.isfied that the patentee had died. or in the case of a
body corporate had ceased to exist, before the patent was
sea1cd, the Con t rolle r Inay ;lITI end th 0 F 3 ten t by subs ti t u­
t ing for the 113mc of the pJ: c n tee tho r::~:11C of .he: P2r:~O~1

to whom the patent ought to have beer: granted; and the.:
patent sh211 have cITect~1nd shall be c.c'cDJed always L(J

h[IVC had effect accord ing!v.'
Clause 2S-":'Dnte of tb0 patent

. 458. Under Section 11 of the Iridian Patents and Designs Act,
1911 the date of the patent is to be the date of the application. When
this was .originally enacted in 19:11 it contained no provision Ior the
filing of a provisional specification and every application had to be
accompanied by a complete specification. This however was n1toted
by the Amending Act 9 of 1945 by w hicl, 0. provision \V:1S made for

Clauso ~~4..A-!~cndm'cnt o£ potent f;-rrnntcd· to dcccnserl nppl:::nnt

~

Proviso (c) reproduces the provision of proviso (b) to Section
19 (2) of the U. K. Act which however may be framed on the sameterms as in the U. K.

The U.K. Act has a proviso (a) to- Section 19(2) :reading
"(Il) where at the expiration of the said four months any

proceeding in relation to the application for the patent
is pending in any court or before the Comptroller or the'
Appeal Tribunal. the request may be made within the
prescribed period after the futal determination of thatproceeding.'

This has not been included among the ProvbioDS of the Bill. This
proviso would be necessary as the terms of Clause 24 (1) w11l not
suffice to COVer the contingency since thc¢Pfovislons of sub.clause (2)
proVide a time lierdt \vlthin which tbO.S~g.should take plllCe,

The present proviso (d) might conven1aiitly be made mtoa:
ceparate sub-clause on the Hiles of Section 19 (3) of the U. It. Act
th.:maximum period ore~teru:ton.being' l'etBined lliJ under the Bill·l;1t wlree rnor: ths. .

4.55. Clause 24 omits sc~t1on 19 (4) of'the U. K Act COITCspondlng
to Sectlon 66 (5) of the Australiun Act. This "hardship clause" was
in the words of Blanco Whlte"intended to COilllter ape-cul1fu"'ity now
8botished of the U. S. law' and appears tohl'lve no present applica­
tion". The omission of this clnUGerlnight, therefore, be rr.aintained.

456. The might be redrafted on th~ fOllowing lines to giveto rny suggestions.__

"24. O,.Ah; and scalln.a of Where a complete
in pursuance of an application for n patentbeen accepted and either-

u., ... j......4.l.'........... ,4\o.' .... has not been opposed under Section 21
UJJ.d time for the filing 01 the oPpoc;ition hasor

the appliclltion has been opposed and the opposition
i1naUydecid<::'-d in favour of the applicant,or

the applica tion has not been refused by the Controller
virtue of any power vested in him by this Act,

the Ddtpnt shall, on request by the npplicant in the prescribed
be granted to the applicant or in the case of a joint

to the applicants jointly, and the Controller
cause the patent to be sealed with the seal of the

and the date on which the patent is sealed
entered in the Register of Patents.
to provis!o!l.'J of Bub-section (1) and of the

prU\'l~101I of this Act with respect to pntents of addition, n
request under this section for the seeding of a pat(:nt ::;hall
[)(' made not later than the expiration of 8 period of six
months from the date of the publication of the complete

iOrl :

PrOVided thnt--

(a) where at the expiration of the said six months any..
hl"n""nrl~_ in relation to the Gppll~tion for the patent'

,·~m",,,r , before the Controller or the High Court,'

L

-'r- .



on

Cornrn i doe rccom­
nro\~isioll shcu ld
i 8nd

t he SJ ITiC ~O?TI1 23
:il1l"i
U~~ ....<\.

the !"'I""f"-."~ ..........

the tGITn:3 of Section 12
t;'yhlch itself VI8.S

1807. When
in 1049 words ({but the
one clclrn" \.\~2rC deletc:d

Tho contents of [l

tJ1cse words OTC OLl t
deleted from t}1e

c;-der [L~c1 way be

464. Sub..clause (l).-Thi.s corresponds to sUO_COr'~T"'''''M
of Section 21 of the U.K. Act, 1949. Sub~section
contains a proviso for enabling ass
restricted to part only of the United ~~~Ul::;UUUL

n nltH"p in the IndJan Pa tents and
. of the Bill. No similar

in the Acts.
~~~om of and commerce

Ar ticl» 301 of the
a patent to have effect in part
be very d.li'i1cult to work andomitted in Bill.

. 46i. Suh ...clause (2).-This "rc.'r'\"'nr1t.,",,,,,~
Q1 the Indian Patents and
on Section 14 (2) of the U-EC.
this latter enactment was revised
Epeciflcation may contain more than
'S(;f':tl 0 n 21 (4)' ofthe U.I\:. . Paten t s
specification hznling already been
of place in this !cIause and
su~-clause. (The proviso to the
rctainsd,

175

466. Strb-cluusr, (3).-Thc Patcntri
mended in pafBgraph 165 of their
state that Government shall hove [,:[10 same
as n privato person. Sub-clnuse (3) 13 nearlv in
the present Section 21 (1) of the Indian
1911. In its placet hov/ever, I would rccornrncnd
form. adopted in the Trade and
S(~tion 130 whtch I'1L'13:

"The provisions of this Act shall be
merit".

It might be mentioned tlw t the COITcspondlng pro\-'1s1on of the: Aus­
tralian Patents 'Act-Section 7-runs:

"This Act bJnds the Crown In light of the Common.wealth
and .of the s~vera] States."

If the forrn I have suggested were adopted there is no need to save
the provisions of Chapter XI. As the expr€sslon "Government" IE
defined in the General Clauses Act to include both the Central and
State Governments, it is not ne<:essary to adopt the Austrnllan form.
The clause might nln:--

"26. Form, extent and effect of pntcn t .- (1 ) Every. patent
shall be in the nrescribed form end sheil have eiIect
throughout India.

(2) A patent shall be gTanted for one invention only:
Provided that it shall not be competent for any in a suit

or other proceeding to tnke nny objection a patent on
the ground that it has been for more than one
i~vention.

(3) The provisiornJ of this· Act shall be binding on theGovernment,tt . _

t he filing along with an application, of a. "provlsional speclflcation"
n~ distinguished from a "complete specification" which latter might
be filed within nine months after tile filing of the provisional
specification with a possible extension of one month at the
discretion of the Controller. Notwithstanding this, the provision in
Section. 11 as regards the date... of .the pll.tent WilS left untouched,
evidently by inadvertence. The defects and disadvantages of such
u system of computation were forcefully pointed out by the Swan
Committee (paras 30 to 34 of their F'Inal Report) and the U,I{. Act
of 1949 followed the Committee's recommendation. The provision
in the Bill 13 on right lines and may be accepted.

459. Clause 25 (1) is substantiallv derived from Section 22
of the U.1<'. Act except that in the "'latter there is no reference
the scaling. The U.K, Patents and Designs Act, 1907 Secttbn
was in the same tc:rr:13 as Section 11 of the Indian Patents and
Deslgns Act, 1911 including the words "and sealing" but these
words were omitted from the U.K. enactment by the Amending Act
of 1932.

460, The purpose of the provision as to "the date of the patent"
is for cnlculnting the duration of the patent and also the time from
when the renewal fees would be payable. TIle date on which the
patent is sealed is, however, immaterial for these purposes. It in
nov/ever relevant only for the calculation of the period beyond which
an applica tion for compulsory licensing could ordiriari ly be filed. I
have already in the redraft of Clause 24 provided for the Controller
entering in thr- negister the date on which the patent is sealed.
Hnvmg in view this provision and bearing in mind the need for not
mixing up the date of the patent with the date of the scaling it is
necessary that the reference to sealing should be omitted from
Clause 2:1 (1 ).

461. Section 22(1) of the U.K. Act, IG49 docs not contain the
ex ccpt ion v:it h \vhie h sub-e Ia use ( 1) 0 pe ns 1 but Sec ti 0 n 67. 0 f th e
..Australian Act which corresponds to Clause 25 uses the phraseology
"Subject to this Act" which I prefer. It would be needed to cover
cases of patents of addition. ,

462. The following redraft gives effect to the above suggcstion~­

<125. Date oi patent.-(l) Subject to this Act, every patent
shall ho dated with the date of filing of the complete spe­
clfication:

Provided that no procccdiruts sha l l be tn k on in respect of an
Infringement committed before the date of the publication
of the complete specification,

(2) The date of every patent shall be entered in the Register
of Patents," .

• Clause 2&-Forn~, extent and effect of potent

4G3. Heading of the clause.c-Tho marginal note to Section 21 of
the U.K. Act corresponding to w,i3 clause reads "Extent, effect and
form of pa t-int" which is the same ns in Se-ction 1:2 of the Indian
Patent3 and Designs Act, 1911 which L1.c clause seeks to re-enact.
Inasmuch M the patent is bl sub-section (1) enacted to have
throuchout India, the word C extent" ought to appear in the 'f":""In.,..t"M'nftl



and manufacturing abroad and selling in London .
articles made by the patented process. wholly deroive the­
patentee of the benefit of his invention. It 18 tRerefore
Impossible ,to suppose that an exclusive right to vend is
'not gi~en,:'andthedefendants have therefore infrInged the
plalntiff's right .... H

472. It has. also been rested. On the terms of the Letters Patent
\Vhlch contains a clause reinforcing the exclusive righ ts of the
patentee by which "our subjects are str-ictlV comrncnded . . .. . .that
they do not ... during the continuance of the said term either dircctlV
or indirectlv make use of or put into ~r2.ctice the said invention
or any part of the Game ..... II see Elms.ie v. BtY:..!.rE'iC1" [1869 L.R. {}

2~7; Von Heyden v, Neusuuu. (1880) 14 Ch. D. 230].
473. A precisely similar view prevails in .the U.I\.. ~ns regards t"b.o

~t.lnalogous case of patents granted for machines whicn 81'2 used lor
tJ1C production of articles. Even where a claim i~ solely for 0.
machine or apparatus, a product mndeby such machine or appara­
tus is treated as covered by the patent protect io n, so thnr.rio t merely
n manufacturer of the machine but also those who sell products
made by the use of, the machine whether within the country or
abroad, are trca-ed as infringing the potent. In thi c

; rcr nect the law
in the United Kingdom is in accordance with the law in France,
Germany, Holland, the U.S.S.R. and other E>lfop:'>Dn countries
as well as in Japan and in several of these countries the Patents Acts
themselves contain specific previsions to that effe-ct. I need only add
that Australia and Canada foll:,.,!/ the: same rule [~J in the lJ.I{.

-174. Th e la \v in t11e Un i ~ (;:: S: z. t es is diffcre ntand v:here the
cIaL'U in 8 patent is for a prC'2ESS or for 0 machine, the sale of the
produc: made by the use of the process or machine L) not held to
be an infr ingcmcnt, .50 that in cffcC,t) ~~l action fo~~ infr

1

ingen1en t of
process or a machine patent W'OU1Q lIe only ag~unst uie manufac­
rer and not against those \v;:o sell goods obtained as a result of

the manufacturer utilisina the OfOC2SS or the machine. The rule was
thus explained: G. ,

"A process patent is not infringed by selling the product,
and the vendee of a product which bas been made in
infringement of a patented process cannot be held Iiable
to the patentee. or in any extent to be an infringer"-
(American Gramophone Co. v, Gimbel Bros. 234 Fed.
at 3(8).

The broad proposition ths: the vendor of a product which has
been made in infri~gcr::cn t of a patented process is an
infringer, or liable ~;:! ~:!1Y extent to the pntentee. Is
untenable and does n::: rcquj re discussion. The patentee's
remedy is agoin.st th~') manufacturer ..... I' . The patent ..
. . . . is 0 ne for aprccc55. and not £D r D. pro dIt Ct. ltdC3­

Crib es 3. In e tho d 0 f P:- :"\': :.: 2 : ng the '\Ve15b nch n1 [1 n t1e. . . . . .
to render it sumcic~·. >; t'.:lrd and resistent to ailo\v of
transportation f~:1d a~1Y person is at liberty to vend
or nse the invention \\·ithout accountability to the
patenteetexcept he a1so be the manufacturer" (We!sbach
Light Co. v. Union Incandescent Light Co. 101 Fed. at 131,
132). (Law of Chemical Ptltents by Thomas, Second Edi·
tion. p. 385).

177Clause .27-Rlghts of a patentee

467. This clause seeks to set out the rights of a patentee under
a patent grant and appears to be basen on the acceptance in part
of the recommendations of the Patents Enquiry Committee. In
their summary of recommendations· (Chapter VIII, paragraph gat.page 114) the Committee said:

of the patentee.--The Aet .shOUld~ clear "pro­vision that-

in the case of a patented -invention of any ortl<,le, the
patentee shaH {lD.ve the exclusive to"!l'l1lke, USe
Ilnd/or sell such article or to autholise others to 'do so.
In -the -case of a patented invention of 0. process, the

Pate.'1te-e shall hBvethe e)tdusive right to -tlSe 'such
:iJrQ>~".j; and to use, and/or sell articles made by such
process or to authoriee others to do so, and
the e'xclusive -right conferred by any potent shall be
G1lbject to tights alrcady SUbsisting in respect of any
oth0r patent. (An "explanation" may be added stat­

tha t lJ. new identical ar-t.!cle shall, unless the can­
is proved, be presumed to have been made by

process.) /J

27 adopts (a) and (b), it has omitted (c) and the
suggested by the Committee.

468. Tlw U.K. Patents Act, 1949 does not in the body of the
cnactmc:nt define the rights of a patc:ntee but leaves it to be gathered
fw'TI the terms of the Letters Patent. Section 21 (3) of that
enactment C'lldbles the patent -to be ion such form as may be

Hule 63 of the U.K. Pntents Rules, 1949 directs it to be
the form set out in the third schedule. This however !snot the

mode adopted in Australia or in Cannda or in the Indian Patents
and Act, 1911 (vide Section 69 of the Australian Act and

of the Canadinn Patents Act and Section 12 of the Indian
and Act, 1911). I think it would be of advantage~o define as far as practicable the rights of a patentee in the Act

Itself so as to leave minimum scope for controversy on this mlltter.
469. It is universally the law that where the patent is in respect

of an article or product per se the rights of a patentee extend to
Jl1lving ntl C)tclusive right to rnnke, use, eXercise or $(>11 the inven.
tion which Would include an exclusive rilZht of importation of the
prodlwt, and para (a) of the clause embodies this rule.

470. \Vhere, however, the patent is not for an ertkIe but is soIeLl'
for a process, the law in the U.K. is as set out in clauso (b) '(;iz., thot
the protection would cover not me-rei;; the patented process but
extend to the "article" mnde by the "use" of the process whetllP.J'
such "lIse"is within the country or abroad, so thnt importation o~'
s.lle r'[ an ~lrticle rnnc;c aoroHc1 by the patellted process would be 8.:3

(\n t by the fJ r0 cesspnt Gn t.

471. The' reason for. V.Ie rule was stated in em early El1RIisb
decision Wright v. Hitchcock (1870, L.R. 5 Ex. 57 at p. by KellyC. B. thus:

"If the law were otherwlse, then whenn :man has pt'lt<?uted &m

another might, by merely crossing the thSlnnel,

,~

t
Jr

'~'

....



country from con1pctitors abroad who had the patented pro­
cess.. Thus the Americah rule, while protecting the patentee against
rival manufacturers within the CDuntry, leaves the indigenous indus­
try without protection against manufacture abroad. In effect such a
rule would handicap the starting of industries within the country,

removing the embargo wh ich the U.I<.· patent rule imposes on
importation of the patented article from abroad. 1

480. In the U.S.A., howevo r, this ill-effect is avoided by admin­
istrative action-tne use of the tariff, in cases where the product
could be produc~d at a cheaper price in a foreign country. There
would thus be some amount of illogicality betw~n tIle adoption of
the American rule and the provisions of the chapter on compulsory
working-for in the latter the importation of 0 patented article
without manufacturing it in t1l1S country. is treated 813 an abuse vvhich
would justify the. grant of a compulsory licence to work the inven ...tion,

481. In India also, if by administrative
automntically, imports of the pa tented
vvhJch is comJT1enced within the country, could
afford an assured market for
the Arnericnn n ..de would be
\vhile eliminating competition
against infringement afforded by the Patents Law, i <..:glllale compe­
tition from imported products us to confine it to the dcrua nri u n-
satisfied bv local manufacture, This would Q of flo xi-
bility achieving at the same time the sufficient economic
protection to Iridian industry and the of the interests
of the consumer.

482. Much 35 I would hove desired to recolnmend t hc
rule for adoption by this country I feel deterred from.
the reason that it is not casv to realise 2n odmirust:
operating in the manner I Eave indicated. In these Clrcumst8.nce~
recommend the adoption of the rule of law foHovy-cd in the UJ(,
and other European countries as the one best sui ted to th e needs
of a country whose interests demand urgently the working of
pa ten tedinvc n t fa ns \v i thinas sh 0 r t a t i me as p oss ib 1cand toth e
fullest extent reasonably prncticable.

483. Next as to burden of proof in actions for infringement.
where the patent infringed W<lS for a product, as made by a process
specifically described, the Committee desired in effect to introduce
the same provision as was found in Section 38-A of the U.K. Patents
Act, 1907. This proviso rnn:-

"Provided that, in an act ion for infringement of a patent
wher-e the invention rclntes to the production of a new
substrmcc, Clny substnnc- of the same chemical cornposi.
t io n .1nci constitut.ion shn ll in the absence of proof to the
con t r (J r~' be' dec me d to 11 (1v i: bee n produccd by th cpa tc n t­
cd process".

(This proviso to sub-section (1) was, with the first t\VO words
renumbered as sub-section (2) of Section 38A by
of 1932). I do not see any reason to recommend the n~''''''''''T"',",,!,,,\
a provision.. From Its text it would be obvious was closely
bound up with the special form of claiming for chemical products
j98 C & 1-13

~

(1

•

These decisions arose out of patents for processes but sirn ilar rules.
govern the interpretation of the rlghts of parties where the claim
in the patent is only for a machine.

475. It might.. at once be pointed out that the form of the patent
grant in India under the Indian Patents and Designs Act, 1911 does
not contain the injunction on 'the subjects' as in the U,K. Letters
Patent "commanding them not to put into practice the invention
directly or iudirectls]" or the provtsiorras to the "whole profit or
advantage" of the invention being assured to the inventor so that
it would not be correct to assume that; the Indian courts would,
if a case arose in respect 'Of an Indian Patent, apply with-certainty
the U.I{. rule. It is hardly necessary to mention that no case has
arisen for such decision being rendered.

476. The matter is thus res integra and there would be
no impediment in the shape of vested rights in the choice of a par...
ticular rule which would 'advance the national economy. -, f'

477. Undoubtedly the American rule is more logical in that the
scope of the protcc .ion afforded by the law is co-extcnsivo with the
scope of the invention arid the claim. The question, however,
the rule of law to be adopted must ultimately depend not upon
considerations of the theoretical justification for the particular view",
--for arguments could be found for any view-s-but upon Vi/hat is

. really of benefit to the country bearing in mind the general pattern
of industrial development.

478. The question as to the system of patent protection to be pre­
fprrcd, assumes added importance, in view of my recommendation
that in a la rge field of invention-products obtained by chemical
methods and articles of food and medlcine-s-only process clalrna
should be permitted. This taken in conjunction with the fact that n
large majority of Lh0. patents in these lines are held
nationals who are inclined to utilise the Indian Patents M a means
for securing to them a monopoly ofirnportation of the patented
articles manufactured by them abroad, would to point to the
desirability of the adoption of the American It would be seen
that under t hat rule, since a patent for a process confers merely
an exclusive right to use the patented process, and not any exclusive
right to sell the product made by the process,. the importation of
the product rnade abroad by the patented process and its sale would
not constitute on infringement of the process patent, The result
would be that as anyone was free to import the article and sell it,
the competition would lead to a reduction in price, and this would ~1
be particularly so in cases where the article is produced in countries
where the invention patented in India does not enjoy patent pro­
tection. In the case of products which are essential to industrial
production, for instance, some of the chemicals or essential drugs,
thls would be of considerable benefit to the coun try's industrial
advance or to national health. '.

479. This acvantage however has to be judged in the light of
certain of the ill-effects of such a state of the law, The economic
rationale behind the rule that sales within the country of articles
'manufuctured abroad by a patented process constitutes' an "infringe­
mentis, as explained by Kelly C. B.,. in the "passage already extrae... ,

~ ted, the need to protect one who started an industry wlthtn the
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convert an expcrimcn tal exercise into
threat to infringe" (page 76).

1 consider it desirable that the 12\v should specific-ally exempt use
'of the paten ted art icles or processes or the use of articles or products
made by the use of the patented process or patented machine or
apparatus for experimental' purposes f rorn being actionable as an
infringement

489, In Un.ited Telephone Co. v, Sharples (2 RPC 28) it was held
that the use of an infringing article for the purpose of instru ~ting

pupils-pulling out the article to pieces and putting them togethcr­
was not a 'mere experimental user' and amounted to an infringement.
It appears to me that such usc is really experimental usc and that
the construction of the patentee's rights adopted in. that decision as
unduly hampering technical education. Even in the United
I{ingdo!11 the UHii:ed Telephone Co. v. Sharples decision is treated
8 sa' b0 rde r 1inc cas c I ( Sec I31 nnco \Vhi teon P ~ 1ten ts for Invcn t i 0 nS I

'71 note ";~))-a~ nn instance w hcr c It CDu1d hJ ..·e L\("?cn held. that
'usc' \VDS not usc 8S an nrt icl e of sort covered by the patent.

The insertion of the words 'including the use of the patented article
or process for the' purpose of imparting instruction to pupils' in the
clause would avoid this interpretation.

49D. There is also need for n further saving in regard to the
operation of other laws. For instance, it has been pointed out that

imported substance was actually rn ade. It w as held that
infringement had been established"-- (Terrell on Patents,
Ninth Edition, pages 159-160).

48G. I consider the rule as to the burden of proof enunciated in
the decisions referred to in the above extract, just and fair both to
the patentee and the alleged infringer. and that there IS no need for
any legislative interference. r

487. The other matter which the Committee desired to be included
in the clause is in relation to saving the rights of prior patentees.
Such £1 provision I have not been able to find in the Patent Laws of
any country and in my opinion it is not necessary either. If any
-claim of a subsequently granted patent overlaps or is anticipated by
an earlier patent grant it would be open to the prier patentee to
take proceedings to have the Iaternatent revoked in part or in whole,
to the extent of the overlap. There is therefore !}8 need for any
specific saving in regard to the rights of prior patentees,

l~ 488. Ther'e is, however, one matter in connection with the' right
of patentees which requires to be clar ificd-s-tbc right of research
workers to use the invcntion-i-whothcr it be 3D article or a proccss-
for the purposes of carrying out experiments-in the course of

as distinguished Irorn use for n commercial purpose.
further, I' shall ext rae; a passage frOITI Blanco

treatise on Patents to indicate the uncer taintv of the law on
in the U.I(. : ~

u

4 ... • ..... '''~'-- ............. ..,; ........ V ... VU-.U.. \J.j uy tue u.l\.... t'atents and Designs
Amendment Act of 1919. and since on my scheme there would be no
absolute or Ilrnited product claims for chemical substances, there is
no need for the enactment of this special rule as to onus. In regard
to the patents -now on the register, in which claims might have been
drafted in the Section 38..A form, I would prefer to leave the law

'.. unchanged for the reason that as it is. it is fair.

{84, Apart from any specific statutory provision, the position is
that where the defendant has used or sold articles alleged to have
been made by the patented process, the onus of proving that
were in fact made by tha t process would be on the plaintiff.

425. 'I'o quote rrerrell-" .

"In Cartscurn Sugar R.efining Co. v, Sharp (1 RP.C. 181)
the alleged infringement consisted in the sale in England
of cube sug~~.c rnanufactured in America by a machine
made in accordance with the specification of the complai­
ners' (i.e. the pltlintiffs~) patent. Lord I(innear, in his

said (1 H.P.C. 186): UNo v/itncss has been
of sufficient skill as a mechanic to give a detailed

description of the machine in question, All that is proved
is that it does not correspond in all respects, though in
some r esnect« it does correspond,. to the description in

It is said that as the manufncture com..
had taken place in America, it was incumbent

upon the principle \'1hich received
case of Neilson v. Betts 5 H.LJ.) t to

prove by negative evidence that it was not mnDufactured
to the specified process. I think no such U-71US

lies upon the respondents in the present case, because
there can be no question on the evidence that such arti­
cles as were sold by the respondents ~I1AY HA\lE BEEN
produced by machinery which involverl no infringement

the complainer's patent. That being so, it lay upon
the compbiners to prove their case. and as they took a
commission to America for the purpose of proving it,
there coul d ha ve been no difficulty in their obtair;ing a
sufficient description of the machine to which it is al1eg.
cd they have traced the cubes of sugar sold by the res-
pondents to enable them to establish the infringement,
if infringement there was,

But where the articles were made abroad, and the plaintiffs
in consequence could not be afforded 'full oPportunity of
inspecting the machinery by\vhich they were made, it
was held that it lay with the defendants to rebut a prirn.a
facie case rnnde out theplnintiffs. (19 R.P.C. 169).

In the various Saccharin 'cases (19 H.P,C. 169) the pL~intiffs
were the 0\V11(,1'5 of onten ts which covered .311 lmo,;x.rn

of ITIJking saccharin. They were able
produce ov idenco to the effect that 81 though .1 twas

coricoi vablc that saccharin might be made in some other
\\'~1YI no other processes were then known to the Bcientific
world. The defendants, who imported could
not give any satisfactory account of the wav in the
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nnd Designs Act, 1911 was based upon: Sections and 15(2) to
1q(4) of the U.K. .Patents and Designs Act, 1907. Australian
Patents Act, 1952 .contains provisions similar to Section 15(2) to
15(4) of the D.K. Act of'1OO7 [vide Section 60(3) and Section 107J
with slight modifications to adapt them to the system of priority
dates of claims which forms a feature of the Australian Patents Law,
the only point of difference between them being that the Australian
Act includes additional provisions applicable to cases where
fraudulently obtained patents are revoked as a result of surrender.

494. When ~he V.I{. Patents law \V3S revised
Committee. they recoDlmended the retention in sut;:stance
provision in Section 15(2) to 15 with however verbal
changes (vide paragraph 201 of final . \Vhen the U.K.

~ Patents Em was introduce<! in the House of sub-secticns (2)
to (4) of Section 15 of the earlier enactment was dropped and in
its place the provision in Section 53 of the Act was tntroduced.
Section 53 of the D.l<. Patents Act, 1949 effects changes
in the previous law. Whereas under Section 15 of th" U.K. Patents
Act, 1907 the o.pplicant from whom the invention had obtained
is granted a patent in lieu of the po.tC'nt so (as under
Clause 23 of the Bill), Section 53 of the U.K. Patents Act, 1949
-provides merely for an earlier priority date being to the

whose in'vention has been u ob t8in cd " . This makes a
because vlherc a pa ten t is in lieu of the

there would be no---~~r';~ ;"n nr'h(JT'P;:]~ in ~he r\.,... ........... r' r- l, ...... ---.

Section 53
which the successful opponent or
on the ground of {(obtaining" \VOU 1d derive.
date for the purpose of: determining
applica tion. I

495. Section 53 of the U.IZ. Act. 1949 ~pplies
conferring a priority date both to cases where a
granted is revoked on the ground of and where an
opposition succeeds on that ground. I considor a distinction
should be drawn between these twa types of cases and while the
rule as to the assignment of an eo.r1 icr priority date is and just,
in cases where the matter remains at the stage of an for
a patent, the grant of a patent to the in lieu of
the patent revoked is the in
cases of revocation of
cases of revocation, duration of the patent
of the public, be unduly e:11nrged and on this ground. 1 would favour
the ru 1e ~1 S f0 U ndin Sec ti0 n 15(2) 0 f the U.1{. A.eta i 1~;D7

.

496. To give eITect to this recommendation the clause might be
'Split up into two, one dealing with cases of revocation
on the ground of obtilining nml the other with cases where an
opposition succeeds on t hnt ground.

497. In reg<lrd to the provision dealing with cases of revocation,
there is a possibility of petitions bv others besides the petitioner who
complain of' "obtaining" being filed and these several petitions
bein~ disposed of by n common order. Some or all of 'the claims
relntlngto the grant of the Invention held to have been "obtained"
might possibly have been held invalid on other If the

tj.

~~

while the Patents Act purports to authorise a patentee to make, use'
or exercise his invention subject only-to the provisions of the Indian
Patents and Designs Act) 1911 the Industries (Development and
Regulation) Act, 1951 imposes fetters upon the starting of an industry
not excepting those for working a patented invention. Again, while
.the grunt of a patent enables a patentee either to exercise the inven....
tion himself or to authorise others to do 80, subject only to the
provisions. of the Indian Patents and Designs Ac.t, 1911, the Foreign
Exchange Regulation Act, 1947 imposes restrictions upon the­
transmission of funds by both the patentee as well us those authorised
by them to work the inventions. There is no doubt that these two
enactments the Industries" (Development and Regulation) Act, 1951
and the Foreign Exchange Regulations A.ctl 1947 w.ould override the
rights conferred on a patentee by the Indian Patents and Designs
Act, 1911. I have referred to these two enactments but this is not
exhaustive (vide, for instance, the Drugs Act, 1940). The matter
may be put beyond doubt by a specific provision subjecting the
rights of {1 patentee to the provisions of other laws, laws other than
the Indian Patents and Designs Act, 1911.

491. The form of the Letters Patent to be issued under the Act
may be suitably amended ,to accord with the rights conierred on· the
patentee by the statute. l

492. I would suggest the following redraft of Clause 27 for this.
purpose:-

"27. Rights of n patcntec.c--f l ) Subject to the provisions of
this Act, a patent granted either before or after the

.... commencernent of this Act, shall confer upon the patentee:
(a) where the patent is for an article -or substance, the

exclusive right by himself, his agents or licensees to
make, use, exercise, sell or distribute such article or
substance in India;

(b) where a patent is for a process of manufacturing a11'
article or substance the exclusive right by himself, his
agents or licensees to lise or exercise the process in
India and .of using or selling in India articles or
substances made by such process and of authorising
others so to do.

(2) Notwi thst anding anything in this A~t, the making or
using of a patented machine or apparatus or other article,
or the usc of a pa ten ted process or the usc of an article
made by the use of the patented process, machine or
apparatus [or the purposes merely of experiment or
research including the irnparting of instruction to pupils
and not bv \VC1Y of commercial use, shall not be
to constitute an infringement of the rights
patentee bv this Act,"

(3) The rights con ferred on the pa ten tee by th is section shall
be C'xc~cisJble only subject to the provisions of any other
law in force.

28--Pntcnt obtalncd in fraud of the true and first inventor
4.93. This clause is 8; reproduction of Section 13(2) 'of the Indian

atents and Designs Act, 191L The provision in the Indian Patents



had been filed by the opponent on the dates on which
they were actually filed;

(b) the Controller finds tha t a part of an 'invention
described in the complete specification was so -obtained
Irorn the opponent and has required that the specifi­
cation be amended by the exclusion of that part of the
invention, the opponent may, subject to the provislons
of the succeeding sub-section, file an application in
accordance with the provisions of this Act accompanied
by a complete specification for the grant of a patent
for the invention so excluded from the applicant's
specification. The Controller mny treat such applica­
tion and specification as having been HIed, for the
purposes of the provisions of this ..Act relating to the
priority dates of claims of the: complete specincatton,
on the date on which the corresponding document wan
or \V35 deemed to have been filed bv the earllor
applicant but for all other purposes the ;pplication of
the opponent shall be proceeded with as an appllcntion
for a patent under this Act. I

(2) Where un opponent has, before the elate of the: order of.
the Controller requiring the amendment 01 [\ con1plete
spcc ificat ion referred to in su b-section (1) (b); filed £L"1

for [l patent for In invention v/hich include3
whole or part of the invention hold to have been

obtained f rorn him and such application L::; pending, the
Con troller may treat such application and specirlc2tion in
so far DS they relate to the invention beld to been
ob taincd from him, as having 0'2211 flled, for tS12 purposes
of the provisions of this Act rela ting to the priority dates
of c1ai InS 0f the comp1etc speei f cation 1 0nthe d ate on
which the corresponding document was or was deemed to
have been filed by the -earlier applicant but for all other
purposes the application of the opponent shall be pro~eeded
"vith 33 an application for a patent under this Act."

Clause 2S"---Tcrrn of Patent

185

499. This clause in terms reproduces the existing section 14(1)
and (2) of the: Indian Patents and Designs Act, 1911. Its provisions
correspond to sub-sections (3) to (5)0£ Section 22 of the U.K.
F'atents Act, 1949 though expressed in somewhat different phrasao­
logy.

500. 'l'hc pnn'lso to sub-clause (2) reads as if the recucst the
. prcscr: bed addit ional fee rcfc:rre:j tPo in

even (lftc~ the ex nirv of the extended
not the in toru ion ;u1{f this n}j.~ht be clari­
forrn which puts i: beyond

501. r would sugncst a slight drafting change in sub-clause (1) by
substituting the words "Subject to the provisions of this Act" for the
words '(Save as otherwise expressly provided by this Act", The
reason is that the words in the clause are intended to cover the case
of the extension of the term of sixteen, years for which provision is
made under clause 30 of the Bill. In view of my rccomrnendatfnn

';

f;"L

<..~

to obtain a patent in lieu of the whole or part
revoked is made dependent on an order of the Court

the proceeding for revocation, all these contingencies
would be effectively provided for.

to the case of [1 successful opposition on ground
of "obtaining", a provision on the lines of Section 53 of the U.K. Act,
1949 would be appropriate. The following draft would implement
these suggestions: -

"28. Pntont obtained in of true and O~nt inventor.-(l) ~
Where D pn tent has been revoked on the f!round that the

\V8S obtained wrongfully and in contravention of
righ ts of the petitioner or any person under or through

he claims or where in a petition for .revccation,
instead of revoking the patent directs the corn­

to be: amended by the exclusion of n
01' claims in consequence of n (incling that the.

invention covered by such claim or claims had been"
obtained from the petitioner, the Court may) by order

in the same proceeding, permit the grant to the
of the whole or such part of the invention

the Court finds has been wrongfully obtained by
in lieu of the paten t GO revoked or is

by amendment.

(2) Where such order has been passed the follo\ving provi­
sions shall have effect:-

'I'hc Controller shall on request by the: petitioner rnade in the
manner grant to h im-s-

(1) In cases where the Court permits the \v1101c of, the
patent to be granted, 8 new 'patent which will bear
the same date and n umber in lieu of the patent
revoked;

(2) in cases where the Court permits a part only of the
to be granted, a new po-tent for such part nnd

the some datc as the patent revoked: ;
Provided that the Controller shall as D condition of such

grant require the petitioner to [lIe a new complete
specifica t ion to the satisfnction of the Controller
describing and claiming that part of the invention for
which the patent is being granted: .

Provided further that the patent so granted to the peti-
tioner sh~111 be nUr11bcrcd as prescribed the rules,"

('2Bl\.. Priori ty date et,c. in cnsc of 'obtninlng'.~-( 1) \Vho1"o in
tl : ~ 11,Y 0 PP l ) ::' i LJ U n ~) roc ccd in gundcrt11 is )\ ct--

finds that the invention so Iar as
c1f'l ; ! )\ n .: ; n :1n V C1'1im ofth ncoD1 D1ote, II (\ t> i i~ (t 'I t ; Qn wat;'
ol;·li·, ;·i:~d· fr·o·J:n the ~pPon~nt 1~1' the t~;~~;n'~;···s;t ~ut
in sub-section (1) (a). of Section 21 und refuses the
applicnt lon on that ground] he may. on request by
such opponent made in the prescribed manner, direct

,thclt the application shall' proceed in the name of the
opponent as if the' appllcntton and the speclftcatlon

....


