

















These decisions arose out of patents for processes but similar rules
govern the interpretation of the rights of parties where the clalm
in the patent is only for a machine.

475, It might at ance be pointed out that the form of the patent
.. grant in India under the Indian Patents and Designs Act, 1811 does
not contain the injunction on ‘the subjects’ as in the UK. Letters
Patent “commanding them not to put into practice the invention
directly or indirectlzjg’ or the provision-as to the “whole profit or
advantage” of the invention being assured to the inventor so that
it would not be correct to assume that' the Indian courts would,
if a case arose in respect vf an Indian Patent, apply with certainty
the UK. rule. It is hardly necessary to mention that no case has
arisen for such decision being rendered,

476, The matter is thus res integra and there would therefore bs
no impediment in the shape of vested rights in the choice of a par-
ticular rule which would advance the national economy. ’

477. Undoubtedly the American rule {3 more logical in that the
scope of the proteciion afforded by the law s co-extensive with the
scope of the invention and the claim, The question, however, as to
the rule of law to be adopted must ultimately depend not upon fine
considerations of the theoretical justification for the particular view
—for arguments could be found for any view—but upon what is
.really of benefit to the country bearing in mind the general pattern
of industrial development.

478. The question as to the system of patent protection to be pre-
ferred, assumes added importance, in view of my recommendation
that in a large field of invention—products obtained by chemical
methods and articles of food and medicine—only process claims
should be permitted. This taken in conjunction with the fact that a
large majority of the patents in these lines are held by forelgn
nationals who are inclined to utilise the Indien Fatents asz a means
for securing to them a monopoly of -Importation of the patented
erticles manufactured by them abroad, would anear to point to the
desirability of the adoption of the American rule. It would be seen
that under that rule, since a patent for & process confers merely
an exclusive right to use the patented process, and not any exclusive
right to sell the product made by theec%)rocess, the importation of
the product made abrnad by the patented process and its sale would
not constitute an infringement of the process patent. The resut
would be that as any one was free to import the article and sell it,
the competition would lead to a reduction in price, and this would
‘be particularly so in cases where the article is produced in countries
where the invention patented in Indla does not enjoy patent pro-
tection. In the case of products which are essential to industrlel
production, for instance, some of the chemicals or essential drugs,
this would be of considerable beneflt to the country’s industrial
advance or to aational health,

479. This acvantage however has to be judged in the light of
certain of the ill-effects of such a state of the law, The economic
rationale behind the rule that sales within the country of articles
‘manufactured abroad by a };'atented process constitutes an {nfringe-
ment is, as explained by Ke

led, the need to protect one who started an industry within the

ly C.B...in the=passa§e already extrac-.

country from competitors abro

ad who h i t
coss, Thus the Anpetitors A 10 had copied the patented pro-

¢ : while prolecting the patentee against
rival manufacturers within the country, leaves the inpdigenous igndus-

try without protection against manufactur ]

Y ] nst 1 e abroad. In effect such a
;ule would handicap the starting of indusiries withir the country
by removing the embargo which the UK. patent rule imposes on
Importation of the patented article from abroad. '

480. In the U.S.A., however, this il] eff i i
. . AL ver, -effect is avoided b -
1str§1tive action—the use of the tariff, in cases where theypi%?tigt
S\?ouu?d btc}emp;rcgduced at a cheaper price in g foreign country. There
€ some amount of illogicality between t} pli
the American rule and the isions ¢ or o eoubiion of
. . provisions of the chapter on co .
working—for in the latter the importation of f patenter;p;gfi(ill)e]

\‘Zét&)}%\lgurgﬁ?\lllffhceturingtit ifn this country.is treated as an abuse which
r caor in o X *
tion. v . grant of a ¢ompulsory licence to work the inven-

“ . . L

autg%étiigllmd@ a!s.?, if by admmlstrativg action, operating almost
hpmat co?r};,ﬂ1nmpocx1 s'.of_the patented articles, the manufacture of
oo a)n q; I enced within the country, could be so regulated as to
e g8 assured market for home-prq&ucod gocds, the adoption of
ne erican rule would be beneficial. Such precedure would
while eliminating competition within the countru by the rotyc”‘io;
against infringement afforded by the Patents Law ‘rectlia{)e co:: -
tition from imported products as to confine it {o Y‘Lheudominﬁ 1}?;
s‘h.‘lt,lSﬁed by local manufacture, This would impart a degree of‘ﬂn\'i‘
bility achieving at the same time the srant of ‘ufﬂcieur;v‘-L aomic
protection to Indian industry and the "(:fc"llﬂ'gl‘jv £ the Snteroats
of the comstmes A Ac sateguardiag of the interests

482. Much as I would have desired

) . _ to recommend the ric:
rule for adoption by this countr i pmerican

T { ] ‘ [ feel deterre ‘om doing :
the reason that it is not casy to realise an admindistfx";g;ocir]{ézhsazi{m
operating in the manner I have indicated. In these circ—uvms‘m"ejrrz
focommend the adoption of the rule of law followed in t}:g .VUJI’L
d?d other European countries as the one best suited t;) the neéd\;
¢ ‘a country \yhose interests demand urgently the wor.lzm oj
batented inventions within as short a time as possible and £[,’ he
fullest extent reasonably practicable. ) e e the

Wh483.tIgIext as to-burden of proof in
ere the patent infringed was for a product, as mad
! : p3 ’ adae b
tS)chlf;rcrz]a;l%rdogc‘mbcd, the fCommittoe desired in effect tg iangg(:icuecsg
ovisicn as was found in Section 38-
Act, 1905 Poyis oy s four ection 38-A of the UK, Patents
“Provided that, in an action for

where the invention relatey to th i

1tion R ¢ production of a ness
substance, any substance of the same  chemical compomi
é‘or;n]t m”i ‘C(mgtmlixon shall in the absence of proof to the
¢ pxl?OIC}CSL,:S. icemed to have been produced by the patent-
(This proviso to sub-section (1) was wi
A _ ) was, with the first two words omitt d
ggnltégr%%erefidas sub-section (2) of Scction 38A by the Amendin f‘fc{
0 pro\fis‘ion oFxrlgt sei';a a?y trezzson t(lJ recommend the adoption of such

. m its text it would be obvious that it was
1slo; : _ closel
bound up with the special form of claiming for chemical productbs:
198 C & 1—13 ' '

actions for infringement,
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.unchanged for the reason that as it is, it is fair

T e e bV WUTLL ALy WY Lue UL, Falents and D
Amendment Act of 1919, and since on m scheme there would etfégx?g

sbsolute or limited product claims for che

mical su i
no need for the enactment of this special rule ag igbg;ttlx;cesinthrzrzrxs
to the patents niow on the register, in which claims migh‘t have gee')
drafted in the Section 38-A form, I would prefer to leave the 19\;/

484. Apart from any specific statutor isi iti
that where the defondamlhas used or sgldpiﬁ“t’ilgig:‘a%?e%e%ostm%n .
been made by the patented process, the onus of proving thaot tgve
were in fact made by that process would be on the plaintiff &
488, To quote Terrell—" ) .

“In Cartsburn Sugar Refining Co. v. Shar
the alleged infringement consisted in thg sé%e I}npé‘:n 118121
of cube sugir manufactured in Amerlca by a ;x‘agli?
mad’e in accordance with the specification of the coﬁ; lT]ie
ners’ (i.e. the plaintiffs’) patent. Lord Kinnear, in p}%;
)udgment, said (1 R.P.C. 186): “No witnoss 'has b n
examined of sufficient skill as a mechanic to give a det 593
?05333{;;211;211(*(3{031%15 xtnachine in question. All that is ;;gvcezd
s Ot correspond in all respects i1
some respects it does cofrespond,-tlo rteggcétgénit‘};ot?gh in
Hersey’s patent. It is said that as the manuf‘uLctL?m ?o o
plained of had taken place in America, it was incumbemi
on the' re»s‘pondex‘xts, upon the principle which rt‘f nd
effect in the case of Neilson v. Betts (LR. 5 HLC?‘-WG
prove by negative evidence that it was nét.maqﬁf'{ f ;cg
according to the specified process, I think no ”‘u**;mwt}';
L;os upon the respondents in the present caseﬂ k”beccmui
there can be no gquestion on the evidence tbat"fu"‘x autsih
cles as were sold by the respondents MAY HA{/”EMBI%?E“.\}
produced by machinery which involved no infrin :
of the complainer’s patent.  That being 5o it-lagement
the cgmplamers to prove their case, and as thev z)olllxpon
commission to America for the purpose of pio’*'irA it
there could ha've. been no difficulty in their obt“:fvi‘x%dn-’
sufficient description of the machine to which it T“mf’ )
cd they have traced the tubes of supar sold by 51 -
pondents to enable them to establish the infri ment,
if infringement there was, neement,

But where the articles were made abroad inti
In consequence could not be afforded"fuﬁ?cgggsn%ntﬁi
inspecting the machinery by which they were maldtg c?‘c
was held that it lay with the defendants to rebut a pr nl
facie case mede out by the plaintiffs. (19 R.P.C. 169) e

In the various Saccharin cases (19 RPC. 1 plainti
were the owners of patentg which covi?zdtheal?l;aggfs
processes  of  making  saccharin,  They wcreL al%llg
Lo produce cvidence to the effect that aithough It was
conceivable that saccharin might be made in some other
way, no other processes were then known to the scientif?r
world.  The defgndants, who imported saccharin cou]c;:
not give any satisfactory account of the way in which the

W

It was hela that
infringement had been established’— (Terrell on Patents,
Ninth Edition, pages 159-160).

486. I consider the rule as to the burden of prooi enunciated in

the decisions referred to in the above extract, just and fair both to
the patentee and the alleged infringer, and that there :s no need for

imported substance was actually made.

|l

any legislative interference.

487. The other matter which the Committee desired to be included
in the clause is in relation to saving the rights of prior patentees.
Such a provision I have not been able to find in the Patent Laws of
any country and in my opinion it is not necessary either. If any
claim of a subsequently granted patent overlaps or is anticipated by
an carlier patent grant it would be open to the pricr patentee to
take proceedings to have the later patent revoked in part or in whole,
to the extent of the overlap. There is therefore no need for any
specific saving in regard to the rights of prior patentzes.

"™ 485, There is, however, one matter in connecticn with the right
of patentees which requires to be clarified—the right of research
workers to use the inventicn-—whether it be an article or a process—
for the purposes of carrying out experiments—in  the course of
research, as distinguished from use for a commercial purpose.
Before proceeding further, I shall cextract a passage from Blanco
White’s treatise on Patents to indicate the uncertainty of the law on
this topic in the UK. :
“eeehere cxperiment with a patented inventicn would appear
it e patent itself

net to amount to infringement; but it is th
that must be the subject of expériment and not (for
instance) the product of a patent process. And it would
seem that a claim of right to exercise the invention may
convert an experimental exe actionable
threat to infringe” {page 76).
I consider it desirable that the law should specifically exempt use
of the patented articles or processes or the use of articles or products
made by the use of the patented process or patented machine or
apparatus for experimental purposes {rom being actionable as an
infringement.

488, In United Telephone Co. v, Sharples (2 RPC 28) it was held
that the use of an infringing article for the purpose of instrusting
pupils—pulling out the article to pieces and putting them together—
weas not a ‘mere experimental user’ and amounted to an infringement.
It appears to me that such use is really experimental use and that
the construction of the patentec’s rights adopted in that decision as
unduly hampering technical education.  Even in the United
Kingdom the Uniced Telephone Co. v. Sharples decision is treated
as a ‘border line case’ (See Blanco White on Patents for Inventions,
page T1 note 45)—as an instance where 1t could have Leen held that
the ‘use’ was not use as an article of the sort covered by the patent.
The insertion of the words ‘including the use of the patented article
or process for the purpose of imparting instruction to pupils’ in the
clause would avoid this interpretation.

>

ige into an

490, There is also need' for o further saving in regard to the
operation of other laws, For instance, it has been pointed out that

A




while the Patents Act purports to authorise a patentec to make, use

or exercise his invention subject onlysto the provisions of the Indian
Patents and Designs Act, 1911 the Industries (Development and
Regulation) Act, 1951 imposes fetters upon the starting of an industry
not excepting those for working a patented invention. Again, while
.the grant of a patent enables a patentee either to exercise the inven-
tion himself or to authorise others to do so, subject only to the
rovisions. of the Indian Patents and Designs Act, 1911, the Forei
xchange Regulation Act, 1947 imposes restrictions upon the
transmission of funds by both the patentee as well as those authorised
by them to work the inventions. There is no doubt that these two
enactments the Industries™ (Development and Regulation) Act, 1851
and the Foreign Exchange Regulations Act, 1847 would override the
rights conferred on a patentee by the Indian Patents and Deslgns
Act, 1911, T have referred to these two enactments but this is not
exhaustive (vide, for instance, the Drugs Act, 1940). The matter
may be put beyond doubt by a specific provision subjecting the

rights of a patentee to the provisions of other laws, laws other than
the Indian Patents and Designs Act, 1911,

491, The form of the Letters Patent to be issued under the Act
may be suitably amended to accord with the rights conferved on.the
patentee by the statute, !

492, T would suggest the following redraft of Clause 27 for this
purpose:—
“27. Rights of a patentee.—(1) Subject to the provisions of
this  Act, a patent granted cither before or after the
commencement of this Act, shall cenfer upon the patentee:

(a) where the patent is for an article .or substance, the
exclusive right by himself, his agents or licensees to

make, use, exercise, sell or distribute such article or
substance in India;

(b) where a patent is for a process of manufacturing an
article or substance the exclusive right by himself, his
agents or licensees to use or exercise the process in
India and of using or selling in India articles or

substances made by such process and of authorising
others so to do.

(2) Notwithstanding anything in this Act, the making or
using of 8 patented machine or apparatus or other article,
or the usc of a patented process or the usc of an article
made by the wuse of the patented process, machine or
apparatus f{or the purposes merely of experiment or
research including the imparting of instruction to pupils
and not by way of commercial use, shall not be deemed
to constitute an infringement of the rights conferred on a
patentec by this Act”

(3) The rights conferred on the patentee by this section shall
be exercisable only subject to the provisions of any other
law in force.

- Clause 28—Patent obtained in fraud of the true and first inventer

493. This clause {s a reproduction of Section 18(2) of the Indian

Patents and Designs Act, 1911, The provision in the Indian Patents

i

184

ig ct, 1911 was based upon Sections 17(2} and 15(2) to
?gc(ié)D%Sf‘g&se P"\U.K. ‘Patents and Designs Act, 1807. The '\‘1153*22%11%1;
Patents Act, 1952 contains provisions similar to S;?Dz‘ucgz P
15(4) of the UK. Act of 1807 [vide Section 60(3) ¢ {fm?iorit
with slight modifications to adapt them to the sygterr;:c; ngs ng/
dates of claims whicg forms g iteatu;Ct?\fcxigg?ﬁlaxtanthea[susfra_lian‘

oint of difference betwece ,

?st O?H:lg?iez additional provisions applicable j:y ca}sssm w‘g{gerf
fraudulently obtained patents are revoked as a resuit ol susl .

494. When 4he UK. Patents law was rcxjised ‘b%mtgzle O?w};r;
Committee, they recommended the retention in suvss :\ ce of ond
i wit T
provision in Soction 15(2) to 15(4) vith nowevew%}i ' verha
i paragragh ggl’gftgzee%oﬁuﬁil o};‘egg?d)s' f.;:o-géctions &2)7
Patents Rill was introduced 1n il se of Lords, s ns @
1o (4) of Section 15 of the earlier 'enactm&rlt X?ts v%:acspri):?rod?uaccg
its place the provision in Section ‘:33 ofrf E AT
Section 53 of the UK. Patents Act, 19@9 effects con iderable chanies
in the previous law. Whereas under oc;ciion %Znol:éhbeén ‘obtained
Act, 1807 the applicant from whom the invent .\moyed  Sbiatned
is éranted a patent in lieu of the ?atgm Usc{{rcgv;mq ;:ct wder
Clause 28 of the Bill), Section 5‘3 .o"t(r;e‘ k'_wi'ﬁg uz;:zaiiable ‘to AN
wrovides merely for an earlier priority “a}mtz _ bp.é‘“ e s
épplicam whose in«\‘wontion hssn‘biccgrmc‘,;dali{‘iiz;u et
iference because where a patenv 5 gral in lieu of the revoss
gaf‘:gnt. there would be no Opp?sum?y—“hac,,rfazhf ﬁﬁ:} ardsgr r
contemplated by Section 53 of the L;L;. ]plb {'ti.ow*:';or advaniaes
which the successful opponent or successiu .gfe’li o "és oo
on the ground of “obtaining” would dcrw?";]ii}if‘;ﬁ s the prieny
date for the purpese of determining anticipation cr novelly
application. - ) , o .
‘p495. Section 53 of the UK. Act, 1949 app]}esﬁtneﬂ ;:;gpzu;réd]
conferring a priority date both to cases \t'n.er'u g”a }nch bere 7
granted is revoked on the ground of ob-va‘lcr;rx‘r:.oihfua Jvhere an
opposition succeeds on that ground. 1 consxf\,. SL;.Sd;nd lwhi,le o
ghould be drawn betwectn }hcsccﬁtl\r&"ioert},{);i?;ic;y Cdaa‘:e SRR iy
to the assignment ol an caricr c : s apt an
ir?lgai:s where thegnmatter remains at the stqg? of a:?e:{)grhgiul?gufgrf
a patent, the grant of a patent to the aggricy c% Yx“d Lke ies 5
the patent revoked is the proper relief t}mtvs o1 ‘wgre Toed o
cases of revocation of patents. If the forrfe‘ {uufowd e epp e ot
cases of revocation, the duration of the paten ol } Jor e
of the public, be unduly enlarged and on H}x.q{grl\fmt a e
the rule as found in Scction 15(2) of the UK. Act ol Juul.

is rec ndation the clause might be
496. To give effect 1o this IcLo'r?mcnd(mog m:cccqlrm1 r;v&aum
it up i ’ ling with cases of success > 7
split up into two, one dealing of st yocation
o‘{)l theK t:‘rmmd of abtaining and the other with cases where ¢
+ < <
opposition succeeds on that ground. )
[ 497. 1 gard to the provision dealing with cases of revocation,
497, In regar t 3 : ¢

o

Q2

. there is a possibility of petitions by others besides the petitioner who

ini i 1 petitions
i Jightaining” being filed and these severa: (

%%gplaé?spgiedooiméy ag common order. Some or all of ihe c¥alr§§
relat&lgng'to the grant of the invention held to have beendobtzix’neﬂ‘e
might possibly have been held invalid on other grounds. 21 th
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right of the petitioner to obtain a patent in lieu of the whole or part
of the patent revoked is made dependent on an order of the Court
passed in the proceeding for revocation, all these contingencies
would be effectively provided for. '

498. In regard to the case of a successful opposition on ground
of “obtaining”, a provision on the lines of Section 53 of the UK. Act,
1949 would be appropriate, The following draft would implement
these suggestions:

“28. Patent obtained in frand of truo and first inventor.—(1)
Where a patent has been revoked cn the Pround that the
patent was obtained wrongfully and in contravention of
the rights of the petitioner or any person under or through
whom he claims or where in a petition for revocation,
the Court instead of revoking the patent directs the com-
plete specification to be amended by the exclusion of &
claim ov claims in consequence of a finding that the
invention  covered by such claim
obtained from the petitioner, the Court may, by order
passed in the same proceeding, permit the grant to the
petitioner of the whole or such part of the invention
which the Court finds has been wrongfully obtained by
the patentee in lieu of the patent 6o revoked or is
excluded by amendment,

(2) Where such order has been passed the following provi-
sions shall have effect: —

m
A

he Controller shall on request by the petitioner made in the
prescribed manner grant to him-—

(1) In cases where the Court permits the whole of the
patent to be granted, a new patent which will bear
the same  date and number in licu of the patent
revoked;

(2) in cases where the Court permits a part only of the
patent to be granted, a new patent for such part and
bearing the same date as the patent revoked: ;

Frovided that the Controller shall as a condition of such
grant require the petitioner to file a new complete
specification  to the satisfaction of the Controller
describing and claiming that part of the invention for
which the patent is being granted: ’

Provided further that the patent so granted to the peti-
tioner shall be numbered as preseribed by the rules.”

“28AL Priority date ete.

o Y oppusiver

in case of ‘obtaining’.—(1) Where in

procecding under this Act—

(1) the Controller  finds that  the invention  so far as
clafired in any claim of the complete shocification was
obtained from the opponent in the manner sot out
in sub-section (1) (a), of Section 21 and refuses the
application on that ground, he may, on request by
stich opponent made in the preseribed manner, direct
-that the application shall proceed in the name of the
opponent as if the - application- and the specification

or claims had been *

Ly
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had been filed by the opponent on the dates on which
they were actuaﬂy filed;

(b) the Controller finds that a part of an ‘invention
described in the complete specification was so obtained
from the opponent and has required that the specifi-
cation be amended by the exclusion of that part of the
invention, the opponent may, subject to the provisions
of the succeeding sub-section, file an application in
accordance with the provisions of this Act accompanied
by a complete specification for the grant of a patent
for the invention so excluded from the applicant’s
specification.  The Controller may treat such applica-
tion and epecification as having  been filed, for the
purposes of the provisions of this Act relating to the
priority dates of claims of the complete specifleation,
on the date on which the corresponding document was
or was deemed to have been filed by the earlier
applicant but for zll other purposes the application of
the opponent shall be proceeded with as an application
for a patent under this Act.

{2) Where an opponent has, before the date of the order of
the Controller requiring the amendment of o camplele
specification referred to in sub=ection (1) (b), fled an
application for a patent for an invention which includes
the whole or part of the inventicn helt
obtained from him and such application
Controller may treat such application and s
so far as they relate to the invention held
obtamed from him, as having been filed, for the purposes
of the provisions of this Act relating to the pricrity dates
ol claims  of the complete specification, on the date on
which the corresponding documént was or was deemed to
have becn filed by the earlier applicant but for all other
purposes the application of the opponent shall be proceeded
with as an application for a patent under this Act.”

Clause 28—Term of Patent

499. This clause in terms reproduces the existing section 14(1)
and (2) of the Indian Patents and Designs Act, 1911, Its provisions
correspond to sub-sections (3) to (5) of Section 22 of the UK.
Fatents Act, 1949 though expressed in somewhat different phraseo-
logy. :

500. The proviso to sub-clause (2) reads as if the requcst, the
prescribed fee and the preseribed additional fee referred  to in
it might Lo mede, or pald even after the expiry of the extended
period, whic not the intention and this might be clari-

certainly
fied by adopting the UK. form which puts it beyond doubt,

17, the

501 I would sugpest a slight drafting change in sub-clause (1) by
substituting the words “Subject to the provisions of this Act” £or the
words “Save as otherwise expressly provided by this Act”, The
reason is that the words in the clause are intended to cover the case.
of the extension of the term of sixteen years for which provision is
made under clause 30 of the Bill. In view of my recommendation




