e ohemistry, Physics and Engineering and other branches of tech | ml

nolo fro i _
! someg}:)f th? eﬁgtinéoo%T:rqaggtéindf toieuminate the tendency in Fatentb()fsﬂ}ce. I;Ilow that Eragches of t}ge Patezé{ Ofﬂceh aff% gomﬁ o
Controller m - g fossilized. T Y be establishied, those specifications may be stored in such office where
Rs. 800-1300, 25; t;ﬁartr}o,f tgf ngenﬁ status and sca}?eo ;;y()fnzfﬁ;ty the Eroblem of space Is not so acute as in the Office at Calcutta.

o~ 256. (v) Joint COntroH; %‘jtyJRegwtrar of Trade Mm’"ks. Y and be put to the use {o which I shall advert.

: . i ~The Joi )

?{gsclegﬂsﬂ‘;vﬂl be in charge of the dayl.rtl;‘(gaomrg“?r of Patents and 262. The disclosure contained in patent specifications are the
that of th‘e ;ti;mﬁ and scale of pay for thig gOSt ﬁmmratm“ of the results of scientific investigations at the highest level, and the speci-
The post %f 3nt Registrar of Trade Marks nam Iayﬁze the same ag fications therefore represent a vast accumulation of technical know-
and may b Oflim Controller shoylg be tr;eated ea}:' y 1'30‘0“].80& { ledge. Though the number of applications for patents filed in India
proferan] be lled up on the recommendationd afselectmn gost are comparatively few, about 3,000 a year, the number of such
among UY] delrect recruitment or by promotion b the UPSC. applications in the U.K., is over 30,000 a year and in the U.S.A. nearly
five vears o« 2CPUly  Controllers, -who have e selection from 1,00,000. Several cf the inventions for which patents are granted
years as Deputy Controller, = vorked for gt lengt in the UK. and in the U.S.A. represent the rccdrd of great scientific

257, Library,—I¢

. ; Is of the utmost j ota and technological achievement.
library of the Patent Ofilce shotrw boportance that the technical

H : u o ; c . .
important books on different b“fzicic maltained up-to-date and al] - 263. The tempo of a countiry’s advance in industrial and techno-
: < " . . : . N H 3

obtgmed and made available to tjh es of technology should be logical development is intimately related to the rate of invention
maintenance of the PatentL om € Examiners and the public. The evolved in the country. Though occasionally invention is the result
advanced country constitytos N pibrary in every industrially of a ‘flash of genius’, most of the inventions are the end product
C service rendered‘by the Patén{: 5? Important part of the publfg of patient, organised and sustained research by high level scientists
followed in Indin. In \‘/he'UK ¢ i¢e and their example might be anftcchnicizms. Even in countries more industrially and technicaliy
rary is one of the principal'sc‘i,en(gﬁ:;nsfgcﬁev the Patent Offjce LibL advanced than India, complaints are frequently made of the scar-
ries i . ar ni X = . . . —: - PR . ¢ Stk
C;egné?ieihat bcquntl”y and contains the pat;ictnzlceal'qrefe‘mme libra- city of oc1ent1f‘i_cland tech‘.lcnlxpu;or}n%{ ot‘jr‘eul class g\.fteilpx\i,xcti ‘:e
. A " Toq resear a thy Die ! essarily

books ar;,a Y‘lr’xd.em‘ents of specifications “nc\i)pthCh ICatxons of all nccessa‘y’qua.};&td_ghfor} ;cscs:c‘n,’ n{ ndia t! jiSrOi:LI‘T is A.{crv rily
: R t i r ] h t t T stitutions for post-
258, Abstract feals in every branch of technology slest technical . grad e e ot oo o ) national Ioboraionies might hoi
. stracting Section.—Th; . - . e aduate training an the several national laboratories might help
which T might fozgmulaf:aﬂi;' This  will be g convenient point 3@; to lossen the gap between the number neceded and that available.

£ suggestion which in m ] at One mus! hasten to add that there is never any question of a surfe!

greatly enhance the y

Y opinion would
potent instrument for

tility of ¢} i
ty of the Patent Office, by rendering it g

: of this type of talent, because by its fruitful activity it would itself
the diffusion of so

1 5 s At A Y4 4 H N 1 1ms
knowledge, greatly minimise duplicat] A?ﬂilﬁc and technologica] . create conditions stepping up the demand.
i e ion o vor} . o . .

engaged in research, and thus accelerate the w?rk . omong  those 264, The point, however, T was endeavouring to make was, that

259. India is in a position {o obtain ¢ 1€ rate Cu(invenmon. it was essential that the talent on hand available for useful research
the published patent specifications fm 'Tee on an exchange hasjs_ work should be utilised in the most cconomical manner, so as to

+ Instance at the recent Commonwealt?%onsfi‘;ce;i] cotliies.  For R e
2nce

—
November 1955 the {oHowinq resolution wag pas dﬂi Canberra in
- 1 sed:—

P 265. One of the principal factors that operate to the uneconomical
This Conference recomm

en utilisation of rescarch manpower is duplication cf effort. Competent
; mutual exchange withofts {Egagoflmgnwgauh countries tlhe observers have expressed tge view thaIZ the phenomenal advagce of
tions, namely, specifications g;' Oilf'heh' patent publica- Russian scientists in the recent past has been in large measure due
reports, laws and regulations Janénf-;f’ gazettes, annua] to the eclimination of duplication of effort. Savs Gunther in his

- 260. This resolution has ) ke publications”, , recent work “Inside Russia”,—
mously passed, there can bnm been ratified, but o this was ; ’ « ientific field in which the Russians ar rticulariv
make th . 4n bt no dImCUHy if a mov 45 Unani- One scwn"u_w lcld 1nownich the Russians are pa.pcu ariy
Gor e rrosnluhon effective.  Agin the A  Tove were made, {0 streng is.abstracting. Their service in this regavd is admit-
tiOnz'mm, and other Patent Offices y])f;\ro H{};_nican, Russian, West ted to be incomparably the best in the world, even by neo-
Soonoan exchange basis, byt lack of s otered their specifica. £t ple who hate to admit it. Years ago in the United States
Cé‘cnrthe reason for our not a\'ailjn;‘O{J?SO({ij,ige }Of‘house. these has e Students of chemis'ry were obliged o lcarn German, in
ol C“ml.wdor 1L a matter of repret that ot the facilities offer. - order to read scientific papers and keep up with German
2B Such a valuable 2ollection of tech an_oppotiunily for acquir. chemical literature, which was without peer.  Similarly
1"0}“1‘1{: it available o the public\shoiklc;n%]ggmgl information, and today 1 great mnny; students in‘ the free \xrfo.rld‘, pnrticulaf~
q’» or the reason that there s lack of stomég f&fgﬁjﬁgfze““d*mefe- ly of physics, biology and mechanies wish that they

knew Russian, even if they are not obliged to learn it
‘Rugsian sbstracting is so copious and skilful that a point
has been reached where American scientists have found
out about new developments in their fields by fellow

261. T would recomm i
pt?CifI‘cutions 1 rec Engﬁ:}?] that in the first instance gt le

anguage be obtained for the use ast the

of “the




g

§u

sléu BOSITRCUNG service w in 1953, after Ls&uuﬁ
The aim 15 to make everything of gpn interest or valye
on a scientific or medjcal subject published in the world
available in Russian within a  few months of fts first
appeamnceu—-abstracwd, translated, and published. Th;
goes far beyond anything ever attempted by any other
overnment or private institution in the world”,

‘2664'Duplicat}'on May assume several forms and of these I wijl
refer 1o two main types. The first is where, several research workers
are engaged independently in solving an identjcal Cr an allied pr:ﬁ-
blem and when the results achieved or solutiosf reached by one work-
er or a group of workers is not immediately made avaflab)e to the
ovthers'engag'ed on the work., The methods of eliminatinp dupl!‘cé<
tion ot this — type are obviously beyond the scope of this enqﬁiw
and so I will sav no more about it. There is anothier type of dup],.
cation, in the mjnimising, if not avoiding of which the Patent Ofgr‘
<an lend a helping hangd’ The duplicaticn 1 am referring to {5 thy
invoived in research in this tountry being carrieq on w 1ose

3

+ (0

¢

in _ : ‘ ithout thgse
engaged in it bjemg kg\pt Immediatelv informed of the advances mad:
in other countries of mventions for which patents have been granted
there. i o
9 " o ‘hog v 2 - y } .
267, One of the branches of (he Patent Office might be entrusted

with the task of examining the patent specifications received from
U.SA, UAK.,. Australia and Canada. am mentioning thege cour-
tries primarily because the specifications woylg be in Engii#z 'h;}
wou].d not need the services of translators, The patent soeciﬁzatitol:s
dealing with those branches of science or technology that might l;e
of use in the countiry might be collected, abstracted and c’ﬁqéif‘vﬂi
the classification being based upon the industry iy which 1:errk
be utilised ang the branch of science  to which it s :'Gla‘%:
The  abstracts may  then bhe arranged,  printeq or tv;-‘:"
and duplicated separately for cach class and bo[madc available r‘;j
sale to th'e public.  Government rescarch institutions and technoilo‘-ﬂ
gical institutions and colleges run by Governmen: mav be supplied
frec; with abstracts of batent specificationg in the nartfcular‘c‘*la?v in
which they are cngaged or interested. If on exrnmination of“th;
abstract, any person desires 10 have the entire text of the specifica-
tion, this may he copied and supplied on pavinent of a fe.o. N

268. 1 x‘ea'liso that the above proposal wouyld involve the em loy-
ment of additional staff, | assume that of the specificationg oxwxinih-
ed about 15% of them would be of sufficient interest or impor‘tance
to justify abstracting. Taking into account, the totga! ;*mmbnr of
specifications which would be received by the Indinn I;'ltont Smn-
[consider that a stan consisting of two officers of the m‘ndo of F‘\'\i
miners, and one Assistant Controller tg guide them ang C()OI‘(”T;I'W;(‘
their activitieg would be found sufiicient, 1p addition cach o.f“t“‘”l;
I::xaxmnurs would need the services of g sufficient numbe, ‘01: xni‘on‘f\i
fic assistants of the grace of Senior Scientific Assistant in the I‘\I\ﬂio\n‘
al Laboratories—besidos clerical staff for typing ete: 1 ap n ‘t un-
mindful of the fact that the amount realised by tho-sa‘le of th(()\ L;n-
tracts would hardly meet tven a small portion of the cost B_ueq g

¢

the object of the Provision is to raise the level of scientific and tech-
nical education among research workers and those engaged in indus-
try, the return from the scheme should be lcoked for only in the
a‘tainment of technical advance and increased tempo of research.

269. There is one other matter to which I cesire to cefer. There
is a possibility that some of the inventions covered by the specifica-
tions received from foreign countries are trne subject of patents
granted or of applications for patents which are pending in India. In
such a case, the circulation of the foreign specification for the same
invention might conceivably lead ty the unauthorised use and in-
fringement of the inventions patented in Indiz. This passibility is
avoided by the Patent Office excluding from the absiracts the speci-
fications for which patents have been applied for and are pending or
have been granted in Ingia. This may not be d:Fcult as I am reccem-
mending that every applicant for z patent s~ould disciese in his
application the details of the correscending apziications if any made
abroad by him for the same or subs!antially t} ime invention (vide
clause 7A). In addition, I would suzaest that
a note of warning in these publicat: that het
towards the commercial working ¢ the
concerned parties might assure ‘themselves
pending or granted in India.

270. I consider that if the resulits
search workers in other parig of <
notice of scientific students and -
greatly widening their horizon of
effort and would induce them to o
the technique already disclosed ir

N PR

' ald besides
owledge, avoid duplication  of
entrate on attempts 1o improve
tnhose specifications,

2710 Staff requirements of the Abstracting Section.—As aiready
stated the new section for preparing abstracts of foreign specifica-
tions may be placed under an Assistant Contrailer with two Exami-
ners. There should be a sufficiont number of well qualified Senior
Scientific Assistants, First or Second ciass M.Sc. (or B.E.. First Class
or Second Class) with a scale of pay and status corresponding to the
posts of Senior Scientifie Assistants in Nationa! Laboratories under
the CSLR. They may appear for the Departmental Examination
on Patents Law and Practice preseribed for the Examiner, provided
they had served atleast for five vears as Senior Scientific Assistants
and if they pass the Bepartmental examination they might be con-
sidered by the UP.S.C. for promotion to the posts of Examinoers
Class I (gazetted) as in the case of Exuaminers Class I1 (gazetted).
On an average about 100 to 125 patent specifications may be abstract-
ed every month by a Senior Scientific Assistant and on the basis

that about 15,000 specifications mav have (o be abstracted cvery
vear, 10 to 15 Senior Scientife Assistants will be required,
272 Office Accommodation.—] should like 10 draw the altention

of Government to the fact that the present office accommodation of
the Paten( Office js totally inadequate and to the urgent necessity
for providing enough svace for the library and to house the fore.
ign specifications. 1 would suggest that, as in other industrially
advanced countries, the combined Patents and Trade Marks Offico
should be housed in a separate building having sufficient accommo-
dation for the offlce  staff and for the library, ' ,
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. . PR, i, J. : da, Austra-
Patent office 5 public ity department and 4o pe maintained from oard in other countries like the UK. the US.A:; Cazada, Au
general revenue :

lia and New Zealand

273. 1 have not evaluated the financiaj iraplications of th Present uncertainty as to High Courts havimg }urmfixcﬁmn o

3 ;nmdor:xh?;andatic;ns matde by }rlne in regard 1o the strength of the staf? 277. It has however to be mfn‘t}i)onte:d tthi;t tthfbfrilf d;af;;;r\a%i;?

i " [moluments nor av icati ) i not take account of the fact tha h e 3
Increases | am recommending, easl éviilueat:‘iist?zg i)r;x;;l}l}c.;;txggs Oéutth§ é}gat}{;;hdqésourts in India and specify the particular EHigh ,(,:Om:t‘

would d_I'E‘V attention to thx‘ee factorg which mjght begta}& int which would have competenice to entertain :.hBSE 8ppea:5 Ani }}us

ascount in this connectjon (1) T understand that the Patent O?ﬂc: is @ problem raised by the cxistence of a plurality of High Courts is

at present not only self SUPPOrting but leayes 4 surplus of the orde(’f not confined to appeals against the orders of Controll.e.v.

of about Rs. 3 lakhS Per year and the changes in the scale of fees 278. Section 26 of the Indian Patents and Desigms Act, 1011

havq Suggested might bring in more revenye; (@) the effective ; enacts: » ) )

opcration of the patent sygstom itself ig dependent on the efficiency ¢ “26. (1) Revocation of a patent in whole or In art may be

g’}g adequacy of the Patent Office; (3) The Maintenance of a Patery . obtained on petition t5 or ca a couater claim  in & suil

I,c‘;]%‘ivslgfl;idlggkce%nsljdgre? B&GFVI'CG rendered to the public, and thjs for infringement befcre a Hizh Court.

countries ang therefoi)"enzfn k. & UL - and other advanced

‘ i rt i in section 2(7) of the Act 5o 25 1o include

' i The High Court is defined in section 2 ; 2 el
o [iefease in the cost should  resu)t all the %{?gh Courts in India. I: would therefore be a. arent that
ency . i : R . - . A e Tigh Cmaers Rzs - uris.

worthwhile o the service, e cost Is always the Act does not particularise any one High Court as ing

i j tis ny particul atent  and
diction in the matter in relation to any particular tent

' : i . ; urt iz India 1o entertain these
— that it leaves it open to every H:zh Court in -ertain the
XI. FORUM FOR LEGAL PROCEEDINGS pfgie&«x lings Thepresuit of this state of affairs Ca?lcbes"'??l'swl“?- ,
y i T . ire ent f rt-"wil ams, b
Proceedings before { i vt clasai rised by quoting a passage froem the Judgment ot Lor .
| § “ he High court classified irllaeIn rz ?{iralalg Banjara (LL.R. 1837-2 Calcutla 239).
<ar27‘£ Tdh% principal broceedings in relation o which it is neces. “The position created by the present A‘C}js:'i
}u)ady fO‘1 ewge‘wnh certainty the Court tq which resort should be convenient and likelw rais difficul!
o, e(zix ng er three heads: (1) The court to which appeals against @i one with which I have to deal, b:caqse.a‘_
he ;or Ier.s of thg Controljer should Jie and (2) the Court to which ’ Courts of equal jurisc:ction have jurisdictior
- Ofig‘ﬂi Rroceedings by way of revocation of patents shoylq lie, the same patent, that is 10 say. any paten:
r(~;7attérsorglouu‘m v»;hlch would have competance tg determine  the ® ) provisions of the Indian Patents and De
e CTS Telating to compensation for Government yse of Datentad esult is that unless some ¢
inventions under Clause 55 of the Bi]l. patented fosut s tha .

Ty bixelv that there il be con-

the Legislature it s v 2 con-
i f regard to the same  patent by

flicting decisions mth‘
aifferent High Courts

Appeals from the Controjler's decisions

275, The general scheme of the Patent i
- 7 5 . ‘nis and Designg {
“1s to vest appellate bowers over the orders of th rol A?L’ ot

; . I'would only add that il there has been so f{ar onl;w Q:?, x‘cp?rted

cases in the Centra] Government ang {4 constitutec ?}?gt;{?nﬁrén TOS% case in which this sort of difficulty has cropped -Uplintdxi wholly due
the forum for er'ertaining petitions for revocation Thcgc 11‘211}:0\35 o the paucity of litigation in regard to patents in India. o
ever a few exceptions (o thig rule. us in the .caso of grders oE 279. It is therefore very ngcntmz‘tha: the Jaw sh:n'z)d' specify
the Contro]ler relating to the grant or refusal of compulsory licences with certainty the High Churt which would have jurisdiction
under section 22 ete the appeal i) lie to the Hig}) Court of (3) to entertain appeals against the orders of the Contro,ller,‘ (b) to
Calcutt‘a {vide section 23F)y, gain, origing) applications for the entertain petitions for revocation of patents, (c) to entertain }311‘0’
_extension of a term of a patent have (o be made (o (he Can;;qj L] ceedings under Clause 55 of the Bill, ‘the other procec’d’:nﬁs m‘r}o a
_Govs_:z'nmg‘nt, (side section 15) but (he Céntra] Govcrnrﬁ’o‘nt qu tion to patents being mercely subsidiary or ancillary. Iv!‘—!' }esc ;w.e(‘
vested‘wuh bower (o refer these applications jn appropriate cases matlers are determined  with precision. the others waould adjust
to-a High Court [section 15(3) 7. bR rases Frae themselves and present no difeulty.

276. The orders of the Controller- which are. now subject 1o ' Parallel provisions in the Trade and Merchandjse ?»’1ar%% Act, ’19J8‘
appeal to the Central Government are all matters of judicia] deter- 280. In my report on the revision of the law relating to Trade
r‘nm:it:oq and it ig byt apprapriate thgt appeals  in these matters Ma;ksll made three recommendations which are relevanl (5 the
%lxnutm]“(: [(,) {hc Courts and not to an exceutive authority Jike the present contoxt.
tr;ﬁem Czc)'xo{n{?ont. This can be said of every order of the Con- 1. The coordination of the activities of the Patent and  Trade

T Mow subject 1 appeal withoyt exception [pid - i ing | designated “Controller-
9(2), 9(3), 10(1A), 16(5) and 17(6)]. In thispr ){! t; SC}CUOHS Marks offices by having a smglerrofﬂciai rk § to be in  overall
made by the Bi]l {g welcome and {he as £ o tpare change General of Patents, Designs and Trade Marks ir

sighment of the appellate

;aae by , . ndustrial rerty Law.
Jurisdiction to the High Court is in line wit), the provisions in (hat control of both these forms of Industrial Property




e

-y

orders.

e

2. The division of the country into zonez
of branch offices of the Trade Marks Office to serve the*needs of
these areas and determine the marks which ghall be registered or
shall be deemed to be registered in each of such offices.

3. Linking up the High Courts having territorial
over the.places where the offices of the Regis
proceedings in relation to marks which are
particular office in regard to which applications have {o be made to
a particular office of the Registry,

281. These recommendations have been
ment” and have been implemented by the Trade ang Merchandise
Marks Act, 1958, Any solution therefore of the problem in relation
to Patents has to take account of the ahove facts and should be
consistent with the provisions of the other enactment.
Territoria) jurisdiction of the offices of the Pate

High Coures
282. Bearing these

and the establishment

jurisdiction
try are located with al)
on the register of that

accepted by  Govern-

nt Office and of {ite

In mind I would recommend the

following:—
(1) There shoulg be & combined Trade Marks and Patent Office

in Bornbay, Calcutta, Delhj and Madras where the Trade Marks
Offices are now located and the territorjal jurisdiction of each of
these offices should be the same for the purposes of both thege
enactments. At each of these offices there would be an officar 1o
deal with Trade Marks and another to deal with patents,

(2) The patents now in force might continue to be on the Cal-
cutta Register for (he burpose of all legal proceedings with however
an option Lo the patentee to elect to have his patent transferred to
any olner zonal office the option however to he exercised  within
Grtoyear or such further period as may be extended by the Cop-
trotler, from the coming into force of the Act.

(3) Applications for patents by persons residing in or ¢
o business in g place in anv of these Zones would have to b
only to the office in that zone,

Following the analogy of the Trade and Merchandijse Marks
Act, 1958, in the case of persons who neither reside r.op carry
on business in India, the address for service set oyt in the
application should determine the zopa] office of the Patent Office
in which the application wouyld have to be fileq. If there is 0pposi-
tion to the grant of a patent, the notice of opposition should be
filed in the same oflice in which the application for patent has been
filed, whatever might be the place of business oy of residence of {he
Spponent.  In order to ensure that the examination of the applica-
tions is efficient and tc sccure uniformity, this should take place at
the head office of t)e Patent Office. The orders passed should how-
ever be communicated to the applicant through the zonal office so
as to avoid meconvenience to the applicant. Ir hearings have 1o take
place they should hormally be at the zonal office where the appli-
cation has been filed uniess the Controller considers the hearing
at some other place more convenient for any specigl reason. Orders
Issued in relation t, any application should be issued or deemed to
bo issued only from the zong] office so as to serve as the foundation
for the jurisdiction of the High Court to hear appeals from such

arrying
e made

o
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3 peals from the orders
i t to hear apr TS
High Court competen 5 from the order
t(g) gﬁitm o e i %0&!: l?cation for patent
951'isdeiction over the zonal ofﬁcef in c‘{g::;cof thea:(;:’gntroner for patent
or in the case of order > o et
?sp:teeenntsx?llrdeeady granted in that office in which the pa
o}
tored iti for the revocation of patents
imi riginal petitions for ‘ nis
& Slmllatilgt"?na%le only by that High Cou..;t ghxc)znhg:hitsgrme
shoul p%’i?ion Zver the pf;ce where the zonal office
rial jurisdi - the pac
. istered is situated. . ——
P T regl"Soceedings under Clause 55 should be ex;;%s;vsjgdjvél&t:n
i (©) The pgtence of the High Court hgvmg terntoria:' Jf“?here ;s
D Comptjon{ as defined abova. This is necesiarybzsbd’u%eeard e s
over.thbenpii ihz;t Clause for petitions for revocatzsn being
rovisi A / tor
ge?:nce to the claim for compensation. s Part 1 of the Report
283. I have dealt with the(abov{e matte.‘ﬁ...ﬁi; i O the Repart
d Toﬁve suggested the insertion of 2 new chapter 1 ’
an 3 suggest i |
necessary provisions. ‘ T
dure where validity of claims i3 attacked in mfm?ﬁe*ng it
roc ’e IO ‘ o & o
o ;4 The proceedings in relation to Pakef.’xt? 2 %tiﬁr)) ?§)CS§;ts od
2 ? (1.) Suits for infringement (clause‘oE} Coo ”t”e ). ( ) it Lo
L.rgéml'zrati:m as to non-infringement (clause 57:. 5, cumplai
ming of moundles cats infringemen: claus .
ning of greundless threats of infringer o
;

' & D enables
985, Section 29 of the Indian Pa']jnts & De ‘~.}Isdimion
285, Se 29 fan Parer ' u-
in S Jul tior
ntee to institute a sult istriet Ces avine surisdiction
a patentee to against any person who has iniringed his rigl it
to try the suit agains rson who has 1o ed, Bis vight
t roviso that. where the dczenc‘la;“ ouner- ¢ Sovocation
arp nat. L \ ounter-claint shou'ld s Y sier d )
! i with the counter-c hould st: ansfe o the
2e Surl} a](>1n¥c’r‘k ‘dJccis‘rm Clause 58 of the gz;.’retpmda{es in sub
.HT‘ e a isions i ion 29 of the Act.
Z:fg)e \t"xe above provisions in section 29 of th A e At 1011 i
ax Section 29 (2) of the Indian Patents anc}-#efigi};n‘wiéq ot in
. 286. OC(} ‘th~e lavs that prevaiis in several other €o “‘::.m oF the
world, t MU]S A.. the UK and the Commonweahh‘ cfuuréu;]{ R ranee
y 1 onl . enda
MR lo1 mention only a few, enables J‘.epef rnin‘-‘ringemem,
e "Bel%{3{111;' of the patent as a defence to a suit for inf
the invalidit
1 seeti S: \
e o i on which a patent may be revoked unde!
“(2) Every ground o : ent m od undes
(Z)SE;:‘tieog ‘56 shall be available by way of defence
'.‘ ‘"
for infringement. e 3 ot e
nd this provisien has been repeated i ;\:<.:nd ) 3 (B ol the
. i “ Is provisioit s neeessary a 1 '
i apree that this provis . ~lausc relating to revo-
s I(”;)]'f\('(‘ sugpested its retention in the clause relating
clauses 10 sugg’

cation. e orarses guestions as to the man-
. The existence of this defence rases }“; > * s as to the
wor l'ilz‘l(xx'il\ls;t<lible differences between dlf{»'r(n}t C;Fdl“”g; ri\solved.
nef,éihwo‘q‘imt:ali.dity of the clnirmldof &1(1 ptlklnl‘im,iiglatem might | be
vall ,' ou a 1S. N
Lo make my meaning ggliaihiirrvone and if these infringers x;je‘?fide nz
S ers ‘ o f eren
infringed o b?gixfe;; or commit the act of ‘mfr.mgementt gxould hove
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Court and these Courts might decide differently the point about the
validiy of the patent. In the United Kingdom this problem of con-
flicting decisions does not arise because all suits for infringement
have to be filed in the High Court.

288. In the case of Trade Marks where conflicts of decisions of
this type also arise, I recommended the procedure of having the suits
for infringement in which the validity of the registration of the mark
was raised, stayed and requiring the person ralsing the point of inva-
lidity of the registration to move the competent %Iigh Court for the

‘rectification of the Register. 1 do not think it is necessary to adopt

such a procedure in the case of suits for mﬁ‘m%ement of patents. The
number of such suits would be so few that such a complicated proce-
dure is not called for.

289. In its place I would recommend the following. A suit for
infringement may be filed in any court not inferior to a District
Court which has territorial jurisdiction under the Civil Procedure
Code to entertain it, All defences including those based on the invali-
dity of the patent would be gone into by that Court and by the appel-
late Courts if appeals were filed. But any finding by the Court that
the patent or any claim therein was invalid would not have any
effect on the patent as such and would not lead to the revocation of
the patent. In other words, the decision in the suit would be merely

" one inter-partes operating between them by way of res judicata and

not one in technical phraseology “in rem” affecting the patent itself.

Reveeation proceedings only before High Court having jurisdiction

290. If any person interested were desirous of obtaining an ad-
judication which would, if successful, have an effect on the patent
itself and beyond the immediate parties to that proceeding, he should
file a petition for revocation of the patent, and the forum for this
proceeding would be exclusively the High Court having territorial
jurisdiction over the office where the patent is registered. If the
petition succeeds, and the patent is held invalid, then subject to the
result of any appeal preferred against such a decision, the patent
would be revoked and an entry to that effect would be made in the
Register of Patents. It is needless to add that where the Court dis-
misses the petition for revocation, there would be no legal bar against
other persons interested in initiating fresh proceedings for revoca-
tion, though, save in exceptional circumstances, the chances of such
a petition succeeding, particularly since the later proceeding also
would be in the same High Court, would be very remote.

“Supplemental Record” for entries of decisions as to validity in
infringement suits

291. T have referred to the fact that when a petition for revocation
succeeds, appropriate cntries would be made in the Register of
Patents. It is now necessary to mention what should happen in cases
where a Court pronounces against the validity of a patent in a suit
for infringement. The decision of the trial court might be taken up in
appeal to a High Court, or the suit itself might be tried in a High
Court, and it is therefore proper that some record should be made of
this finding for the information of other persons interested in the
patented invention. I would recommend the opening of a "“supplemen-
tal record” and entries being made in. such record of the result of
proceedings, which, though of importance in relation to the valldity
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“of a patent grant, do not legally aflcct the patent itself. The patent

may be the subject of sale, or = licensing and 1t would be of the
utmost importance to the prespective purchaser or licensee to be
informed of what any court has pronounced regarding the validity or
invalidity of the claims in a patent.

‘Revocation by way of counter-claim in infringement sult

292. The question that remairnz for consideration is as regards
the provision in the Bill regarding counter-claims for revocation in
a suit for infringement, which fcﬁows the crovis:on to section 29 of
ithe Indian Patents and Designs Act, 1911

Clause 58(5) runs:

“(5) A defendant in a suit for infringement of & patent may
apply for revocation of :ne patent & waxv of counter=claim
in the suit:

Provided that where such a counter<mim s made, the sult
along with the counter-ciaim shall e transferred to a High
Court for decision.”

293. As a patent has effect throughout India. an action for in{ringe-
‘ment of a patent might possibly te filed in any par ndi
the infringement takes p{ace or where the inimnger resides or carries
-on business. From this, it would follow that the High Court (o whizch,
‘in the case of a counter-claim for reveccation. the vroceeding would
stand transferred, if the provision ~f the Bill iz Clause 58 werc adopt-
ed, may or may not be the High Court which would be compelent to
entertain a petitien for revocation under the scheme of zonal distribu-
‘tion of offices which I have formuisted carlier. Of course, this might
be got over by providing that the High Ceurt to which the proceedings
would stand transferred, should, in the event of a2 defendant in an

oo

infringement action counter-claiming by w of revscation, be the
competent- High Court as determired by other rules.  But I consider

this as a very inconvenient course to follow since this would mean
the claim for revoca-
tion would be tried in @ High Court possibly very far removed from
the place where the alleged infringement took place or where the
alleged infringer resided or carried on business. It does not need
argument to show that having regard to the distances in our country,
this would be a very inconvenient state of affairs and would neces-
sitate the issue of commissions for examinaticn of witnesses, a rather
unsatisfactory procedure.

294, For these reasons, I would suggest the deletion of this sub-
clause.  Where a defendant in & suit for infringement desires, in
addition to raising a plea regarding the invalidity of the patent
-alleged to be infring«i to obtain the revocation of the patent, he
should file an independent petition o the competent High Court for
‘the latter relief. If the sult for infringement were pending in th
same High Court then it may be cxpected that the two proceeding
would be heard and disposed of tegether even without any specific
statutory provision thercfor.  In cther cases, a stay of the infringe-
ment suit pending the disposal of the petition for revocation, would
be in the discretion of the Court trying that suit, and in regard to

this matter also, there is no need for any provision in the Patents

Act, the powers contained in the Civil Procedure Code being sufficient
{0 obviate conflicts of decisiona. : L
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Provisions for forum regarding appeals and revocation similar to that

in Australia

205. The scheme | have formulated of a single High Court being
vested with an exclusive jurisdiction to entertain and dispose of (1)
appeals from the Controller's orders, and (2) petitions for revocation,
while other Courts have jurisdiction to hear and determine suits for
infringement and decide defences based on the invalidity of the claims
alleged tu be infringed, is very similar to that which prevails under
the Australian Patents Acl, 1952 subject to two exceptions to which

1 shall advert later. .

296. In Austraelia, as in India, there are a plurality of Courts which
have jurisdiction to entertain suits for infringement. The Australianm
Patents Act, 1952 is a Commonwealth statute, the rights conferred on
a patentee by a patent extending over the entire Commonwealth
including all the States. The Courts of each of the States of the
Commonwealth have jurisdiction to entertain suits for infringement,
and the defendants®in such suits are, as under Section 29(2) of the
Indian Patents and Designs Act, 1911, entitled to raise by way of
defence the invalidily of the claims of the patent alleged to be in-
fringed (vide Scecetion 105 of the Australian Act, 1952). The problemn
of avoiding conflicts in decisions regarding the validity of paten?
claims 1s nearly the same as in India—I1 say nearly, because the
number of the State Courts are infinitesimally smaller than the
rnumber of District Courts in India in which such suits might be filed.

297 The solution adopted in Australia is this:

(1) Appeals from the orders of the Commissioner of Patents lie
1o the "Appoal Tribunal” and Section 146 of the Act of 1952 designates
the High Court of Australia as the "Appeal Tribunal” for the purposes
of the Act,

(2) In regard to petitions for revocation, Part XI of the Act con-
stitutes the High Court of Australia as the exclusive forum for enter-
taining petitions for revocation of patents.

(3) In regard to actions for infringement, Section 113 of the Act
enacts. “Jurisdiction is, by this section, conferred on the High Court
to hoar and determine an action or proceeding for the infringement
of a patent, but this section does not deprive another court of juris-
diction which it possesses to hear and determine such an action or
proceeding”. The reference here is te the commen law jurisdiction
of the State court and the effect of the section is to continue the
jurisdiction of the State Courts to entertain suits for infringement.

298. [ referred to two matters in regard to which my proposals
constituted n departure from the scheme of the Australian legislation.
The first of them is in relation to the provision for a counter-claim in
a suit for infringement.  Scction 116 of the Australian Patents Act,
1852 enacts that when o counter-claim for revocation is made in any
suit for infringement peading in a State court, the entire proceedings
are automatically transferred to the High Court of Australia for trial
and disposal. It woule be seen that this is similar to the provision
in Section 29 of the Indian Patents and Designs Act, 1911 and Clause
58 (5) of the Patents Bill but there is this difference that in Australia,
there is only one Iigh Court to which the proceeding would stand
transferred while in India, there would. be a multiplicity of such
courts dependent upon the location of the District Court in which the
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XL 1hE INTERNATIONAL CONVENTION

33,4 . o Y h 4
Fatents Enquiry Committee's recommendation

304, The Patents i iry C i

. : osnquiry Committee ree i

304, "The tents Lnquiry Cony > commended in
;!juz fu.pmt the desirability of India Joining the Internaliux;)lalr(af A
t-l.“,)’:} ()‘(Jh(‘ Pl‘mu(.‘lmn of Industrial Property. The ren c?gvem
vothe Committee in favour of thig suggestion may ho e out i the
ox the Com ay be set out in their

“One of the H!)_IU'\.‘H of the Convention i . ‘Dri i
by virtue of which any ;Ji\l‘.%‘]()\rl(-'\}\“}I;;;]fl)l."\‘th[; )( l;i)(fu’ \P“OI:”K‘3'
eany one of the member Stagey (.m '}1p>1“-";iif1?‘pd’mnt
would i his application for o mtentAi'\l 'ulr;*lt')l‘ujl;“ (n‘.}llt'.
Y e I 4 N i 1 3 ) ‘ . ‘
(111](1;;111,‘\[1 .\!‘.\l'u‘x 15 »!11(‘(.{ within one yoear At}lo‘ra‘n;}tc{l}‘t llL‘:
‘ ed Tt Fvim that his patent in the said oth Swtes
should be dated as of the date of the a l ation bmt?s
the State of origin, ippiication made in
Indmn. inventors who seek to obtain patents in forej
tries are at present handicapped for want or} t}?;s?l‘gr;iocgltl;;




Certain other privileges extended to members of the Con-
vention are also denied to Indian applicants for foreign
patents, It has, therefore, been suggested that India
should join the Convention, ,

As against this view, there is a feeling in some quarters that
India will not gain much by joining the Convention as
¢xperience has shown that by joining other International
Organisations, she has suffered rather than gained any
advantage.

It is quite evident from the Articles of the Convention that
Indian inventors, whose number is increasing, will gain
substantial advantages, particularly with regard to obtain-
ing ‘priorities’ for the patents taken out by them in foreign
countries. It may be that, for some time to come, the
number of Indian Inventors who would derive such
advantages in respect of their foreign patents will not be
as many as foreign inventors who would secure correspond-
ing advantages in respect of Indian patents granted to them.
Even so, we do not consider that thiz circumstance alone
should be decisive as to whether India should join the
International Convention.”

Membership of the Convention against the interests ‘of under-
developed countries

305. Having considered the matter independently, I feel unable
to endorse this suggestion.  In this connection, I might usefully refer
to an article in a recent issue of “La Propriete Industrielle” under the
title “The International Protection of Industrial Property and the
different stages of Economic Development of the States” where the
writer expresses the opinion that the differences between econcmic
and industrial conditions of the member nations of the Internaticnal
Union and those of the backward territories have become so great that
the continued existence of the Conventlon, instead of aiding the
development of the backward territories, will retard it: He adds that
the changes to which the convention has given rise have tended o
make it an instrument in the hands of the economically most power-
ful countries which formed a sort of closed group determined to defend
its monopolies.

306. Though the Articles of the Convention leave a considerable
latitude for the operation of municipal laws, they appear to me in so
far as the Articles relate to patents for inventions, suited more to the
industrially advanced than to the under-developed countries. In
making this last observation, T have in mind the recommendations
I made regarding the desirability of India joining the International
Convention in my report on the Reform of Trade Marks Law (vide
paras. 86 & 87). When ] made that recommendation, my attention
was conflined to the position as regards the law relating to Trade
Marks and to unfair trade competition end I did not have the oppor-
tunity to cons'der the question {rom the point of patents which I
have now had.

307. Apart irom any thcoretical or ideological preference for or
against the Convention, I would point out two matters which have &
vital bearing on any decision on this matter, The first {s that some
of the recommendations which I have made and which T consider

,
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aaé_e_.;taﬁl it:? achieve the ade?ltmte working of inventions in the country
o ot de{éccordance with the Convention, For Instance, I have
roomn n 4 that patents which are not adequately worked within
"Hceg ars ter”they are compulsorily endorsed with the words
Ace ces of right” might be revoked on application to the Controller
1gain, I have recommended that patents for articles of food, medicine
ete.; mfjght be revoked on application to the Controller if within four
goe‘zjxx;str:o;?ietéheatcé?;e tOf thﬁlsi' gi;z;lnt,dthey are not worked within the

Y uat © sausly tne demand for the products withi
the country, ~ These tw i i t ° 1o 5A(3)
e s Co;}f:rcntion whicho 2;;1);;)‘;):75ions might contravene Article 54 (3)

1" .
(S)zfzszﬁtéff(ﬁ 3’10 pétent shall not be provided for except
‘ere the granting of compulsory licences would
not }?avef been suficient to prevent such abuses. No pro-
Ceedmg for the cancellation or revocation of a patent may
be instituted before the expiration of two years from thoe
granting of the first compulsory licence” T

Jelning tho Convention not recommended: Maulti-fateral treatios for
reciprocal arrangements preferred S e o
y 3(2788.["{119 second matter I %vould like to refer is this. Under Sec-
ton 784 of the Indian Patents and Designs Act, 1911 India can ente-
inio conventions and arrangements only with the United f‘:‘;ﬁq;}:“”{ag"
J'Ls nglnzons S0 tha-t at present without any amendment of L;é Lwc
:le a‘xeuunibltc'to offer priority to applicants of other countries and
haturally that is an impediment in the way of other countiries offer~
Ing priority rJghL§ to our nationals. In the redraft of thz';o‘roovjsllo‘ﬁ
rlrléi;]?e é’aten}s Bill which I have accepted, convention ar'ralngc'me“‘;
ght be entered into with any country and on the ratification of
Slflc‘};x arrangement, priority is conferred by the Act on the ‘apg\li;an;
(i) Lthat con\{entzgn country. Thg patent laws of almost every country;
cnu ‘e,wor d enable it to enter into treaty arrangements with other
rio hnttrtespslo as lo confer on applicants frem such country priority
ghts, iIready some foreign countries have expressed their desire
Eg enter into arrangements with India for the grant of priori/tir :l nts
Obszespedct of patents on a reciprocal basis.  In passing it mayk be
ob t}:\éCIné};ﬁa& I{ggixotmb%riiﬂg thatfncarly 80 per cent. of the palents
c ster belong to foreigners, it is the other countrieg
It?atthwo?ld be keenly desirous o? securing priority rights in India,
e Sg}r: (?gjcéctthtcosgguéipg ?ifbprlprfxty rights for Indian inventors were
» gained by joining the convention, the same ma
é}fe;:i):)ire&fgcg Sgderz}g??zli ilxludto trteatytt;w_;m}ngemcnts on reciproeal g:?m:z
! : '0uid not entail the need for altering our laws
z‘oogiet:ti)es‘um conformity to the requirements of the Artidles of the
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. i{309, For t.h‘os‘e.reasons, I would recommend that for the present
dia need not join the International Conventlon. - S

XIV, PATENT AGENTS

No provisions f i
TamioY Acts or rcms#ration of Patent Agents undor tho present

310. The Indian Patents and Desi
: \ gns Act, 1911 does n )}
'Zny speclal  provisions for controlling the profession ootf Clg:tt?r{ﬁ
Agents, It {s open to any person to advertise himsclf g a P;r.c-y’
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Agent and to offer to draft patent specifications and undertake other
work in connection with the obtaining of the patent even though
such person has no technical quahncan.on‘ There are no doubt a few
Patent Agents who are persons of skill and quality. But as every
person is at liberty to act as a Patent Agent, the consequence has
been that grossly incompetent and even fraudulgn_t persons have
often acted as Patent Agents with great loss and injury to unwary
inventors who emploved them. ’I have heard of complaints with
regard to the unscrupulous dealings by self-styled Patent Agents
who have encouraged persons to apply forf patents for vorthlefs
cluims or who in drarting speuhcgtxons of the plauns had made
serious mistakes. 1t is, therefore, desxraple that as in other countries
Patent Agents should be properly qualified to do their work, a work
which involves great skill and responsibility and that such persons
should have their names entered in a roll.

Herschell Committee’s repert (1888) in the UK.

311. The situation in India described abovel appears o me to
approx:tmate to - that which prevailed in the United lxingdpm before
provisiens as regards Patent Agents were fgr the first timé intro-
duced mto the Patents, Designs and Trade Marks Act, 1883 by an
amendment cffected by an Act of 1888. A Comm,‘;t_tee presided over
by Lord Herschell, the Lord Chancellor, was constituted to enquire,
inter alia, into the question of the proper sta‘tu.tor.y provision as
regards Patent Agents, and it was as a result and in g.rnplcrnenmnon
of the recommendations of this Committee that the Act of 1888 was
cnacted. The Committec observed in thelir report:

“Strong representations have been made to us in favour of
the creation of a roll of patent agents. It is said that there
are puersens calling themselves patent agents who possess
neither the requisite knowledge  or Integrity, and that
occaslonally inventors who are poor, and not highly cdu-
cated, suffer ceriously in conseguence. Some witnesses
urged that if a roll of duly qualified agents were created,
the Puatent Office should be permitted to deal only either
with the inventor himself or with an ugent on the roll,
We cannot recommend such a regulation and we think it
would be undesirable to put the right of communicating
with the Patent Office in the hands of any body of men,
or to create a monopoly in respect thereof. The matters
upon which the office has to communicate with inventurs
are sometimes of a character quite untechnical, and it
would be a hard measure to prevent an inventor in the
provinces from transacting his business with the office in
such cases throuph the agency of a friend residing in
London.  And we do not sce our way to distinguish in an
cenaciment between cases of this nature and those reguir-
ing technteal knowledge, even if we thought it desirable
to create a monopoly in favour of agents on the roll,

We think, however, that it would he of publie :1(1‘\'nrlt:1ge' {o
provide a means of securing a roll of patent agents consist-
ing of duly qualified persons, the admission to which
should be possible and easy for all persons so qualified.
With this object we would suggest that steps shopld be
taken with a view to fixing a standard of qualification for
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the title: of patent agent. And it might perhaps be well
tq cnact that any person should be subject to a penalty
who without being on the roll assumed the title of patent
agent either by advertiement or by description on his
place of business or on any documents issued by him”
(page vii of the Report),

Statutery provision for registration of Patent Agents recommended

312. The situation in India being the same I consider that the
remedy and the form suggested by the Herschell Committoe may
with advantage be adopted and I accordingly recommend the same
subject to a few modifications in detail to which I shall advert pre-
sently.

313. The right to use the appellation of Patent Agent and right to
hold oneself out as a Patent Agent and practise the profession us
such should be confined to those whose names appear on the Register
of Patent Agents and the use of such name, the holding out or
practising as such without being on the roll should be penaliscd,

History of the UK. statutory provisions as to Patent Apents

314. In England the custody of the Patent Register and the
conduct of the qualifying examination for eligibility o be rezistered

PR RS

in the Register were entrusted to the Institute of Patent Agents, which
in 1891, became the Chartered Institute of Patent Agents,  Under
the UK. Act 1907 the Comptroller was given power 1o refusc ceogni-
tion not only to agents whose names had been struck off roll

for any professional misconduct but also to those persons wha had
not been duly registered. Under the 1919 Act, the practice of
Patent Agency was closed (o unregistered firms or companies, but
a provision wus made whereby any British subject who proved to
the satisfaction of the Board of Trade that prior to 1st August 1919,
he had been bona fide practising as Patent Agent either on his own
account, or as a member of g firm, or as a Manager or Dirccter of
an incorporated company, could be entitled to be registered, if he
made application for that urpose within a period fixed by the Board
af Trade, unless the Boar of Trade were satisfled that he had while
0 practising been guilty of misconduct.

Controller to be in charge of the Register of Patent Agents: Who
may be registered as Patent Agents,

315. In India there is no recognised organisation or Institute of
Patent Agents corresponding to the Chartered Institute of Patent
Agents in the UK. 1 would accordingly suggest that the custody of
the proposed Re fdster of Patent Agents and the conduct  of  the
qualifying examination should bo entrusted for the present to the
Controller of Patents and Designs. The enactment may provide {or
the registration of the following classes of persons as Registered
fatent Agents if they apply for registration to the Controller in the
prescribed manner.

(1) Any Advocate, Solicitor or Attorney on the rolls of any High
Court who holds a degree of a recognised University in Physical

ence or Engincering or equivalent selentific or technical qualifica-

tien to the satisfaction of the Controller,
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.~~yon, the rules may prescribe the

(2) Any person who is a graduate in Science or Engineering ol
a recognised University or who' ssesses. equivalent scientific or
tehnical qualification to the satisiaction ol the Controller and who-
hss passed the qualifying examination prescribed {or registering as &
patent Agent under the Rules. As regards the qualifying examina-
- syllabus for this ex'fhmxnaticg;.

ieh might be conducted by the Central Government. The candi-
?;ﬁltlcfghou%d be examined in Patent Law and practice in addition to
rechnical subjects somewhat in line—but having regard }o.the condzh
tions 1n India not of such high standard—with the quali‘xymg exami-
astion conducted by the Chart?red Institute of _Patem Azgents in
{,ondon. Graduates i law, science or epgmegx:mg might be per-
mitted to sit for the qualifying examination. I the abox{e systerm
is followed, we will have a set of registered Patent Agents who as.
a bocy might be expected to be fairly competent for the purpose ot
drafting specifications and conducting proceedings under the Act
before the Controller.

(3) Any person who has a degree in sclence or engm:eeri.rlg of a
recognised university or who possesses cquivalent scientific tmd
technical qualification to the SEJHSI&CUOH\ of the Cont{iollef iand x:.h:o
had worked as Examiner of Patents at the Patent Q:HCO)IOI agxin.«
mum period of five years provided that no oﬁ{zcer'of mil ateﬂm_ Office
who has held a post involving duties ag a hearing G‘z'ncc:»r+ for more
than twelve months shall be qualified to be registered or o pracd
as a patent agent, and . 1'

(4) Any persen who has been descm‘?lgg mmselifax‘ﬂ‘d bon%rgp?;

_.practising a5 & Patent Agent for at least 5 years before the 1st c
January 1980%, provided that he satisfies the Controller El{mt “e“h“
drafted and filed at the- Indian Patent Oﬁice at least 30 compl
specifications during the five years precgdmgg the con}menccimen. o
the Act and at least five complete specifications durméz every year
in that period, and provided he made an apphcatifmv for 1egx§tr§txozﬁ.
as patent agent within a year from the date of coming into force oI
the new Act. :

Aliens not to be registered as Patent Agents

_The statute should provide in express terms that chm}y! &
per?;é?x who is the citizen of India shall be eligible for registration
as o Patent Agent. It may be mentioned fn this connection that in.
‘he UK., Canada, Australia and most other ;ouptneﬂs, an slien lsn;?
allowed to practisé as a Palent Agent—see Section £R(6) of the U.K.
Patents Act, 1949 and Rule 10(3). pf t}}e U.K. Register of _Paltems
Agents Rule, 1950. Such a provision is necessary particularly as
Government might pass secrecy directions for security reasons in
respect of some of the applications for patentls and such applicat&oz}m
~should not be allowed to be handled by allen I?atent Agents. Iov

any event, competent technically and scxendﬂcahquuahﬁed Indian

citizens are available for the work and they should"bc encouraged

to take up this profession which is quile remuncrative. As 8 f;iv;
aforeign nationals have already set up lucraiive prachce} in ht
‘country, the rules may ?rovxde that those persons wao ave
been practising continuously for five years before the Ist January
1960* in the manner stated earlier, may be exempted from the rule
[T s cxpected that this Report will be published by 1-1-1060 and henee:
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as to nationality but this would be no ground to permit .sew aliens
into this profession.

Rogistration of Companies and firms as Patent Agents

317. Section 88 of the UK. Act, 1949 provides for incorpbrated
companies being registered as Patent Agents subject to certain con-
ditions. I do not consider a simllar provision necessary or useful
in this country. The right to be registered as a Patent Agent should
be confined to individuals. A firm of registered Patent Agents may,
however, be permitted to practise under a firm name, provided how-
ever, every one of the partners of the firm is registered as a Patent
Agent in the prescribed manner; unless this requirement is complied
with, the firm as such should not -be allowed to practise as Patent
Agents.

Rights of Registered Patent Agents: formaticn of clesed prefession
not rocommended.

318. I shall now deal with the rights of
degree of monopoly, they should enjoy. In
{t i3 nccessary to keep in mind the nature 5
vsork in connection with patent applications and patents generally,
The work in relation to applications for patents and the {urther
procedure relating thereto may be ¢l three heads:
(1} drafting of the patent specification matters which
involve acting and appearance bhefore i including
Appearance at hearings in respect of applics tenls, opposi-
ticn proceedings, application for cor nces ete. and

} proceedings before the Court.

the

Ige]
[

319, For work falling within the first category engaged in
the task chould necessarlly possess sufiicient tech wl scientific
qualificaticns. Tor the second type of work, viz. mce in pro-
cecdings before the Controller, though the posse yf technical or
scientific knowledge would be a great advantage, ensle ability is
necessary, so that I do not see any harm in permmiitng, besides those
who are permitied to do work of the first type, legal practitioners,

ie. those entltled to act or to plead before the High Courts. This
class would include Advocates, Solicitors and Attorneys, on the roll
cf any High Court in India. Regarding proceedings before Courts,
these would be before the High Courts having jurisdiction over the
appropriate office of the Registry. These proceedings might be of
three classes—(a) appeals against the orders of the Controller; (b)
petitions for revocation under Clause 37; and (c¢) applications for
determination of compensation under Clause 55.

Persons entitled to draft specifications

320, Taking up cach of these types of work in that order, I would
recommend that as regards the drafting of specifications, this should
be a monopoly of Registered Patent Agents, subject only to one
exception, viz. that the inventor might draft it himself or get it done
by any person duly authorised by him. Taking into account the fact
that there are just a few qualified Patent Agents in India, I would
recommend that there should be no closed shop and that though
the holding out by a person as a Patent Agent when he is not a
Registered Patent Agent should be penalised, there should be no
bar on an inventor sccking the assistance of a fricnd to draft his



' specification. 1 might point out that in the corresponding provision . 25

of the Trade and Merchandise Marks Act, 1958, persons in the sole Acting and appearance before courts
and regular cmployment of the applicant for registration are among 324. No ‘specific provisions : ary
. those permitted to act and appear before the Registrar for their the right to act and plead in resdm nefces.sd_ry i the Act ag regards
V;"},“-‘L\principals. In the gase of inventions {or which applications for patents Act before the High Court T}?em o proceedings under the Patents
4" grc made by an individual, firm or corporation, it is possible that law regulating the right of le le Tetisionrould be governed by the
their technical stafl might be much better acquainted with the is only necessary to add that .ga.)p,»mcmmnel‘s before such courfs, It
technicalities involved in the invention and might be able to appre- entitled to act or appear in a; licg,.ls‘tered Patent Agent might not be
ciate and put forward the salient points of the invention better than name being on the roll of r e ivil Court, merely by virtue of his
even o Patent Agent. The Act should not prohibit the inventor R registered Patent Agents.
himself or an applicant for the patent from drafting his specification, , emoval from the register
| There should be no objection, either, to allow an indlvidual, firm or L 325. The rules should provide f
corporation to permit his or their technical expert, even though not the names of the Patent Agentsef or the Sufzf?ensloq or removal of
a registered Patent Agent, to draft his or their specification and act on the ground of professional 'rfm the register of Patent Agents
on his or their behalf. There is no need in such cases to compel the whom the Patent Agent appe ‘r.m"cpndum‘ The Controller before
. individual, firm or corporation to resort to Patent Agents for filing the notice of the Cent‘ml (i};:)\,af,s ‘rmght be empowered to bring to
tneir applications. But such technical experts who may be employed of the Agent and the (‘Zentrqflgl'mﬂt any misconduct on the part
by an individual, firm or corporation to draft his or their specifica- POWer to pass appropriate orde wovernment might be wvested with
tions will not be allowed to practise or describe themselves or hold giving the Agent aniopr)oiwntr,s i case ol proved misconduct after
themselves out as Patent Agents in India or elsewhere unless regis- I have up 1c Rt ity to be heard.
* {ered in the prescribed manner, for the irnoi‘)ovzn?gr‘x Sgtf ({;‘t B tb“’“d outline my recommendations
PR, . et Be S PRy R, we b} . ' dise o se o s o the Patent system and I shall p ceed ‘o
Requirement us to scientific qualification for membership besod on ‘ ciscuss the several clanses of the Patents Bill of 1953 and tg‘ﬁgcexe%@}lg

¢he Austrn'ian statute of the changes T would recommend: as regards these provisions

321, In making the recommendation that a mere legal practi-
tioner, Advocate, Solicitor or Attorney of any High Court should R
—~ not be permitted to draft and file specifications as a part of his pro--
fessional work, I am following the precedent in Australia, where
such an exclusion ol a legal practitioner as such occurs. o

399. Section 137 of the Australian Patents Act, 1952 enacts:

“137. Legal Praclitioners not to prepare specifications cte—A
legal practitioner shall not prepare a specification or a
document relating to an amendment of & specification
other than a document relating to an amendment directed
under section eightysix of this Act—
(a) unless, within one year after the commencement of
this Act, he has satisfied the Commissioner that, at
any time before the first day of January, One theusand
nine hundred and fiftytwo, he had practised as a
patent attorney; or ' . S
(b) unless he is acting under the instructions of a patent
attorney or of a legal practitioner who has satisfied
the Commissioner as provided by the last preceding oot
paragraph. ’ :

Penalty: Qne hundred pounds”

§ . Appearance before Controller and the doing of cther acts hesides
drafting specification,

323, Appearances before the Controller and the doing of any act
in the Patent Office other than drafting specifications, may be open
to all legal practitioners, i.e. Advocates, Solicitors, Atlorneys on the
rolls of any High Court, and of course to all registered Patent Agents.
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PART II

'

NOTES ON THE CLAUSES OF THE PATENTS BILL, 1953
Clause 2—Definitions,

326. I would suggest a few changes in the expressions deflned in
Clause 2 both by way of omission as well as additicn.

(a) “Advocate-General”—I have suggested the cmission of the
reference to Advaocate-General in Clause 38—the only
clause where it occurs in the 3i ]——and *" this recom-
mendation is adopted, the definition migat be deleted

0

Even otherwise, it appears tc b= unnecessary.
Ly {c} Section 4(1) of the Trade and Merchandise Marlks Act,
1958 enacts that “the Central Government ) noti-

fication in the Official Gazet'e appoint a : e
known as the Controller-Generzl of Patents, uas‘gn and
Trade Marks, who shall be the Registrar for the purpeses
of this Act and the Controller of Patents and uc"*pm for
the purpeses of the Indian Pa'e and bes: ]
The Gowl nment have atveady appointed
the designation  of the ler-Gen
s Designs and .sz"\ Mar! - Section
A this, there could not be a lurther appeintmen:
office under Section 5 of the Patents Act.  The proper
method of co~'nd1nat1np he provisions of the Trade and
Mercha uh"e Mearks Act, 1958 o those in this Act would
be to define the expression “Controller” as {ollows:—
“Cont AOIW* means the “Controller-General of Patents
Designs and Trade Marks”.
{d) and (e) may stand.
{ee) After clause (e) I would suggest the addition of a defini-
tion of the expression "Covernment undertaking” which
I have used in my redraft of clauses 37, 41 and 53 to 55—
This might run:—

. “‘Government undertaking’ includes any industrial
undertaking carried on by a (‘m\r(\rnrrﬁ'u department

“ or by a Corporation owned or controiled by the Cen-
tral or a State Government”

(f) In place of the delinition of the words “High Court’ which

Ca,. . appears in the Bill, T would supgest a definition on the

same lines as is found in section 2 of the Trade and Mer-
chandise Marks Act, 1958. The reasons for this definition
WO uld be apparent from the discussion relating o the
need for a new chapter foliowing clause 3 of the Bill.

. (g) might be omitted since the Indian Patents and Designs
Act, 1911 has already been extended to the State of Jammu
apd Kashmir,

129




(h)

“Invention”—-The definition of “invention” is contained
in sub-clauses (h) and (j). I have already discussed the
advisability of deleting the extended definition of “inven-
tion" suggested by the Patents Enquiry Committee so
as to include “a method or process of testing applicable
to the improvement or control of manufacture” (See
paragraph 52 ante).

This apart, in place of the present definition, I would suggest

one, which I consider, taken in conjunction with a re-
draft of Clause 3 of the Bill, more accurately represents
the existing case law in the UK. and in U.S.A. regarding
the meaning of “invention”. 1 would add that my draft

is based upon the language used in the Canadian eand
U.S.A. Patents Acts and the decisions on this topic. The
following definition might replace sub-clauses (h) and
(3)—

“Invention” means, any new and useful art, process,

method or manner of manufacture,

machine, apparatus cr other article, or

substance preduced by monufacture; and includes any
new and useful improvement of any of them.

(i) Legal Practitioner.—The expression “Legal Practitioner”
v

is used in the chapter relating to Patent Agents. If not
specifically defined for the purposes of this Act, the ex-
praession 1s apt to refer to all categories of legal practi-
tioners including several clesses of pleaders, as well as
ruktyars and revenue agenis. taving regard to th
nature of the qualifications requizite for a Patent Agent 2
well as the qualifications which g person who appea
before the Controller in proceedings under this Act ough
to possess, I consider it desirable to restrict the right (o
legal practitioners entitled to act or to plead in a High
Court. The definition might run:—

“Legal Practitioner” does not include a person not
entitled to act or plead in any High Cour:.

£
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(})—-may be omitted.
(1)—1In place of sub-clause (1) I would suggest the follow-

(n) “Patent Agent'—In view of my recommendations

ingi—

“‘Patented article’ and ‘Patented process’ mean respec-
tively an article or process in respect of which a
patent is in force".

that

the Controller should maintain a register of Patent

Agents, 1 would suggest the following definition to accord

with this recommendation:—

“‘Patent Agent’ means a person for the time being regis-
tered in the prescribed manner as a Patent Agent'.

(p) “Patent Office”—the reference here should ba to ‘section

5 and not to section 4 in view of the redraft T am recom-
mending.

1

’

i

TR

Add

W},scmﬁm'm a doabt Ns bieen W whether the ex-

tesgioh “petsoh’” whuld include “Gewerngnent"

K. Act of 1049 proceeds on the st tmﬁ? dc?c}se.
I would prefer controversy being. avel by, the defini-
tion of the expression “person” to inelude Government.
of course, to qualify for being counted a “person inter-
ested"—where the Government is hot specinlly  named,
it should have “intereat” as other individuals,

Again the expression “person interested” is used in several

e

clauses of the ‘Bill {vide for example, Clause 21 as redraft-
ed. In the UK. the exnression has received rather a

“limited construction as confined to those having a present

trade or manufacturing interest. This might not be suffi-
cient to include persons engaged in rescarch. To put the
matter beyond doubt, T would suggest the insertion of a
definition reading—

(pp) “Perzon  includes

the Government, and ‘Persen
interested’ includes, a percon engaged in research or
a bedy or organisation engaged in promoting
research, in the same field to which the invention
relates”.

“Prescribed”--The definiticn in the Trade and Merchan-

dise Marks Act, 1858 of the cxpression “prescribed” is

more comprenensive and I would suggest the adoption of
form. This runsi— N '

« ‘Pra;cribmﬁ’ means, in relation to proceszdings before a

h Court, preseribed by rules by the High

rt, and in other cases, prescribed by rules made

I
R W E )
wder this Act”.

addition T would add a definition of the expression “pre-
scribed manner”.  The expression “prescribed  manner”
is used in several cleuses of the Bill in conjunction with
the expression “accompanied by the preseribed fee”. The
definition of the expression “prescribed manner” so as to
include the requirement of the payment of the prescribed
fee, would obviate the need for reference to the “pra-
scribed  fee” in each clause. 1 would therefore suggest
the following definition of the expression “prescribed
manner"”;—

“(qq) ‘prescribed manner' includes the

: payment of the
presceribed fee',

In addition 1 would suggest

(1

)

the addition of the definition of the term “Register” as in
the Trade and Merchandise Marks Act, 1958—
“(rr) '‘Register’ means the

N

_ Register of Patents
to in scction 677,

referred

and (2) a provision, in relation to the Controller, on the lines of

section 2(2) (d) of the Trade and Merchandise Marks Act,
1958, avhich runs—

“In this Act, unless the context otherwise requires, any

reference  to the Registrar  shall be | conctriiad e



including a reference to any officer when discharging
the functions of the Registrar in pursuance of sub-
section (2) of section 4", }
(s) In . the definition, ‘true and first inventor” is defined
. as including the first importer of the invention and the
first communicatee from abroad. I have already dis-
cussed (vide paragraphs 116—123 ante) the reasons why

the definition should exclude these two cstegories of per-
sons. If the expression “truc and first inventor” were
used for the firet time in the Indian statutes the omission
of the extended definition would be sufficient to achleve
the purpose. In view, however, of the meaning which
that expression has borne in the Indian Patents &

Designs Act, 1911, I consider that it would be preferable

to have g mecmc definition excluding these two categories

of “inventor" The definition might then read:

“(s) ‘true and first inventor’ does not include either
the first importer of an invention into India or to
whom an invention is first communjcated from out-
side India

Clanse 3—What is not patentable
397. 1 would suggest a revision of the terms cf clause 3 first, by

an cxhaustive enumeration of claims wm:‘w are not patentable and

sccondly, by making a Lm nge in the mattes ned

clause (d) in relation to “sustances produce

)

- or intended for food or medizine”,
294 1 would redraft the clavse zs follows:—

‘3. What i3 not pzxtem”bﬁv —The ronov”"ﬂ not be patens

table under this Act and shell be

have been patentablei—

1) (&) An invention which iy frivelous or ciairas emj»
thing obviously contrary to well ¢stablis)

laws.

(b) An invention the use of which w
law or morality or injurious to Pt

{¢) The mere discovery of a  scientl
formulation of an abstract theo ry.

(d) Methods of agriculture or horticulture.

(e) Processes for medicinal, surgical, curative, prophy-
lactic and other treatment of man and processes for
similar treatment of animals or plants to render them
frec of discase or to increase their economic value or
that of theiwr products.

(1 A clmm (o a substance obtained by a mere admixture
resulting only in the wqrcrmtxon of the m‘ope“ties

-~ of H».»\ components thereof or a process for producing
such substance.

() A mere distovery ol any new property or new use for
a known substance, or of the mere new usc of a
known process, machine or apparatus.

EREL S

o

, (h) A mere arrangement or rearrangement or duplica-
o tlon of known devices each working in an old or well-
¥nown ‘way. .

(2) No patent shall after the commencement of this Act
be granted in respect of inventions claiming—(a)
substances intended for or are capable of being used
as food or beverage or as medicine (for men or eni-
melg) including sera, vaccines, antibiotics and biolo-
gleal preparations, 4nsecticide, germicide or fungicide,
and (b} substances produced by chemical processes
including alloys but excluding glass.

(3) Notwithstanding anything in sub-section (2) inven-
tions fof chemical processes for the manufacture or
production of the substances mentioned in that sub-
cection shall be patentable.”

329. I have rearranged and redrafted the matter contained in
para g phc {a), {b) and (e) of the Bill. In addition I have included
he eral types of {nventions or alleged inventions which are uni-
or almost univerzally not patmtdb I consider that if a
tute preceeds to define what is not patentable, it is much more
1‘ tc*’y that it should be as exhaustive es possible in respect cf
L

o

matter rather than that some portion cf it should be left to be
alt with on the basis of the case law on the subject, particularly
in view of the non-availability in India of reports of cases dealing

with t‘ s branch of law. The form I have zdopted would leave not
r"m am for doubt or ambiguity and would make the adminis-
“"fah of thie Act easier.

) 330. I‘.-bst of the categories of inventions set out in sub-clause
(1) are almost um\c"sa'ly not patentable and I would include in
this cb; ’:msL in paragraphs (a), (b), {c)}. {g) and (k) of sub-
clause (1).

291 Baen [ D, o . . .

331 Para () —I atems for inventions in the fleld of plant pro-
pagation by asex ual metheds (wmcn would fail under para (Q)j are
specifically permitted L}, the Patents Acts of the US.A. ‘.nd cf South
Africa, but not in any other country. They have never been

granted in India and the cnactn‘eﬂt of para (d) will remove any
doubt that might exist as regards the patentability of such inven-
tions.

332, As regards para (e) inventions of medicinal or surgical
treatment of man are universally not patentable. Similarly cura-
tive processes for the treatment of plants or animals have been
held no! to be “a manner of new manufacture” and therefore not
patentable in the UK. (vide Rau’s application, 52 RPC 362—pz odvc—
tion of lupin seceds of high oil content); the matter of American
Chemical Paint Coy's Application, 1958 RPC 47 (treatment of
cotten plants). In the matter of an application by the Canterbury
Agricultural College 1958 RPC 85 (treatment of shéep for increas-
ing the wool yield). It appears therefore that this type of inven-
tion is unpatentable in India also under the Indian Patents and
Designs Act, 1911 when the statute uses.the same words “manner
of new manufacture”. To avoid doubt and clarify the law, I have
included the inventions specified in paragraphs (d) and (e) in the
first sub-clause—which has retrospective effect,




Tats 4

333. A provision ofi the lines of paragraph’ (£} if to be found in
the' pa’tén’t-pla% of sevetal &amﬁ%&“%@?@%ﬁ% “df it was enact-
cd in the UK. in 1932 in the UK. Patenty #nd ¢ Amendment
Act of that year [vide provido to Section 38A(1)]. There how-
ever it was confined to inventions relatihg' to substinces “intended
for food of medicine” and the provision was continu#d in a slightly
extended form by section 10(1)(c) of the UK. Paterts Act of 1949
under which it applied to substances “capbble of béiny used as foed
or medicine”. I have hawever removed! the restefctilin In the scope
of the prolibition to subistanteg “capable of beidgaied for food or
medicine' because logically no differentiation ¢an be maintained
between them and other substances produced by admixture merely.
The language of section 10(1)(c) of the UK. Act of 1849 has been
the subject of severe criticism by Blance Whits (vide “Patents for
Inventlons' page 153) and I have tried to adopt @ phraseology which
might avoid these comments. The result of the unpatentability of
process claims for effecting admixtures would in'effect mean that only
processes involving chemical reactions would be patenteble taking the
provisions of this paragraph in conjunction with sub-clause (3).

334. So far as sub-clause (2) is concerned I have in paragraphs
54 to 102 ante discussed the question involved in this recommenda-
tlon in full and I have recommended that the adoption of a provi-
sion on the lines of section 38-A of the UIL. Act, 1807 to 1946 would
not be in the interests of the country. I have there suggested that
in regard to inventions relating to substances produced by chemical
processes and also articles which are used as food or medicine ete,,
no patent should be granted for the product as such but the patent
grant should be restricted to claims for the processes by which the
product is produced. Sub-clause (2) of my draft gives effect to
this recommendation. In passing I might make reference to two
maltters:

(1) In substance this provision is in line with the provision
of the Swiss Patents Act of 1954 and I have already re-
ferred to the several other countries in which similar
restrictions on patents are to be found.

.(2) The sccond point is that I have included “alloys"” as chemi-
cal products to which the restricted rule as to patent-
ability should apply while excluding glass from that rule.
I have already discussed the reasons for this provision and
it iz unnccessary to repeat them. -

New Chapter-IA

335. A new chapter numbered “l1A" might be inserted after
clause 3 which may contain the necessary provisions for (1) the
determination of the appropriate zonal office. and (2) the competent
High Court. '

336. The territorial jurisdiction of the zonal oflices o entertam
applications fcr the grant of patents would have to be defined. In
the Trade and Merchandise Marks Act, 1958 and the rules, elaborate
provisions have been made for the determination of the appropriate
office of the Trade Marks Registry in regard to existing marks. [ do
not think. that this claboration is needed in the case of patents. In
regard to existing patents, they might be all treated as having

4.
B2

‘been registered in the .office at Galclita where they -are now TS~
itared swith .en gption, v_}id‘#.evﬁr, 1given o the:mmﬁia%mwlmh
Hatents transferged to iany* ather .office -of ithe Patent offive. THis
'ﬁ?i on,might be parmitted to be exercised within a reasonzble tifie
after the coming into favce of this Aut, eay, within one vedr wr
within such extendedaé)eriod 4s the -Contraller may .allow, Wntil
1§z_et _? u_on“is ?txercﬁld ,b;!thfi] appropriate office might be Calcutta
but thergafter it wo the office chaosen t

the betng by the patentee for the

337 Pen‘ding applications might %o dealt with on the same bazsis
as applicatzonstﬁled after the cammencemant of the Act. .In the
case of non-resident foreigners, the address for gervice in Zndis set
»zzgt in the applications enight determine 4he apprepriate office where
bwfemaypllwatiqn for the patent could be enterinined and proceeqcod
s + 4. regard to applications from percony resident in Incia
. n . . !
}:Lxr places of residence might determine the appropriate office of
the Patent Gffice for the above purpase.

. S38. As In the Trade and Merchandise Marls Act, 1058 there «will
Jx@}fci 10 Le a definition of *‘High Court’ so 5 10 iink up the aporu-
priate office of the Patent Otirice with the perticular  High Ccurt
which weuld haye jurisdiction in respest of patents registered or
deamed to be registered in that office.

s 339. As has already been staied, the exclusive jurisdicticn of the
High Courts a5 defined would be confined 1o

{(a) deciding appeals from the orders decisions and direciicns

of the Controller,

(b) entertaining petitions for the reveocation of patents. or

{e) proceedings for the rectification of the register,

(d) determination of compensation cte. under clause 55.
Other legal proceedings concerning patents such as suits for in-
ix;mgemcnt (Clause 58), for declaration of nen-infringemoent (Clause
27) or to restrain groundless threats under Clause 66 might alt be
._dlsposgd qf py courts not inferior to a District Court having terri-
torial jurisdiction to entertain them under the provisions of the
Code of Civil Procedure.

Clauses ¢4 and 5—Patont Ofice and {5 bronches and Contro ang
use d Controller and
340. In dealing with the definition of “Controller” in clause

2(c), I have pointed out the necessity for linkin up the provisions

of the Trade and Merchandise Marks Act with those of the Patents

and Designs Act.  As the law relating to patents and that relating
to Designs would be covered by dificrent picces of legislation, it

would be necessary to alter the last two lincs of section 4(1) of
the Trade and Merchandise Marks Act. 1953 (6 read—
vaw

and the Controller of Patents for the purposes of the
Patents Act, 18 , and the Registvar of Designs for the
purposes of the Designs Act, 1§ "

341, In view of the provisions already made in Section 4(1)y of
the Trade and Merchandise Marks Act for the vesting in the Cen-
tral Government power to appoint a paerson as the Controller-
Geners] of Patents, Designs and Trade Marks, it is not necessary




() hmve the provision empowering the qppointmént of this officer
drayplinsted in Clause 5. T would further suggest a rearrangement
A e provislons in Clauses 4 and 5 of the Bill so a3 to secure
umfr/zmijjy with the corresponding sections of the Trede and
(faschervdise Marks Act, 1058, The following will achieve this
(s 10 The clauses might run thus:—

“4 Controller and other officers—(1) The Controller-Ceneral
of Patents, Designs and Trade Merks appointed under
Section 4(1) of the Trade and Merchandise Marks Act,
1958 (Act 43 of 1858) shall, for the purposes of this Act,
be the Controller of Patents. ' ‘

(2) The Central Government may appoint so many exami-
ners and other officers with such designations as it thinks
fit for the purpose of discharging under the superinten-
dence and direction of the Controller such functions of
the Controller under this Act as it may from time to time
authorise them to discharge.”

“5. Patent Qffice and its branches.—(1) For the purpose of
this Act there shall be established an office which shall be
known as the Patent Office. ,

(2) The Head Office of the Patent Office shall be at guch plaze
as the Central Government may specify and for purposes
of facilitating the registration of patents, there may be
established at such other places as the Central Govern-
ment may think fit, branch offices of the Patent Office.

(3) The Central Government may, by notification in  the
Official Gazette, define the territorial MNmits within which
such Head Office or branch office of the Patent Office may
exercise its functions. ’

(1) There shall be a seal of the Patent Office”

Clausie (—Persons entitled to .apply for a patent

342. The language of the three sub-clauses is taken from section
1) (a) and (b) and section 1(3) of the UK. Act of 1949, The U.X.
section embodies the recommendation of the Swan Committee whao
suggested that an assignee might be rendered eligible to apply for a
patent and prosecute @ patent application. Clause 6 is comprehen-
sive covering every case of assignment and devolution and might
thercfore stand.

343. I need hardly add that in view of the altered definition of the
expression, “true and first inventor” in Clause 2(8), a person who is
the first importer or a communicatee of the invention in India, would
not be entitfed to apply as a “true and first inventor” under Clause
S(a).

Clause 7T—Form of Apnlication

344 Sub-Clause (1) --In view of (he provisions relating to tne
terrrtortal jurisdiciion of the head office and branch offices of the
Patent Oflice and to co-ordinate this with the provision as to the ‘High
Courts’ it would be necessary to make appropriate changes in
Clause 7(1). ‘

345. Section 35 of the Australian Statute, corresponding to Clause

7, requires that every application shall be for one invention only.

by

There is no doubt that this is also the intention of theé Bill which is
sought to be achieved by the provision in Clause 9(4) which pres-
cribes the contents of a claim of a complete specification. I, how-
ever, consider it desirable to restate in Clause 7 itself that an appli-
cation for a patent shall be for one invention only. If these changes

are effected sub-clause (1) might run:—
7. Form of Application’—(1) Every application for a pgtent
shall be for one invention only. IF; shall be made in the
~ prescribed form and shall be filed at the appropriate office

of the Patent Office.”

346. Sub-clause (2).~—This corresponds in general to Section 2(2)
ci the UK. Act of 1848 except that Clause 7(2)(b) enableg the
original deed of assignment to be flled as an alternate to the
flling of the consent of “the true and first inventor”. The object of
résuiring the consent of the true &and first inventor 1is to
eafeguard his interests and ensure that no application is made in
fraud of his rights, On the other hand the purpose of calling on the
opplicant to file the originsl deed under which he claims his right
to apply is that evidence right be available to the Controller for
deciding the right of the applicant to file the application, As th
objects of these two requirements are different, there is incongruity
in making them alternative conditions as has been done by this
sub-clause. ‘

347, Further, the filing of the original deed under which the
gnee claims mignt not furnish all the information necessary to
cnable the Controller fo accept the title of every assignee-applicant.
In the first place, the definition of “assignee” is comprehensive to
include the legal representative of a deceased person, and hence
probate cr letter of administration might be needed in some cases
(vide Rule 10 of the UK. Patent Rules, 1549). Secondly, the title of
the applicant from the inventor mignt be traceable to more than cne
deed, and the sub-clause as drafted is defective in that it requires the
applicant to file only the last deed under which his title vests.

3438, The applicant would no doubt have to establish his title to
make the application and for this purpose it is sufficient to require
him to file an affidavit setting out how he traces his title to the in-
vention. The rules might make provision for the particular evi-
dence which he must produce to prove his case.

349. T would suggest that clause 7(2) might run:—

“Where the application is made by virtue of an assignment of
the right to apply for a patent for the invention, there
shall be furnished with the application or within  such
period as may be prescribed after the filing of the applica-
tion—

(a)an affidavit by the person ctaiming to be the true and
first inventor or his legal  representative,  stating
that he assents to the making of the application; and

(b) an affidavit signed by the applicant setting out the
facts relied on to support the application.”

The statutory ‘declaration’ under the U.K. Act {s analogous to an
affildavit under Indian law (vide Rule 141 of UK. Patent Rules,




1940); and henep I have substituted the word ‘affidavit’ for ‘declara-
tioa' whigh- ocys in the Bill. B

The tefersit¥ to the payment of the prescribed (ee in Cleuse
7(4) (b) 'might e amitted in’ view of the deknition of the expression
“pdésctibed taaner”, I : :

Clawse TA~-Information and u@gieﬂakﬁngs regarding fercign applica-
dons . oo '

350 In gdditfan to the dowg:umims set out in Clause 7(2) it would
be useful to mzéhire the applicant to furpish the following further
information. The majority of the applicants {or' palents’in India
are' {oreign natidnalo and in saveralcacca’the dpplication in India is
for the same or'substentially tid dame invéntion as that for which
an epplication Y¥gr pucat hos already been made by them in other
countries. 1t would Le of sdvantage 'therefore if the applicant is
réquired to stole whother he hay made any spplication fer a phtent
for the same 61 substantiaily the dawe invention as in Indla in ony
foreign country or countties, the objections, il any, raised by the
Patent Offices of such countries on the ground of want of noveliy or
unpatentsbility or otherwise and the amendments directed to
be mede or actually made to the specification or claims in the fereign
country or couniries uplo the date of acceptance of the application.
Thiz matter acguires added importance by veason of the  change
which I have suggested in the content of the publications which
should oonstitule anticipation to deprive an invention of novelty.
As publicgiion abroad before the relevant date would also constitute
anticipation, fhis 'information would be of great use for a proper
eusminglien of the application.

351, 1 woulg further suggest a provision for ensuring that the
anplicant keeps the Controller informed of any further f{oreign eppli-
cotions made and of the orders made on such applications after the
date wf the Iedien applicetion. Naturally this would have tc he in
the form of an undertaking to be filed by the applicant.

352, A provision of this sort is not at all unusual. Somewhat
similar obligations are laid on a}}plicants for patents in Canada by
Rule 30 of the Canadian Patent Rules. Besgides, st the recent Com-
mardwsalth Conference on Patents and Traede Morks at Cenberra the
{ollcwing resedution was passed unanimously:—

“This Conference recommends to these countries of the Com-
monwealth which undertake novelty search under statu-
tory provision that they should provide in their legisla-
tion measures whereby applicants may be required to
furnish the result of scarches in other Patent Offices.”

353. Clause 7-A might run.—

“7. A —Information and Undertokings regarding fercign appli-

catisns.~—Every applicant for a patent shall along with his
cpp-ication file—

(1) (a) a statement setting cut the name of the country,
the serial number and date of filing of all applications
for & patent for the same or substantially the same ine
vention as disclosed by the provisional or complete
specification as the case may beé, filed under this'é&pt.

{%
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made in any country outside India, by either the appli-

, cant or %6 his knowledge by some perscd “throagh
5 -%qom‘be‘ﬁaim'or by some person deriving title fram
imy T '

(b} an under i:m that he would up to the date of the

' dpicep.téhggﬁ his ‘complete specification, filed in Indls,
communicate to the Controller similar details "o
every foreign application and subsequent to those i
sny get out in thé staterment in the previous sub-clause
within § weeks of his being apprised thereci;

(2) (a) 8 statement setting out the detsils of all objections

© tglien and orders passed on the ground of the foven-
tion lacking novelty or patentabillty and any amend-
ments effected to the specifications end claims {n gsuch
toreign countries In regard to the opplications cet out
in (a) and (b) of sub-socticn (1);

(b) en undertaking that he would up to the date of the
acceptance of the complete specification, communi-
cate to the Controller details of oll objections taken,
orders passed on the ground of the fnvention lzcking
novélty or patentability and the smendments effecte
to the specifications or cla and made subsequent
to that statement specified ih-section (1) with-
in & weeks of his being appr: thereof.” .

354, In my draft of Clause 7-A. [ have veferred to the applica-
ticns made abroad “by the applicant and by those from wham he
claims and. by thase claiming under him’. 1 am consclous that
often encugh applications are made not singly but by twn or more
individuals and that the Indian applicant might not be the sole but
a joint applicent in the foreign country. I have not, howewver,
thought it necescary to meake specific provision for this contingency
in the text of the clause, because I feel that an application abroad is
none the less one by the applicant here, notwithstanding that it is by
him jointly with another. In this view I am supported by the inter-
pretation which was placed on a similar provision in regard to con-
vention application in Switzer's Patent 1958 R.P.C. 415

355. To secure compliance with this provision as to the disclosure
of information regarding foreign applications for the same invention,
1 am adding to Clauses 21 and 37 words to include failure to com-
municate information in possession of an applicant, as constitutmg
a ground of opposition and revocation respectively.

|8}

‘fause 8—Provisionn] and Cemplete Specifications

356, Sub-Clause (1).—Under Scction 4A (1) of the Patents and
Designs Act of 1911, a complete specification has to be filed viithin
nine months from the date of the application and the accompanying
provisional specification, with a permissible extension by one month
on request made by the applicant to the Controller for proper cause.
The Patents Enquiry Committee, while recommending no change in
the initial periog of nine months prescribed under section 4A (1) of
the present Act, suggested that the pericd of one month allowed
for extension may ge enhanced to three months. Clanse 8(1) of
the Bill adapts this recommendation. )



357. Under the corresponding. provisions of the U.K. Act of 1948
[Sections 3(2) to 3(5)] and under the Australian Pstents Act,
1952-—1955 [Section 41(}) and 41(2)] the time for {lling a complete
specification, where a provisional specification has accompanied the
application, is twelve months with n permissible extension by an-

“other 3 months for proper cause, making the maximum interval bet-

ween the filing of the provisional angd
months. .

358. Under the earlier UK. Patents & Designs Act of 1807, the
initial period was fixed at 8 months with a possible extension by an-
other three months but as the total time of 12 months was found to
be inconveniently short, it was extended to 12 and 15 months res-
pectively by the Amendment Act of 1932, The Swan Committee sug-
gestzd no alteration in the state of the law.

3538, The question eg to the precise limit of time to be permitted
for the filing of a complete specification has to be determined by
the balancing of two considerations: (1) It is not in the public
interest to have too leng a period of secrecy for an invention; (2)
Inventors, however, do require a period of time for developing their
inventions. The object of the system of provisional specliication is
to give time to the inventors to develop their inventions after the
basic discovery has been made, so that they are in a position to
specify in the complete specification the best mode of performing
the invention. In this connection it is to be noted that a vast majo-
rity of epplicants for patents in India are foreign naticnals. Where
the applications are from the Commonwealth countries with whom
we have reciprecal arrangements for priority dates for patents, the
majority of them are filed under the reciprocal arrangements which
require thut the mpplication should be accompanied by a complete
specification [wide section 78A(3), proviso (a) of the Indian Patents
& Designs Act, 1911 and Clause 82(1)(a) of the Bill]. In the case
of other foreign applicants alse, a complete specification is  more
often filed with the application, as in several of their home coun-
tries, {e.g. America or Germiany) there is no system of filing of pro-
visional specifications and the Indian application is made subsequent
to the filing of the application in the home country. The result is
that the majorlty of the provisional specifications filed at the Indian
Patent Office are from Indian applicants. During the period 1950—
57 out of 20,222 applications for patents, (out of which 3,873 were by
Indians), 2860 applications were accompanied by provisional speci-
fications and of these 2091 originated in India and only 769 from
abroad. In view of these facts, an extension of the period for filing
the complete gpecification after the date of filing the provisional
specifications would benefit mostly Indian nationals to  get their
complete specifications in proper order for being filed.

complete specification 15

360, 1 accordingly recemmend that Clause 8(1) may be amended
so as to dlow a period of 12 months with a possible extensien by
another 3 months an the lines of section 3 of the UK. Act which
has been followed in Australin and New Zealand.

361, Sub-Clause (2).--The corresponding provision in the UK.
Act, 1949 is scction 3(3) which, however, does not specifically
mention that the two or more applications accompanied by provi-
sipnal specifications referred to in the clause should be in the name

‘of the same applicant in order to attract the provisions of that

R & acceptance of the complete
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section though this is implicit from the other provisions of the 1.K.
Act with reference to anticipation ete. The language of the sub-
clause which speciﬁcally provides for the applications being i the
name of the same applicant puts the matter beyond doubt and
might therefore be retained.

362. It should, however, be pointed out. that the Austrzlian
Patents Act hes in addition a provision for applications fer irven-
tions which are cognate being made by different applicants ang for
these several applicants being granted a patent jointly [vide Section
50(4)]}. Under the British system, this type of joint grants
B would not be possible. I do not consider it necessary to adopt the
additional Australian provision and would retain Clause 8{%) {= its
present form.

, 353. Sub-Clayses 8(3) and 8(4) may remain as they are. The
are substantially reproductions of Sections 3(4) and 3(5) of
UK. Act

Clause 8—Contents of Specifieation

364. Sub-Clause {1).—This is substantially taken from Seci:on
4(1) of the U.K. Act, 1849 and might remain.

-365.. Sub-Clause (2).—Reproduces in substance Section 4{4; of
the Indian Patents and Designs Act, 1911 but does nst include Sub-
Section (5) of that Secticn. That sub-gection runs—

“If in any particular cese the Controller considers
application should be further supplemented by a mo
sample of anything illustrating the invention or
to constitute an invention, cuch model or
may require shall be furnished before the
\ue application, but such model or sample
deemed to form part of the specification”,

366. A provision on these lines was first intreduced in the UK.
Patents Act in 1907.- The rationale of this requirement of sample
was thus explained by the Comptrolier in his Annual Report of the
UK. Patent Office for 1607—

“With the object of checking applications for speculziive
patents for alleged inventions based only on cheri
theories, and net submitted to the test of experiment,
Section 2(5) hns provided that where the inventicn in

« respect of which an application for a patent is made is a
chemical invention, such typical samples and specimens
as may bo preseribed shall, ‘I in any particular case the

ey Comptroller considers it desirable, be furnished before the
specification”,

v Edition, Vel 11, 1§
power on the C

Frost in his Treatise on Patents (Fou
15 explains the object of conferring i
to require samples thus— |

“The object of giving the Comptrotler the above power is to.
prevent the granting of mere blocking patents. It is to
enable the Comptroller, on behalf of the public, to be
satisfied that the alleged invention will really produce the
results stated. If a claim be allowed which iIs in terms
sufficiently vague to apparently include the production of




¢ Usedito harass a subsequent meritarious inventor, who,
by a gifierent mvmﬁon% aple tp P‘Q%k‘lﬁ such chemi-
¢al 7" When the Comptroller considers it desirab

to call for samples and specimens and the applicant is unable
{0 produce them, or sutisfy the Qumpiro
be ‘produced, the ' ler ¢can, upon the repért of the
Exarniger, eithar refuge the gpplication or require amends

describa the pature of the invend:

tactics“which previously were, in eome casgs, practised

patentecs whose claims were purposely draftedin 1

sufficlently vague to appegr to claim ch

which could rot, be proqured by the alleged invention”
I consider this therefore a useful proviston which deserves to be
-retained (vide also section 40 of the Canadian Patents Act).

387, Sub-Clauge (3).—~This deals with the contents of a complete
specification and follows the provision contained in the corresponding
section 4(3) of the UK. Act which is substantially shinflar to Section
£0(1) of zhe Augiralian ensctment, The provislon in  Cenads
(Section $8), however, i3 more detailed and brings cut the effect
of the decisions on what a complete spacification should contain, [
<pneider that the fprm adopted in Canada might with advantage be
adopted here wigh sultable changes. In plece of this sub-clause I
would suggest the {ellowing

“8(3) (a): Every complets specification shall correctly and fully
describe the inventisn znd its operation or use, as contem-
plated by the imventor, lancluding the best method of per-
forming the invention which is known to the applicant so
as to digtinguish the invention {rom the prier art and ghall
set forth clearly the various steps in g process, or. the
method of constructing, making, compounding or using a
machine, manufacture or compasition ef matter, in such full,
clear, concise amd exact terms as to enable any person
skilleg In the art or s¢lence to which {t appertains, or with
which it {s most clpsely connected ta make, construct, com-

‘ pound or use it; ia the case of & machine, it shall explain
the principle thereaf, and the best method in which the
applicatipn of that principle is contemplated; in the case of
a process the necessary sequence, if any, of the warious
steps shall be explained.

{b) The specificaticn shail end with a claim or claims defining
the scope of the invention and stating distinctly and in
cxplicit terms the things, combinations or processes that
the applicant regards as new and to which he claims to be
entitled to protection.”

368, Section 36(3) of the Canadian Act enables additional {ce belng
<harged where the number of claims contained in 3 complete specifi-
cation exceed 20 following in this respect the
Law of the United States. I would recoramend a simdlar provision
for adoption. " This would have the ¢ffest of eliminating unnecessary
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Clamse 10—Priority dafe of clalms of cofnplste cpetifications”

", 369, The.separation of the priotity data for claims for the purpese
;Qi_ﬁgémim;ﬁwfhypfmm,&e date from which the patent should

Y

be effective wae made {n the UXK: in 1043 as a result of the récommen-
dution:of the Swan Comrnitten (para 33 to 43 of thelr Final Repart),
The Patents Enquiry. Committee recommended the edgpmonﬁc';—‘i this
system in India and this-is incorporatad in Clause 10 of the Bill, 1
agree there is advantege in this system.

370, Coming to the details of the provision, it has to be noticed
that the language of Clause 10 is substantinlly derived from the cor-
responding section 5 of the UK. Act 1848, = When this matter cf
priority dates was, conmde?ed by the Dean Commitiee in Ausiralia,
thev suggésted one main change from the UK. system. -
of difference is thus expressed in paragraph 59 of their Repori:—

“Under the Britlsht Act and practice, claims are not allotted
priority dates, uniess and until the matter becomes an
issue; but, on the whole, we consider that there are
advantages th specifying priority dates in the specification
and permitting themn to be challenged in opposition, reveca-
tion and infringement proceedings.”

R
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Section 44 of the Australian Act
récommendation enacts:—
“44, (1) There shall be a prioritv date for cach claim of a com-
plete specification.
(2) A claim of & complete specification shall indicate the date
which the applicant considers to he the priority date of
that claim.” ’

which fmplemeants the above

The requirement of this provision is carried out in Australia by the
statutery rules framed under the Patents Act. Under Regulation 6
read with paragraph (11) of Part 1T of the 3rd Schedule, the priority
date of each claim in the specification is required to be inserted by
the applicant at the end of each claim. I consider the Australian
provision to be an improvement over the British practice and T would
recommend its adoption in India. '

371. I would further suggest the addition of three new provisions
which are not to be found either in Clause 10 of the Bill or in Scction
5 of the UK. Act, 1949,

372. The first one {3 baséd on Section 45(3) of the Australlan Act

and is applicable in cases where a further or a fresh application has

beén filed under Clause 18 (1}:6f the Bill which deals with the division
of -applieations, whose ratio I shall explain in mv notes to that Clause



i
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373. The other two are not found in specific terms either in the
U.K. or in ghe Australian Acts..  The first relates to the effect of post-
dating of applications with reference to prioritles. As to the effect
of post-dating, Terrell saygie— = . o o

“The applicant gets more time for filing a complete specifica-
: tian for putting his application in order but at the risk of
' having his patent wholly or partially invalidated by gome
‘ disclosure or application mazfe meanwhile” (Terrell ‘Law
of Patents’ page 38},
I have given eflect to the principle behind this last observation ‘n
the redraftéd sub-clause (&), :

374. The other is o provision for determining the priority dste
where o complete gpecification is preceded by more than one provi-
gional epecification and & claim is besed -on- matter fairly disclozed
partly in one and partly in another of these provislonal specificaticns.
The Australian Act does not make provislon for such a case, und in
the ebsence of a specific provision, the priority date would be the date
of the filing of the complete cpecification which {s not proper.

375. The following redraft of Clause 10 would implement the
ahove suggestion: —

“10. Priority dates of claims of a complote specification.—{1}
There shall be a priority date for each claim of a complete
specification,

(2) Each claim of a complete specification shall indicate the
date which the applicant considers to be the priority date
of that claim,

(3) Where a complete specification is filed in pursuance of a
single application accompanied by—

(a) a provisional speciflcation, or;

(b) by a specification which is treated by virtue of @
direction under sub-secticn (3) of section 8 ag a provi-
sional specification;

and the claim is fairly based on the matter disclosed in the
specification referred to in (a) or (b) above, the priority
date of that claim shall be the date of the filing of the
relevant gpecification. .

(4) Where the complete specification is filed or proceeded with,
in pursuance of two or more applications accompanied by
such specifications as are mentioned in the preceding suh-
section and the claim is falrly based on the matter disclosed

(&) in one of those specifications, the priority date of that
claim shall be the date of filing of the application
accompanied by that specification,

(o) partly in one and partly in another the priority date
of that claim shall be the date of the filing of the
apolication accompanied by the specification  of the
later date.

(6) Where the complete specification has been filed in pur-
suance of u further application made by virtue of Section
16{1) of this Act and the claim is fairly based on matter
dizclosed in any of the earlier specifications, provisionsl or

&

pe

w‘complete, as the case may be, the priority date of that claim
arhall be the date.of the. of that specification in which
the matter was first disclogsed.. = . .
-~ (6) Where, under the foregoing provisions of this sect]
" claim -of - let no oy
g a complete specification would, but for the pro-
. .Vvistons of this sub-section, have two or mare vriority dat
the priority date of that Ny T or o
, priority date of that claim shall be the catlier of
. earliest of those dates. o i
() In"&ny case to which sub-secticne (3) to (3} do not a==Iv
by ’ . S {w) Lo (v, ac ot & -V
ne -»E-'?»‘écht ~date of a claim shall, subject 10 the orow s
tien.bﬁ Vn 3, be the date of filing of the complste spacifca-
* (8) The reference to the date of the flling of the application
e nr of ARe 1 : o in thi 5 f e onEms
indy ;;L_A. complete specification in this section chall in czses
WIeTe tlf;m has been. a postedating under sub-tections {2}
. or {3) of Section 16 of this Act, be a rcference to the Cata
a8 £o post-dated.
(8) & olaim in a complete speeification of a patent chall nct be
-~ invelid by reason only of—
‘(&) the publication or use of the invention o far ¢s clais
in that claim  on or after the pricrity date of

L

claim; or

{(b) the grant of another patent wiich claimy tho inoen
43 m g far aa H * S T
tion, so tar as cleimed in the {irst mentioned clalr, in

a claim of the same or a later priovily date”

Clanse it-~LExaminction of Application
" d'.;C ﬁﬂfs clause i.:; certainly an improvem
tion O of the [ndian Patents and Designs Act, 1

OS¢ . é 1 ( 1100 that i
particularly the functions of the Examiner and the C};m@
report.  In substance, this clause follows the provision of
Aot 1()/.(\ iy S 1ol V 1T Provision oi
ac é,m woection 6{13]. There is, however, certfain

A, 1 I p 4

Eocc }.51 "anlcy in It, sub-clauses (a) and (b) somewhat cverla
csices, the ciause {ails to male provision for the con
cbjections based on Clause 3.

377. There is one other matter which logically follows ‘ram
amc;:dmc—gt which I have suggested to Clause 10 (l))f/ ?}i)elglg? rr[:: ]
the inclusion of provision on the lines of Section 44 of the Adiit:'“‘;::
Patents Act, which requires every complete specification to °Je;: £y -
priority date for cach of the claims. If this is accepted thc-;g would
h‘gve to be a-provision for the examination of this matter on the iine
of Section 47(2) of the Austmlian Act, The follewing redr: f ‘Ll
implement the above suggestions: -— - e

€594 -
il &gmingtion' of AppHeation.—(1) When the  complete
specification has been filed in respect of an applicaticn: for
: .pa‘tem, the appiication and the specifijeation or s:[)(:ciﬁcz;~
tions relating thereto shall be referred by the Controller 1o
an Examiner for making a report to him in respect of the
- following matters, namely— “

(8) whether the application and the g %iﬂcatiox i
. = ‘ - -
- fications relating thereto are in apccordance grritipetgle

,;i%%irx:ements-of this Avct- or of any rules made there-
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