
to the uneconomical
of effort- Competent

advance of
measure due

in his

\'1 asen d eav 0 U r 1ng torn ak e \vas, t hat
on hand ava ilablc for useful

the most economical rnanner , so 85 to
maximise the resul ts of its labours.

265. One of the principal factors thnt
utilisation of research manpower is duplica
observers have expressed the view tha t the

scientists in the recent past has been
to the elimination. of duplication of effort.
recent work {II nside Russian ,--

"One scicnt ific Held in which the Russ ians 2re
strong lsabstrncting. Thr ir sr rv ic c in this rCf~2ld is ~ldrnj L­

led to be incomparably the bcs tin UH' xv or ld, even by pco­
"Vh0 hate to adnil tit. YC;1 r;; ~1 ,L; 0 i n t It C' U n it cdS t;) tcs

of chernistrv \VCTC ob1ic.;cd to l ca r n German, in
orci crt0 r C0 d sci en ti f1 c paperS (1 ~ d kccpu P \V it 11 C; ern1 ;1 n
chcrn ical Ii tern tu rc, wl: ich \VOS w: t liout pccr. Sim i l Z1 r ly
today Z\ great many students in the free wor-ld, part icu lar­
ly of physics, biology and mechanics wish that they
knew Russian, even if they are not obliged to learn it,

. Russian abstracting is so copious and skilful that a point
has been reached where American scicn tists have found
out about new developments in thr ir fIc1ds 'by f ol low
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Patent Office. Now that branches of the Patent Office are going to
be established, those specifications may be stored in such office where
th~ problem of space is not so acute as in the Office at Cal-cutta.
and be put to the use to which 1 shall advert.

'262. The disclosure contained in patent specifications are t.he
results of scientific investigations at the highest level, and the speci­
fications therefore represent a vast accumulation of technical know-
ledge. Though the number of applications for filed in India
are comparatively few, about 3,000 a year, number of such
applications in the U.I(., is over 30,000 n year and in the U.S.A. nearly
1,00,000. Several at the inventions for which patents are granted
in the UJ\:. and in the U.S.A. represent the record of great scientific
and technological achievemen t.

263. The tempo of a country's advance in industrial and techno­
logical development is intimately related to the I8 te of invention
evolved in the country. Though occasionally inve n lion is the r esul t
of a 'fas h 0 f gen ius'; m os t 0 f th e in ven t i 0 ns (1rethe en d
of patient, organised and sustained research by high level
and technicians. Even in countries more industr ially and technical iy
advanced than India, complaints are frequently made of the SC2f-

of scientific and technical personnel of real class gifted wi th the
necessary for research. Jn India th is is
more acute; though the opening of more inst itu tj·JDS

8-Dd of the several na t iorial
lessen the gap between the number nnd tJ13 t 8v3i18b12.

One must hasten to add that there is never any of n surfeit
of this type of because by its fruitful ff i would it32lf
create conditions stcnninc uo the dcrn and.

In Chemistry, Physics and Engineering and other branches of tech;
nology from time to time and tend to eliminate the tendency in
some of the existing officers getting fOSSili.Bed. • The- post of Deputy
Controller may carry the same status and scale of pay, namely,
Rs. 800-1300, as that of the Deputy Registrar of Trade Marks.

256. (v) Joint ControHer._'The Joint Controller of Patents and
Designs will be in charge of the day-tci-day administration of the
office. The statuti and scale of pay for th1s post may be the same as
that of the Joint Registrar of Trade Marks, namely. Rs. 1,300-1,800.
The post of Joint Controller should be. treated as a selection post
and may be filled up on the recommendation of the U.P.S.C.
preferably by direct recruitment or by promotion by ~Iection from
among the Deputy Controllers, -who have worked for at leastfive years £lS Deputy Controller. .

257. Llbrary._It is of the utmost importance that the technJcal
library of the Patent Ofi1ce should be rnaltained up-to-date and all
important books on different branches of technology should be
obtained and made available to the ExairJners ond the public. The
maintenance of the Patent Office Library in every industrially
advanced country constitutes a very important part of the public
service rendered by the Patent Office and their example might be
followed in India. In t.he U.K., for instance, the Putent Office Lib­
rary is one of the principal scfentific and technical reference libra.
r ies in that country and contains the patent specifications of all
countries, abridgements of specifications an.d the latest technical
books and periodica Is in eVery branch of technology.

258. Ahstrncting Section.-This will be a convenient point at
4...which I might formulate a suggestion which in my opinion would

grcntly enhnnce the utility of the Patent Office, by rendering it a
potent instrument for the diffusion of scientifIc and technological
knowledge, great.ly minimise duplication of work nmong those
engaged in research, and thus nccelera te the ra te C'f Invo» t1011.

2SD. Indio is in a position to obtain free on an exchange basis­
the published patent specifications from several Counlries. For
instilnCe a t the rccen t Commonwealth Can ference a t Can berra in

-,,"cNovember 1955 the follOWing resolution was passed:-

"This Conference recommends to Commonwealth countries the
mutual exchange without charge, of their patent publica-
tions, namely, specifications, journals, gazettes, annual
reports, laws and regulations and like publications".

This resolution has not been rntified, but as this was unan i.
there can be no diffiCUlty if a move were rnnrio to

resolution efIcctive. Agoin, the American, Russinn, West
and other Patent Offices have alTered thei!' spccific.:1­
nn ('xchnnge basis, but lack of space to house these has

been the I'casnn for our not il\'uiling ourselves of the facilities offer- .
od. I considcr it a 1111ltter of re,r:;ret that an opportunity for ilCquir.
inrr such a vaJuilhJe~()IJcction of technological information, and
·t'5lnkil1l~ it nvnilable to the public should have been neglecled-mere_
ly for the reason tha t t here is lack of storage facilities.

261. r would recommend that in the first instance at least the
eclfications in the English language be obtained for tJ1(' Use of . the.

-1..
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the object of the provision is to r a ise the level of SCientific and tech­
nical education among research workers and those engaged in indus­
try, the return from the scheme should be looked for only in the
n~tainment of t~hnical advance and increased tempo of research.

269. There is one other matter to which 1 desirE to refer ~here
is a possibility that some of the lm:entions covered by the specinca­
tions received from foreign countries are tr.e subject of patents
gran ted () r 0 f ap plica t i0 nsf0 r patc n t-s w hie h are pendin gIn 1nd ia. In
such n case, the circulation of the kreign specification for the same
invention might conceivably lead Ct! the unauthorised use and in­
fri ng ern en t of the in vcn t ioris pa ten ted in I nd;a This possi bili ty is
avoided by the Patent Office excludmg from t.he abstracts the speci­
fications for which patents have been applied for and are pending or
have been granted in India. This may not be difficult as I am recom­
mending that every applicant for a patent 5.'-:oulcl disclose in his
application the details of the corresp'nrlmg ap;:!lcatlOns if any made
abroad bv him for the same or subs[2ntially the- Si1ll1e invention (vide
clause 7A). In addition, I wou ld s u,,:::est tha t G·::;v2rnrnel·, t might add
n no

tc' 0 f \V D. r n in gin these p u b1 iCJ t : .;L 5 t h ,j t };f.: f ;,~. r' (' :1n:,' :;~ c pis t 2 ken
towards the commercial working .:f trw 111 >:e,lliun pu blish ed the
concerned parties might assure' the;-ns2h'es tha t thcr« is no patent
pending or granted in India.

270, I consider t ha t if the resu 1::::. ac hi (:\'c<:1 by SC'ien tis L) and
sea rch \\' 0 r k e rsin ()the r par 1,s u f ~ ~~ \'.. (I r l
notice) of scientific students e rid \!:(~,;i\crs in
,c;rcatly \vidcning their horizon of
efT() r t an d "v0 u1din ci U I.: r th II rn t () c()~ CP n t ra ~ e
the technique [lJrc~ciy disclosed in ~_::(Js('

~71. Staff rcquiN.'rnpnts of t h« /ibstrncting ScctiOll..-As already
S':I i/.c! the new section for preparifiQ abstracs: of foreign speciflca-
t ions rnnv be placed II ndcr an 1\5S:s:"n t Con t r o ller with two Exami­
ners. T)l(>!'e should be n suffiCIent "umber of well qualified Senior
Scirntific Assistants, First or Second class M.Sc (or RE., First Clas.
n!' Second Class) with a scale of pay i111d status corresponding to the
!l0sts of Senior Scientific Assis.am, in Nntion2! Lnboratories under
the C.S.I.R. T'hov may appcnr fll; the Dcpar trnon fill Examination
on Patents Law and Practico presenoed for the Examiner. provided
they hnd served atlcnst for five vrors as Senior Sr·jcntific Assistants
anti if they »as.. the Dep'lrtrnent,ll L'xarnination they might be con­
sidered by the U.P.S.c. for promotinn to the posts of Examiners
Class I (gazetted) as in the case of Examiners Class II (gazetted).
On an ,lverage about 100 to 125 patent specifications may be abstract­
ed cvcrv month bv n Senior Sz'ien:ific Assist:lI1t ami" on Ow basis
t hat ,lb'Jllt 15,000 sp('{' illca tions rn :1\' h:lv(' to be <1 bstrncted ('ver:;
~: (\;1 r I JOt 0 15 S (\ n i ()l' Sci en ti flc /\ ss i .--: ( (1n (s \\' i 11 hprequ j red.

27:2. Offit't, /\.ccollllUodntlol1._T s:;",I1<1 like tl)' dr;l\\' the ;~ttel1tio))
of C<l\'l'rn!1Wl1l to thr' (;1('t th,lt the D!",,;ent offlcc ;l~.'commodatioll of
the Pat l' n t 0111cc js to l:111yinad eq II Ste :111 d tothell I'gen t neccssity
for providing enough space for the library and to house the fore­
ign spcciflcations I would suggest that, as in other industrially
advanced countries, the combined Patents and Trade Marks Office
should be housed in a separate buildin,g having su01cient accommo­
dation for the office staff :1nd for the Jibrnr~'..

~

~~

267. One of the branches of the Patent Office might be entrusteJ
with ilie task of examining the patent specifications received
U.S.A., U.K., Australia and Canada. I am mentioning these coun­
tries primarily because the specifications would be in English and
would not need the sl?rvices of translators. The patent specifications
dealing with those branches of science or technology that might be
of Use in the country might be Collected, abstractec:i and
the classiflcation being based upon the indust!'y in "';hich it
bc uUUsed and the branch of science to which it is
The dbstracts may then be arranged, printed or
and d llplicn ted Sl'pora t elv for cach class a nd lw merle available
sidc to the public. Governmen t research inst: tutions and technolo­
gical institutions and colleges run by Government may be suppJied
Ircc with abstracts of patent specifJcations in the pnrticular class in
which they arc engaged or interested. If on CX<1mination of the
nbstract, any person desires to have the entire text of the specifica­
tion, this may be copied and supplied on p;:lymcnt of a fee.

268. I rcaliso that Ow above pruposal would in\'o!ve the employ'.
ment of additional staff. 1 assume that of the sneeific:ltions examin.
cd Ilbout 15~~, of them would be of sufficient intC'rpst or importance
to justify nbstrue!ing. Taking into account, the toUll number of
speciflcotions which wouJd be received by the Indian Patent Office,
r consider that a starr consisting of two officers of tIll' grade of Exa­
minel·s. nnd one Assistant Control10r to guide lhc;~'1 ;1nd coordlnntc
their :1clil'i[ies would be' found sufiicient. In :lddition, each of the
Examinl'rs would need the services of a suffirient number of scirnti­
lie <1ssist:ll1t~; of tiw grace of Senior Scientific Assist:lnt in the Nfltion­
al Laboratories-besidc;. clerical staff for typing etc: I am not Ull­
mindful of the fact that the amOllnt realised by the sale of the
tracts would hrmilv meet even Q small portion of the cost. But as

- , •• • • .i.. 4!t;: .!\.UB-
lmUl Ii OBm~Ctlng service' Was set up in 1953, after SUilin.
The aim is to make everything of an~ interest or value
on a scientific or medical subject publtshed in the world
available in Russian within a few months of its first
apP€arance--ab.itract~, translated, and published. This

anything ever attelnpted by any other
or private institu tian in .,

mav aSSUme several forms and of these I will
' The first is where, sl'veral research workers

in solving an identical OT an nllied pro­
results achi<;ved or solution reached by one wolk­

of workers is not immediately made available to the
on the work. The me~hods of eliminating duplica­

type are obViously beyond the SCope of this enquiry
Dnd so I will say no more about it. There is another type of dupli­
cation. in the minimising, if not avoiding of which the Patent Offi"e
ca n lend 11 helping hand. The duplication I arn refen-'..ng to Is that
inVOlved in research in this COuntry being canied on w rt houj these
C'ngaged in it being kept immediatelv informed of the advances made
in other countries of inventions for which pcltents havc> been grantedthere.

-r:
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regard in other countries like t~;e U.K., the U.S-A:, Can.ada, Austra­
lia and New Zealand

Present uncertainty as to Courts

277. It has however to be mentioned t.h.; t the Bill is defect: ve in
that it does not take account oi the fact t!-..<>t there ar-e plurality
of High Courts in India and specify the particular High Court
which would have competence to entertain t11e5€ appeazs. And this
problem r aised by the existence of a pllli.--ality of Hig.h CO:.L-.,.ts is
not confined to appeals against tb.e orders of Cantrolle::.

278. Section 26 of the Indzan Patents arid Desi~ Act, 1911
enacts:

((25. (1) Revocation of a patent in vf;t:ole or in ::~3.Tt may be
obtained on petition to or CD a coun ter clair::: in a ~ sui t
for infringement befc:-e a H:gh Court."

The High Court is defined in se<::JOD 2 (7) 0; :he Act so 25 to incl ude
all the High Courts in India. I: would the,efore be a;:';:arent that
the Act does not p:lrticularise a.:-,y one Cou n as h2 -..ing Juris­
diction in the matter in relati::::1 to anv ::3rticular 7:J2fent arid
that it leaves it open to every Court- i~ India to er~ :.9rtai!i these
proceedings. The result of this sta te of affa t r s can b2S: be surnrn a .
rised by quoting a passago frc:-:: the of L{)rt-~-;,,~il1iams, J .. t,

in In re Hiralal (I.L.F~. 1 230).

liThe position created bv :~c present Act SCC::1S ~c~ be \'C!,\' in-
co nvo riir-r, t a nd Iik~e ~ '.; to fa .se d ifficu !tic:; 5::.lch 25" the
one with which I hJ\:e to deal, because d nU:7"_:)cr of r.r

Courts of equal jur isci.ct ion have jurisdiction :0 deal
the snme pate ntIthat is: 0 . 2 ny paten t isSU E:= un de r the
provisions of the 1ncLa n and Act The
resuHis t hJ tun 10S5 SO m e fur the r pro '',;' is i 0 r, : s m () dG bv
the Leg isla tu rei t 1~ '; c: ry L - t h a t the r e ...:i 1j bee0 n _
Aicting decisions \1;1 ~~ the same pa te:n t by
different J-ligh Court.s "

r would only add tll.l.t if there has been so [Jr only o::e
case in which this sort of difficulty has cropped up it is whol
to the paucity of litigation in regard to patents in India.

279. It is therefore very oss cnt ial that the law should
with certainty the High -C -urt which would have jur."u,~.. v ..

to en tertain appeals ngainst the orders of the Controller, (b) to
en tertai n petitions for revoca t ion of pa ten ts, (c) to en torts in pro­
ccc_dings und cr Clause 5:1 of the Bi II, th e 0 thcr procccd:ngs in rela­
tion to patents being merely' ~:'lbsidjnrv or ancillarv If these thref'
m a t tcrS [l red etc rmin cd vv i t h Drccis jon, the 0 the rs ',-v c: u 1d J d 1U s t
thcmsclvos and present no dim~u1ty.

PnrnllcI provisions in the Trade nne! l\icrchandisc rvlark.~ t'ict, 1958.

280, In my report on rho· rc\·ision of the Javl rela to
!v1nrks I mpde three recommend3 tions \vhich are relevant to the
present context.

1. The coordination of the activities of the Patent and Trade
offices· by having a single official designated 0Controller

General of Patents, Designs and Trade ~1arks" be in overall
con trol of both these forms of Ind 11.~trl ,n 1 Pr"nnrh, \v.

;- I

Patent office a t>ubllc utility department and to be maintained fromgeneral revenue

273. I have not evaluated the financial implications of the
recommendations made by me in regard to the strength of the staff
and their emoluments nor have I evaluated the implications of the
increases I am recommending, as to the fees to be charged. But I
would draw attention to thret; factors Which might be taken into
accOunt in this connection: (1) I understand that the Patent Office is
a t present not only self SUpporting bu t leaves a surplus of the order
of about Rs. 3 18khs per year and the changes in the scale of fees
I have suggested might bring in more revenue; (2) the effective
operation of the patent system itself is dependent on the efficiency
and adequacy of the Patent Office; (3) The maintenance of a Patent.
Office should be considered a service rendered U:> the public, and this
is how it is looked upon in the U.K. & U.S.A. and other advanced
countries and therefore if an increase in the cost should resul t
In an increase in the efficiency of the service, the cost is alwnys\vorthwhile. '

XII. FORUM FOR LEGAL PROCEEDINGSi

Proceedings bef~l'e the High Court classified

271. The principal proceedings in relation to which it is neces­
sary to define with certain ty the Cou r t to which resort shOUld be
had, fall under three heads: (1) The court to which appeals against
the orders of the Controller should lie and (2) the Court to which
original procC€dings by way of revocation of patents should lie.
(3) The Court wllich Would hilve Compclnnce to determine the
P.lDtters relnting to compensntion for Government usc of pa tentedinventions under Clause 55 of the Bill

i\PPcals from the Controller's deciSions

275. The general scheme of the Pntcnts Dnd Designs Act, 1911
- is to vest appellate Powers over the orders of the Controller in most
cases in the Central Government Dnd to constitute the High Court ns
the forum for en'ertnining petitions for revocation. There are how­
ever a few exceptions to this rule. Thus in the case of orders of
the Controller relating' to the grant or refusal of compuTsory licences
under section 22 etc. the appeal will lie to the High Court of
Calcutta (!Jidc section 2.lF). Agr,in, original appl ications [or the
eX(ensiOll of a term of a patent have to be made to the C

enL1;al· Pov~rnmen t, (;;ide section 15) bu t th e Centr:ll Govern T110n ( is
vested with Vower to refer these applications in llPpropriate casesto a High Court [section l~(.1)J.

276. The orders of the Controller which nr o . now subjC'c( to
appeal to the Central Government are nil matters of Judicin] dc,ter­
m ina t ion <1 nd it is bu t aPpropria te' thn t 11 PJH'ills in tl10S(' In;l (tel's

sh0uld lie to the C')url:; ann not to an executive authority like the~ Centnll Government. This cnn be said of every order of the Con­
troller now subiect 10 I1ppeal without excep'tion [vide sections
5(2), 9(3), lO<JA), 16(5) and 17(6)]. In this respect the ehnnRc
made by the Bill is welcome and the assignment of the nppelJnte
jurisdiction to the High Courl is in line with the provisions in Ihnt

n
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(4) The High Court competent to hear appeals from the orders
of the Controller would be that High Court which has territorial
jurisdiction over the zonal office in which the application far patent
has been made or in the case of orders of the Controller in respect
of patents already granted in that office in which the patent tis regis-
tered.

(5) Similarly original petitions for the revocation of patents
should be ontertainablc only by that Higb Court which has territo..
rtal jurisdiction over the place where the zonal office in which the
patent is registered is situated.

(6) The proceedings under Clause 5.5 should be exclusivelv with­
in the competence of the High Court haVing territortal jurisdiction
over the patent. as defined above. 'I'his is necessary because there is
provision in that Clause for petitions for revocat..on being heard as a
defence to the claim for compensation.

283. I 110 vi: dealt with the above matter in Part II of the Repor t
and hove suggested the insertion of 2 new chapter lA containing the
necessary provisions, (

Procedure where validity of claims.Is attacked in infringement suits.

284. 'I'he proceedings in relation to patents yet to be considered
are: (1) Suits for infringcrnent (clause fS8 of the Bill), (2) Suits for
3 dcc lnra tion as to non-infr ingernent (clause 57). (3) Suits cornplatn ...
~ling of groundless threats of inf r.ngcmcn. prcceeriings (clause 66).

285-, Sec t ion 29 0 f the Ind i 3 n P Q f Cn ts -8.:. Po. ct : 19111 en a b1e ~

D paten t C~eta ins ti t u t C' a sui tin D. Dis tric t CO:l::- t 11av1ng j 1.1 r isdie t ion
to try the suit against any person who h3S l:1::-ingGd his right with
8 proviso tha t. where the: deferidan t coun ter-c.aims fot revocation
the suit along with the countcr-clain: should ste nd transferred to the
High Court for decision. Clause 58 of the BiU reproduces in subs­
tance the above provisions in section 29 of the P..ct.

286. Section :2D (2) of the rnd ian Pa tc~n ts ar.d Designs /\ ct. 1911 in
cornrnon wit l: the law that prcva ils in sever-al other countries of the'
world, the U.S./L. the V,I\:, and the Comrncnw eal th ccuntrics, France
and Belgium, to mention only (1 Icw. enables the defendant to plead
the invalidity of the patent 3S a defence to ~ suit for infr irigoment.
That sub-section runs:

u (2) Every ground on which a patent may be revoked under
section 26 shall be available bv way of defence to a suit
for infringement." ..

and t hi': pro'~'ision has been t'epl1~1tc>-d in c13usc 58 (4) of the
BilL I {1 grc(' U1,1 L this pro." iSH) n t ~ nee cs ~; [l ryandin t he notCS 0 J.1

clauses I h~tvC' sugr:cstcd its rc tr-n t io n in the .ausc relating to re vo-

CZl t.ion
2(37. I I' 11 (' (l xis t C11Cco 0 f th 1s d C'f l' 11Cl' r ~l ! SCS (~tlcs ti 0 nsa:·; to l h C 111a n ­

ner in w h ic h possible differences between differcn t Courts as to the
validity or invalidity of the clnirr1.s of a patent should be resolved.
'1'10 n1uke my rneaning ~lear I \vould ndd this. l\ patent lnight be
infringed by more persons than one and if these infringers reside in
or. carry on business~or commit the act of infringement in different
areas of the country. :the severnl suits for infringement would hav~

to be flled in District Courts in different States, 1'he defence regard·
~ng the in vnlidity of the pa ten t n"1 i gh t be rnisc:d in rnore ,than one

\
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2. The division of the country into zones and the establishment
of branch offices of the Trade Marks Office to Serve the needs of
these areas and determine the marks which shall be regTsfered or
shall be deemed to be registered in each of such offices.

3. Linking up the High Courts haVing territorial jurisdiction
over the. places where the offices of the Registry are located with all
proceedings in relation to marks which are on the register of that
particular office in regard to which applications have to be rnado to
a particular office of the Registry. •

281. These recommendations have been accepted by Govern­
ment' and have been implemented by the Trade" and Merchandise
Ma rks Act, 1958. Any sol uticn th erefore of the problem in rcla tion
to Pat <:n ts has to take accoun t of the a bove facts arid sh auld bo
consistent 'with the provisions of the other enactment.

Territodal jurisdiction of the ()fTlccs of t he Patent Office <mel of meIf ~g'h Court~;

:dU2. Bearing these in mind I would recommend the following:_

(1) There should be d combined Trade Marks 2nd Patent Office
111 Bombay, Calcutta, Delhi and Madras where the Trade Marks
Offices are now located and the territorial jurisdiction of each of
these otnces should be the same for the purpOses of both these
CDnctments. At eDch of these omces there would be an officer to
de-al with Trade Marks and ~Jnother to deal wlth patents.'

(2) The patents now in force might continue to be on the Cal­
ell t ta Register for the purpose of al! lega I proceedi ngs IV i tll hO\'/ever
an option to the patentee to elect to have his patent transferred to
an,' olrlC' zonal omce the option however to be exercised within
c.i>: year or such further period as may be extended by the Con­
trailer, from the coming into force of the Act.

(3) Applications for patents by persons residing in or carrying
or, business in a place in any of these zones would have to be made
only to (he office in that zone.

FollOWing the analogy of the Trade and Merchandise Marks
Act, 1958, in the case of persons who neither reside Lor carry
on business in India, the address for ~ervice set out in the
application should determine the zonal otTIce of the Patent OtTIce
in which the application would have tu be filed. If there is opposi­
tion to the grant of a pa ten t, the notice of oppos: t ion should be
filed in the same ofTice in which tho application for palent has been
filed, whatever might be the place of business or of re~idellce of the
.)pponent. In order to ensure that the examination of the npplica­
t ion, is efficient and tc Sl'curc uniformity, this should take placc ut
the head office of the PQ[cnt Office. 'I'ho orders passed should how­
ever be communicnlcd to the npplicant through the zona) ofllee so
as to :1\,oiclllICO)]VCJ11CilCe to the applicllllt. 1£ hearings 11a\'(' to !:lkc'

thcv shoillcl normally be at the zonal otTice where the appli­
cation h.15 bL'l'n filed un.css the Controller considers the hcnrinl;
at some other place more convenient for any special rCQsun. Ordel:s
issued in relntion to any application should be issued or deemed to
btl issued onlv from the zonal ofnce so as to serve as the foundation
for the jurisdiction pf the- Court to hear appeals from suchordel's.

it



-of a patent grant, do not legally affcct the patent itself. The patent
may be the .subject of sa lc. or .~ licensing and It would be of the
utmost importance to the prcspe-ctive pur-czaser or Iicensee to be
informed of what any court has pronounced regarding the validity or
invalidity of the claims in a patent.

'ltevocntion by way of countcr-claim in inf ririgement suit I

292. The question that remairu for coris ideration is as regards
·the provision in the Bill rcgnrdiI:.~ coun te r-c la ims [or revocation In
a suit for infringement, which Io llows the crovis.r.n to sc-ction 29 of
.the Indian Patents and Designs Act, 1911'. .

Clause 58 (5) runs:
(I (5) li defendan t in n suit for infringement of a patent may

apply for revocation of :.::e pa tent by way of co un tcr-clairn
in the suit:

Provided that where such a coun ter-c raim is n.ad c. the sult
along with the countcr-c iairn shall be Iransfe rred 'to a High
Court for decision."

293. liS a patent has effect throi.-lghout l no ia. an action for
.ment of a patent rnight possibly 't.-e filed in part of 1r.d ia
the infringement bakes place or w: ... ere the . resides or CJITictJ

·on business. From this, it would fc)J.o\v th at t~e COLlIt to which,
'in the case of a counter-claim for r evcca tior-. the would
stand transferr.ed, if the provision _d the ~il1 ::-. ClatGc 58 were adopt­
.ed mav or may not be the 11lgh L,~j~rt \\'t11C;-, \\'OUld [)C competent to
enter-tci/in 3 petitio» for r ovocat ion urid er the sc hernc of zonal distr ibu-
.ti 0 n 0 f 0 ff ceS \'1 hich I havc for rnu ~ ;)t cd car lier . 0 f cc u TSC 1 this Gigh t
be got over by providing that the Court to which the: proccedin
would stand trnnsfcrred, should, i...."l the eVC:l: of a defendant in an
infringement action countcr-claim.ru, by \\'F:~" of r cvccat iori, be the
cornpctcnt- High Court ::IS de tcrrnir.ed by ot he r rules. But I consider
this 3S a very inconvenient course to [0110\-,/ since trus would mean
tha t the en tire suit for inf'r ingernc.: t DS w cll 2S the cla im for reVOC3­

lion would be tried in G tIigh Cour t pos.siblyvery far removed from
the place where the nl1eged infringement tCY)K }DIDce or where the
.allcged infringer resided or carried on bus iness. It does not need
argument to show that having regard to the distances in our country,
this would be a very inconvenient state of aJfairs and would neces­
sitate the issue of commissions for examination of ~ rather
unsa tisfactory procedure.

294, For these reasons, I would suggest the deletion of this sub-
-clause. W11C re a defendan t in a sill t for des ires, in
.sddition to raising a plea rcgnrdin q the the patent
.allcgcd to be infringed, to obtain the reVOCJtion tent, he
should file An independent pe t lt ion to the competent fligh for
-t!'1e latter relief. If the suit for t were pcndJng in U1

same IIi gh Court then it mnv be ex pcctc·d !.htl t th c two
would be heard and disposed of L-~gcthrr r-ven v"'iU18U t
S L1 tu tory provis ion t.herc for. Inc ~ her c(\S l*S, a s t~ y 0 f t h C'

mcnt 0uit ~nding the disIX>s;11 0f the Uon for
b<: i11 U1 C <i isere ti 0 nor th e CoU r t L~ at

·this .1l1l1tter nlso, there is need any
.Act, the p0\vers contain£Xl in Civil

obviate conflicts of .-~t
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Court and these Courts might decide diff.ereritly the point about the
validly of the patent. In the United Kingdom this problem of con­
flicting decisions does not arise because all suits for infringement
have to be filed in the High Court.

288. In the case of Trade Marks where conflicts of decisions of
this type also arise, I recommended the procedure of having the suits
for infringement in which the validity of the registration of the mark
was raised, stayed and requiring the person ralsing the point of inva­
lidity of the rcgistratiou to move the competent High Court for the

. rectification of the Register. I do not think it is necessary to adopt
such a procedure il! the case, of suits for... infringement of patents. The
number of such SUIts would be so few that such a complicated proce­
dure is not called for.

289. In its place I would recommend the following. A suit for
infringement may be filed in any court not inferior to a District
Court which has territorial jurisdiction under the Civil Procedure
Code to entertain it, All defences including those based on the invali­
dity of the patent would be gone into by that Court and by the appel­
late Courts if appeals were filed. But any finding by the Court that
the patent or any claim therein \V[lS invalid would not have any
effect on the patent us such and would not lead to the revocation of
the patent. In other words, the decision in the suit would be merely

r one inter-partes operating between them by \V8Y of res judicata and
not one in technical phraseology (fin rem" affecting the patent itself.

Revocation proceedings only before High Court having jurisdiction

290. If any person interested were desirous of obtaining an ad­
judication which would, if successful, have an effect on the patent
itself arid beyond the immediate parties to that proceeding, he should
file a petition for revocation of the patent, and the forum for this
proceeding would be exclusively the High Court having tcrritor ial
jurisdiction over the office where the patent is registered. If the
petition succeeds, and the patent is held invalid, then subject to the
resu1t 0 f any nppe a I pre ferred aga inst such a decision, the paten t
would be revoked and an entry .to that effect would be made in the
Register of Patents. It is needless to add that where the Court dis­
misses the petition for revocation, there would be no legal bar against
other persons interested in initiating fresh proceedings for rcvoca­
tion, thou~h, $8Ve in exceptional circumstances, the chances of such
a petition' succeeding, particularly since the Inter proceeding also
would be in the same High Court, would be very remote.

"Supplemental Record" for entries of decisions us to validity in
infringement suits
291. I hove referred to the Iact that when n petition for revocation

succeeds. appropriate entries would be made in the Register of
Patents. It is now necessary to mention what should happen in C0~;CS

\vher (:' a Co u r t pron0 un ccs agains t the vn1id it Y 0 f a paten tin a sui t
for infringcn1cnt. The decision of the trial court might be taken un in
appeal to (l Hi~~h Court, or the suit itself might be tried in D'

Court, and it is therefore proper that some record should be made of
this finding for the information of other persons interested in the
patented invention, I would recommend the opening of a 'lsupplcmcn ..
tol record H and entries being made in. such record of ·result of
proceedings t \vhich. though 'of importanc~ in relation to



suit for infringement \VUS instituted. It is in view of this difference
that I have suggested the elimin\ltion of the provision [or a counter­
claim-leaving proce€dings for revocation to be initiated in the com.
petent lIigh Court by an independent p-etition.

299. The second matter on which my proposals constlt.u1e a varia­
t ion from the law in Australia is the provision for a supplemental
record for entering the findings of courts regurd1ng the invalidity- of
cla irns in infrinGement fiction. I consider this an improvement which
would serve the' purposes, I have nlrcildy mentioned,

Suifs lor decluration of l1011.infringemPlll lind to restmin
threats

"()J'" "f lill' "hll'('\:; "f Ilw CO!1velltillll is tIl ('llnfer 'priontic:>'
1).\' \'irtl1(~ of Ivhlch :Iny person who nrst applies for 11 patent
in :lll\' nIH' ()f t1w I11l'1110e1' St~tt·'; (Ill n p:wticul:ir dUll"
\ \' () tl Id . i r his ;1p PI i(::1: i ()II f (Jr :I p:l te 11tin nIT)' () f t 11 e 0 t 11 c r
nlt'lnL"I'\(:lI('S 1.\ (il('d within (lnc \'l'itl' tl1cn'aftcr,!.'c
(·lllitlr·d !" ,'l;lim th:rl hi,; p:ltent in uic s;lid other SllJtes
should he d:lIed as of the date of the npplication made in
the StutC\ u[ origin,

lndinn ihv0ntors who sl'ek' to obtain patents in foreig-n eoun.
tries :\1'(' ;It prl!Sent h:ll1clic\lpped for Want of this 'priority'.

r;roundlcs3

300, There remain [or considern t icn two other classes uf suits in
relation to patents, [or which the enactment mnkcs pro-,-ision (1)
suits for declaration as to non·infringement under clause 57 and (2)
suits to restrain groundless threat of legal proceedings (CbC1.5e 66).

301. Under the Bill, both these kinds of suits arc entert~inablc in
2.ny court not inferior to a Distl'ict Court hnving territori;;\ i:"::'i~diclion
tv try the suit and I ~\gree t ha t this is propL'r The Iirs t l :;pc of suit
puses no problem of conflict of decision as l'cgnrds th.: .•..a lidity of
patents, since the \!';didity of n patent car.nor be rai~ed ill such a suit.
b suits under Clause tiG. the validity of e p"tellt might be i:rought in
is,ue :J nd lol low i ng the ;l n,i1 O\;\, (>f su i ' s Inl' jnfr iii I;Cl1W[1:, I would
suggcs 1 (I si III i 1:11' rt ill', :\ n.\' dL'cisilll1 i):>' ti 1(' Cou r t ,IS reg:1reis validi ty
weuJd 11:1\,(' dr""1 o n lv ill(t'I'-I'IlI'{,·:; ;Int! t lir- 1'l'::1I11 \\'ould entered
In thl l Sl1pplenl(,11l~d r'e'('ord.

:lO2, I would on l v :Ide! that in Australi'l the St:Jlc' C'.)Ul'tc: have
('Ul!t'llITPnt lurisdicLi'on with thl' Hi!~h COlli'! of Aus!rali;;. tc ('nlcrtnin.
:J:xl dl'ci dr' ' su i ts 10 rC's t ra i n gro lind Ic:-:,; Ih l'C[j ts of !ec;i1!
[('ide SC'ct ion 1~ 1 (4)- uf the A.l't of 19[)2].

20:1. In the lW(CS 011 cJcru,;es, ! hJ\'c indicated in the re1cv<.mt
d:rUSl';; tht; ('h;ltl~('S to 1)(· m:Idl' to implement the obovc rcccmmcnda.
t ions. 1 11 a I'L", 110\\'(' I'l';-. Illl t d I':lfkcl no'.'.' cl a uses IV here these were
neC(\Ss:ll'.\' ,

X I ! j . (II111(~ 1i~'l' H~! ~]\r1'\'1'I() Ii] li L (~( )N \' EN rrI ()~

r'at C!its ,Enqu iry C0111111 i !tee's l'e{'on) nH:l1dn don

:;0-1, TJ1l' P;ltellt,; Eng tlir)' Com l11i !tee rec.:ommcndccl in nara, 269 of
thl'ir !'l'!l0l'l the desirability of India Joining the International Conven­
tioll 1'01' th(' Pl'oll'('lio!1 of Inclw:ll'ial Properly. The re;1,on adduced
b\' tlw CO lll l11 ill (!" ill f;lI'()ur of this sugg-cstion may he sl't nut in their
()\\'11 \\'( J 1'( Is:

<t

Provisions for Io rurn regarding ap pcal s and revocation s im ilur to tlUlt
in Aust r al in

205, The scheme 1 h a ve Iorrnul ated of a single I-iigh Court being
yes ted w i t h Q n exc 1us i vc j uri sciic ti 0 n toen ter ta ina nd dis pasC 0 f (1)
&.lPPC\11s f rorn the Controller's orders. and (2) petitions for rovoca tion,
while other Courts have jurisdiction to hear and determine suits for
inf r irigcmcnt and decide defences bused on the invalidity of the claims
alleged tu be inf ririgcd, is very similar to that which prevails under
the Aus t r a l i an Patents Act, 1952 subject to two exceptions to which
1 shall advert Inter.

20G, In Aus tm lin, us in India, there are a plurality of Courts which
hCiVC jurisdiction to entertain suits for infringement. The Australian
Patents Act, 1952 is (1 Commonwealth statute, the rights conferred on
a patentee .hy a potent extending over the entire Cornmonwealth
including (111 the States. The Courts of each of the States of the
Commonweal th }YuVC jurisdiction to entertain suits for infringernent,
nnd the defr-ndan ts t i n such suits are, as under Section 29 (2) of the
Indian Patents a nt l I)c:~igns Act, 1911, entitled to raise by \vay of
d cfen c.: the in valid it)' 0 f the c1a i m S 0 f the paten t a11egedt0 be in­
fringed (vide Sect.ion 105 of the Aust r alian Act, 1952). The problem
of avo id i ru; conrl ic:» in decisions regell'ding the validity of patent
claims is ncar ly the same as in India-l say nearly, because the
nurnbcr of the StntC' Courts arc Tnflnitesimallv srnall er than the
nurnbo r (}f I)istrict Cour ts in India in which such suits might be filed.

1.07. 'l'h.. ~;(Jlulion adopted in Australia is this:
(1) /\ppc<ds Ir orn the orders of the Commissioner of Patents lie

to Lhc "/\.}J]Jul1 'I'r ibun al" and Section 146 of the Act of 1952 designates
the I{I gh Court o] 1\ us t r al ia as the "Appeal 'I'r i burial" for the purposes
()f t h ~ i\ l' L.

(2) In regard to petitions for revocation, Part XI of the Act con­
s t it u t cs the ll igh Court of Australia as the cxclus ive forum for enter­
tajning petitions for revocation of patents.

(3) In regnrd to actions for infr ingcrneut, Section 113 of the Act
en acts. "Jruisdict ior: is, by this sect ion, conferred on the High Court
to h(ll!' nnd dcterniinc an action or proceeding for tile infringement
01\ (1 p3tcnt. but t11is sC{'Uon does not deprive nnother court of juri!t ..
diction \vhich it poss!:sses to henr and detennine such an action or­

'rhe rC'ferrnce here is to the com!Dc~l la\v jurisdiction
nnd the effect of the section is to c0ntinue the

jurisdiction of the State Courts to entcr.tnin suils for infringement,
208. { [('[erred to t\VO matters in rcgnrd to \vhich n1Y proposals

C'ol1~titutcd It departure frorn the scheme of the AustI\.11inn legislation.
trlll~ f! rst 0 f t hen! is ill 1'(\1 [i tion to the provision for ~ CQun tCf-<; laim in
~ suit for infringen1cnt. SPC'tion lID of the Australian p,qients /\.ct,.
10:<': (';lJCtS th~t \vhcn ;l ('oun tcr-clnin1 for revoc3tion is In::tde in any
suit (l):' \11[rin,L~l~n1rnt p(,:ldinL~ in ;) Stotc court i th0 entire -
nrc :1: It ()lll:tt j l't111 ,\' 1r:!IlS fer red to the I-Iigh Court of j\ ust
[i nd d i .--.: p l I.') n1. 1t \\' ()u 1L be sec n t11 a t t11 isis s jnli 13 r t 0 t 11 1_' Pn) v 1S Ion

in Sc-ctiol1 :~~} or UH~ Ind;;tn PC1tcnts nnd Drsigns .Actl In1 1 ~lnd CI~.1u$e­

f)8 (5) of the l):ltc"\nts BiP but there is this difference th:tt in /\.ustrnl
ther0 is nnl~t one Jfigh Court to v/hich the procecdinr; \\'ould
tin nr~f0rrr'd \vhile in I ndin, there \vould, be a mul tip1 icity of such
courts dencndcnt upon the location of Court in \vhich

I
A.
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under th o present

XfV. Pi\TENT AGEl\(7S

registration of Pntcnt

essential to achieve the adequate of inventions in the country
are not in accordance with the Convention. For instance, I have
reconunended that patents which are not adequately worked withln
nyo years after they are compulsorily endorsed v.;ith the words
"licences of right" might be revoked on appl.ica tion to the Controller.
Again, I have recommended that patents for articles of food, medicine
etc.; might be revoked on application to the Controller if w ithin four
years from the date of their grant, they are not worked wtthin the
country adequately to satisfy the demand for the products within
the country.. These two provisions contravene Article SA (3)
of the Convention which runs:

"(3) RevoC'lltlon of tho patent shall not be' provided for except
in cases where the ~rill1ting of compulsory licences wou id
not have been suffiCIent to prevent such abuses, No pro..
ceedirig for the cancellation or revocation of a pa ten t may
be LLStituted before the expiration of two years fr orn tho
granting of the first compulsory Iicericc."

Joining tho Convention not retommended: r(1uJtj .. rn!crnl ~rcnnC3 fOT
l"C{:ipro-tal arrangements preferred

308. The second matter I .\vould like to refer is this. Under Sec-
tion 78A of the Indian Patents and Designs Act? 1911 Irid ia can enter
into conventions and arrangements only with the United Kingdom and
its Dominions so that at present without any amendment of the 10\7,
we are unable to offer priority to applicants of other countries arid
naturally that is an irnpcdirnont in the 'Nay of other countries orrer-'"
L,g prIority rights to our nationals In the redraft of this provistori
in. the Patents Bill which I have accepted, convention arran
might be entered into with any country arid on the ratifiC'Btlon of.
such arrangement, priority is conferred by the Act on the applicant
of that convention coun try. The pa ten t laws of almost every COUntry
in the world enable it to enter into treaty arrangements with ot110l"
countries so as to confer on 8pp]jC~lnL<; from such country pr iorrty
rights. Already some foreign countr ir-, hn ve expressed their
to enter Into arrilngements with India for the grant of priority rtznts
in respect of patents on a reciprocal b.:lsis. In passing it may be
observed that remembering that nearly 90 per cent. of the putenL~
on the Indian register bciong to foreigners, it ls the other COLln trles
that would be keenly desirous of securing priority rights in IndJa.
If. therefore, the securIng of priority ri~hts for Indian inventors were
the sale object to be gained by joIning the convention, the some may
be achIeved by entering Into treaty nrrnngements on reciprocal grant
of priorities and this would not enroll the need for nltering our 1!1W3

so as to secure conf ormitv to the rcouircn1cnts of the i\rticlcs of theConvention. v -l

309, Fer those reasons, I would recommend thnt for the present
India need not ioin the International Convention. (

310. The Indian Patents and Designs 1911 does not con lain
any specia] provlsions for controlllno 010 profcss~on of PJ tf'nt
.A·rents. It is open to any person to a ci vcrtisr: hi msclt 83 a Pa te"'Y'

Certain other privileges extended to members of the Can...
vention are also denied to Indian applicants for foreign
p a ten ts. I t has, therefore. been suggested that India
should join the Convention.

As against this view, there is a feeling in some quarters that
India will not gain much by joining the Convention as
experience hag shown that by joining other International
Organisaucn-, she has suffered ruther than gained B:UY
ndvantagc.

It is quite eviden t from the Articles of the Convention that
Indian inventors, whose number is increasing, will gam
substantia} advantngcs, particularly with re~ard to' obtain- J l
ing 'priori Lies' for the patents taken out b;t them in foreign l!{

countries. It may be that, for some time to come, the
number of Indian Inventors who would derive such
advan rogcs in respect of their foreign patents will not be
as many as foreign inventors who would secure correspond-
ing advantages in respect of Indian patents granted to them.
Even so, VIC do not consider that this circumstance alone
should be decisive as to whether India should join the
In terna t i 0 no1 Con vcn ti 0 n.'

McmL"'ership 01. the Convention against the interests "of under..,
developed countries

305. Having considered the matter independently, I feel unable
to endorse this suggestion. In this connection, I might usefully refer
to an article in a rcccn t issue of "La Propriete Industriellc" under the
title 1I1ne International Protection of Industrial Property and the
different stages of Economic Development of the States') where the
w rttcr expresses the opinion that the differences between economic
ODd industrial conditions of the member nations of the International
Union and those of the backward territories have become so great that
the continued existence of theConvention, instead of aiding the
development of the backward territories, v/111 retard it He adds that
the changes ..to which the convention has given rise have tended to
make it nn instrument in the hands of the economically most power­
ful countries which formed a sort of closed group determined tcdefend
its monopolies.

306. Though the Articles of the Convention leave a considerable
latitude for the operation of municipal laVIS, they appear to me in so
far as the Articles relate to patents for inventions, suited more to the
industrially advanced than to the under-developed countries, In
making this last observation, I have in mind the recommendations
I made regarding the desirability of India joining the International .
Convention 1.."'1 my report on the Reform of Trade Marks L3\V (vide
paras 86 & 87). When J made that recommendation, my attention
\V(lS confln('{l to the position as regards the 13\V relating to Trade
1\1ar ks ~ n d t 0 l! n fni r t r J d c co m pe t i ti 011 end I di d 110 t h avethe 0 Ppor­
tunlty to cons idcr the question from the point of patents w hich I
have nov; had.

307. Apart from anv theoretical or ideological preference for or
n~ainst the Convention, I would point out t\VQ matters which have &
vital bearing on any decision on this matter. The first is that some
of the recornmendnttons which I have made and which I consider



l~l

the title, of patent agent, And it l11ight perhaps be well
to enact that any pt-r'sou should be subject to a penally
who without being on tile roll assumed the title of patent
agen t cither by nd vCr LL e rn en tor by de sc rip ti 011 0 n h js
place of business or on any documents issued by him"
(pago vii of the Heport).

Statutory provision for registration of Patent Agents recommended

312. The situation in India being the same 1 consider that the
remedy and the form suggested by the Hcrscbell Comrnittco may
with advantage be adopted and I accordingly recommend the same
subject to a few modifications in detail to which I shall advert pre­sently.

313. The right to use the appellation of Patent Agent an d right tu
hold oneself out as 11 Pate-nt Agent arid prac uso the prole,;slOn <IS

such should be confined to those whose names appear on the HC'gister
of Patent Agents and the use of such narrio, the holding out or
prnctising as such without being on the roll should be penalised.

History of I.he U.K. statutory provisions as to Patent i\g-cnts

314. In EnglDnd the custody of the Patent RE~;ister
conduct of the qualifying eX2minatio'n for cligibili
in the Register were entrusted to the Institute o:
in 1891, became the Chartered Institute of Patent /"'gent~;. Under
the V,I\.. Act 1907 the Comptroller was given pOV/2L' to refuse
tion not only to agents whoso names had been st r ucl: off thl~ roll
for any professional misconduct but also to those IKl'SOns who had
not been duly registcred. Under tJ1C 1919 Act the pract ico or
Patent Agency was closed (0 unregistered firms Or companies, but
a provision was made whcrcbv anv Brii ish subject who proved to
the so tisfaction of the Board of Trado t h a t prior to 15 t August 1919.
he had been bona tide prnctising as Patent Agent either on his own
account, or ns a mcrnbor of ;} Iirrn, or 0.5 [1 Ivl:tnagcr or Director of
an i ncorpora teel company, coul d be en t i tl ed to be registered, if he
made application Ior thut!urposc within n period fIxed by the Board
of Trade, unless the Boar of Trade were satisf1ed that he had while
so practising been guilty of misconduct,

Controller to be in rhnl"s:'ll of the Register of Patent Agent!!: Who
mn)' be registered as !)nient Agents,

315. In India there is no recor:;nised organisation or Institute of
Pll ten t Agen l.s corresponding to the Chartered I nstilu (c of Paten t
A!-:cnts in the V.l\:. ! would accordingly suggc~t that tho custody uf
the proposed Eegis(er of Patent ,'\gents <llld the conduct of til,.
qu~l1jfying C'x~nnin~iion should be cntru$tC'd fUf lhe prc~;cl1l to he
Con Lr0 lIe r 0 f P a (en ts [! 11d Des igns. Tile e 1\ act !l1 C'11 t 111~ 1Y Pr r)\' j d(' f() r
the !'egistr:l(iun of the follOWing CbS~l'S of pcrsom :JS Rcgi<:terl'd
Paten t Agents if they apply for regis lra tion to the Con troller i 11 the
~1"'(~cribed n1anner.

(1) Any Advocate, Solicitor or Attorney on the rolls of any High
Churt who holds n degree of a recognised University in Physical

or Engineering or equivnlent scientific or t~hnicnl qU81if1cn­
tiJ:ln to lht~ satisfaction of the Con troller.

Of;
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.(.. \)

Agent and to offer to draft patent speclfications and undertake other
work in connection with the obtaining of the patent even though
such person has no technical quahncation. There are no doubt Q few
Pa ten t Agents who are persons of skill and quality. But as every

.person is at liberty to act as a Patent Agent. the consequence has
been t h (1 t grossly i ncompetsn t and even iraudulen t persons he ve
often acted as Patent Agents with great loss and injury to unwary
inventors w ho empl oycd them. 1 have heard of complaints with
rcgnrd to the unscrupulous dcullugs by self-styled Patent Agents
who !l0.VC encouraged persons to 31!ply,for patents for wor th less
c lu irn s or \V)IO in d r a lting specifica tioris of t he c laims had made
serious mistakes. 1 t i5, therefore, desirable tha t ns in other countries
})[1 ten t Agen ts ShOlll d be propcr ly q ualificd to do their work, D. work
which invol ves grca t skill and responsibility and that such persons
shou Id ha ve their n.irncs entered in a roll
~ Ie r sell en Co1111n itt e c's r cpo r t (1838) Ll1 the UJ{.

311. rr11 c sit It 3 t i ()n j n In din described a b 0 ve [lPpears to rn C to
a p prox r m a t c to r th a t which prevailed in the United 1\.ingdo111 before
p rovis u-us a,'1 regards Patent Agents were for the first time intro­
d uccd ! n to the 1)£11 en ts, Designs and Trade Marks Act, 1883 bv an
amendment eITcctcd by an Act of 1888.~· P... Committee presided ·over
by Lord Herschell, the Lord Chancellor] was constituted to enquire,
int('r o.lin) into the question of the proper statutory provision as
regnrds 1-)£1 ten t Agell ts, and it was as a result and in implcrncn tation
of the r ccorrunr-nd a uo ns of this Committee that the: i\ct of 1888 was
enacted. 'l'hc Com m i t t er- observed in their report: .

"Strong rcprl~scntntions havo been made to us in f avour of
th c crcu t ion of n roll of patent agents. It is said that there
n r e persons l'<tlllng themselves patent flgcnls who
r.c i th cr t he l'equi~;ite kno\vledge or integriL.y,
occaslona lly inventors who are poor, DDd not highly

suffer ocriously in consequence. Sorne witnesses
Lhu : if a roll of duly qualified ngcnts were created,

the PatC11t () f11 cc sh0 U 1d be perrn it ted to de J 1 on1y cit 11 cr
w l th the inventor himself or with an ugent on the roll.
\Ve can no t recommend such n regulation nnd w e think it
\\'ould !>r undcsirnble to put the fight of conununicBting
\v i t 11 t h (' P ~1 ten t 0 illcc in th e ha. ndS 0 fan y bod y 0 [ 11) en t

or to cr'c~ttc n monopoly in reSpl~t thereof. '1'hc rna Hers
upon \vhich the office has to cOInmunicntc \vith invcntl)[~
nrc: sometimes of n chnracter quite untcchnicul, and it
\\'ould t)t\ :1 hnrd lTIenSUfe to prevent nn inventor 1n Lhc
p!'t)\'incc.~ iron1 trunsacting his business \vith the of11ee in
~;L1C!; (':lS~'S throuEh tho ngency of u fricnj rtsidiru! in
J-iUnd()l1. /\nd \Yl: CIO!1ot sec our \\'[1Y to d
cn~lc~tnl'n t i.)(\t\\'~\cn CZ1SCS of thi3 n~1tur(: .und
il:g tl\chnic:d ]i,llU\vlcdgc, even if \\'(' thounht it d(\:~iLlble

toe r l' J t C :1 III Gn.)pol yin f [l v0 ur 0 f ngcn tson t 11 c' T',d1.

\Ve thi nk, hu\\: cveI'I that it \vould be of pu blic (lcl \' 011 tagc to
y·u'f>1f\"lr. D n1C3ns of securing a roll of pntent Dgents consist-

duly quulified persons, the Hclrnissioh to \vhich
should be possible and easy for nIl persons so qual ificd.

t 11 Li Ubj ec t \ve \V 0U1cf ,,suggest .that s t('PS 5h0 U1d be
tnlcc:n \\lith a vic\v to' fixing a standard of qunliflc3tion for

............
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in
t ific

J..nd

t() pe rrn i t l'~ ~.., \V alienswould be nobut

ltcgistraUon of Compames
317. Section 88 of L1e U.K. 1949

com pan ies as P at en t L.~ S U UJec t to cer La In COD­
ditions. I do not consider a similar provision necessary or useful
in this country. The right to be registered as nPatent Agent should
be confined to individuals. A .firm of registered Patent Agents may,
however, bo permitted to practise under 8 fi rrn n arn e, provided how­
ever, every one of the partners of the firm is registered DS a Pa lent
Agent in the prescribed manner; uJ11e~:1 this requirement Is '-V~.44lJ"""'.'-'--"
with, the firm as auch should not, be allowed to pr ac tiso as
Agents,

of H-egistcrcd Potent fOI";--.n:: t ion of clcr.cd
not rocornmcudcd.
318. I shall now deal with the of P<'1tcr,;~

degree of monopoly, they should enjoy. In consi.lc ri
it is necessary to keep in mind the nat ure or
work in connection with patent applicat ioris and patents gcneralJ.y,
Th2 work in relation to applications fo~~ arid the further
n r occd u rere1at i n g ther c to m 8,Y bee12~~s : u ncl c :" t;1rc e he ads:

1) d.rafting of the patent spcc ificat ior: and c~ ::c~ ;~lCltters which
in vol v e [l Ctin g 3.nd a ppea r 8 nee be for C' the Co ;1 ~ r c;1L? r

.appcarancc a t hcarings !n respect of
tion proceedings, application for

proceedings before the Court .

319. For work falling within the first cz~

the task should necessarily possess sufilr ier: t
qualifica tiona For the second type of wo r k, viz.
cecdings before the Controller, though the: of
scientific knowledge would be a great ad van tagc\ L:.:-cnsic
necessary, so that I do not see anv harm in Dcrn;~~'~;I:C. besides
who are permitted to do work of the flrst
i.e. those en titled to· net or to plead before
class would include Advocates, .Solicl toru and
of any High Court in India. Rc~arding

these would be before the High Courts having
appropriate office of the Registry. These proceedings might be of
three cfasses-(a) appeals against the orders of the Controller; (b)
petitions for revocation under Clause 37; and (c) applications for
determination of compensation under Clause 55,

Persons entitled to draft spocifica tions
320. Taking up each of these typos of work in th:;! order, I wnul d

recommend th~lt as rcgnrds the drafting of s pccific a t i oris, this should
be 8 monopoly of Registered Patent ./\gcnts, subject only to one
exception, viz. that the j nvcn tor I'n i,gh t d r a ft it hi mso! f or get it don c
by any person duly authorised by him. 'I'a king in to accoun t the f8ct
th at th ere are jus t a fe\v qua 1i f1 cd Paten t j\ g en Ls j n I n d i°1 I \V 0 U Id
:recommend that there should be no closed shop und thn t thoUgh
the holding out bya person as n Patent Agent \vhen he is not a
Registered Patent Agent should be penalised, there should be no
bar on an inventor seeking the n;;sistn nee of n fri en rl to elfnft hi!j

."

r;

(2) Any person w,hois a graduate in Science or Engineering 01
If recugnised untversity or who possesses equivalent scientific or
W:hnical qualifIcation to the satistactlon 01 the Controller and who,
hbS pa..l~ed the qualifying examination prescribed for registering as a

;f'#ten t Agent under the Rules. As regards the qualifying examiria­
~""""'tJ,,()n, the rules may prescribe the syllabus for this examinntlon,

{ \i/hich might be conducted by the Central Government. The candi­
(jJJte should be examined in Patent Law and practice in addition to
t,kchnical subjects somevvhat in line-but having regard to the coridi­
ti.ons In India not of such high standard-with the qualllying examj-­
r!.B.tion conducted by the Chartered Institute of Patent Agents in
London. Graduates in lavl," science or origineermg might be per­
mitted to sit for the qualifying examination. If the above system
is followed, vvc \11111 have a Get of registered Patent Agents who 83­
a body might be expected to be fairly competent for the purpose 01.
drafting specifications and conducting proceedings under the Act
before the Controller.

(3) Any person who has n degree in science or engineering of B'

re.cogniscd university or who possesses equivalent scientific and­
te<;bnical qualification to the satisfaction of the Controller and who
had worked as Examiner of Patents at the Patent Office for a rnini....
mum period of five years provided that no officer of the Patent Office
who has held a post involving duties (],.9 0 hearing officer for ware
than twelve months shall be qualified to be registered or to practise'
as a patent agent, and

(4) Any person who has been describing himself and bonG fu:.te
~practi.sing as a Patent Agent for at least 5 years before the 1st 01

.January 1960*, provided that he satisfies the Controller that he had
drafted and filed at the Indian Patent Office at least 30 complete
spc:cifications during the five years preceding the commencement of
the: Act and at least five complete specifications during every year
in that period, and provided he made an application for registration.
RS patent agent wi thin a year from the date of corning into force 01
the new Act.
Aliens not to be registered as Patent Agents

.....,', 316. The statute should provide in express terms that only s
person who is the citizen of India shull be eligible for registration
as a Patent Agent. It may be mentioned in this connection that in.
~he U.K., Canada, Australia and most other countries, an alien is not
allowed to practise as (l Patent ARent-see Scc:ion 28(6) of the U.K.
Patents Act, 1949 and Rule 10(3) of the U.K. Register of Patents
Agents Rule, 1950. Such a provision is necessary particularly as
Government might pass secrecy directions for security reasons in
respect of some of the applications for patents and such appllcatlons
should not be allowed to be handled by alien Patent Agents. In'
anv event, competent t~hnically and scientifically qualified Indian
citizens nrc Hvai18bl(;" for the work find they should be encouraged
to take up .this profession whieh is quite remunerative. As a few

..1;\ t A.!oreign nationals have already set up lucrD.~ive practice in t~
, 'country, the rules may provide that those persons v,rho have-
"'fI ..11 OOen practising continuously for five years before the 1st .Tan"n.....

1./i1 1960. in the manner stated earlier, may be exemnted tram the
I'~f~~;·"it is exp«ted that UiliR~rl waCk pUbiIir~bY 1.-1.1060 and h~
t"t~~i~{(~f.'\hlJ. date.

...
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Acting aud appearance before courts

324. N o 'specific provisions are necessary in the Act as regards
the right to act and plead in respect of proceedings under the Paten t.s
Act before the High Court. The matter would be governed by the
law regulating the right of legal practitioners before such courts. It
is only necessary to add that a registered Patent Agent might not be
entitled to act or appear in any Ci vi} Court, merely by virtue of his
nome being on the roll of registered Patent Agent.s.
Removal from the register

325. The rules should provide for the suspension or removal of
the names of the Patent Agents from the register of Patent Agents
on the grOlL.'ld of professional misconduct. The Controller before
whom the Patent Agent appears might be empOWCrEeJ. to bring. to
the notice of the Centra! Government any rni~;conduct on the part
of the Agent and the Central Government might be vested \vit},
power to pass appropriate orders in case of proved misconduct af ter
givi.ng the Agent an opportunity to be heard.

1 have up to now set out in broad outline my recommendations
[or the impro'/ements of the Patent system and I allaH proceed to
discuss the several clatlS(:S of the Patents Bill of 1953 and the deiDJ.1B
of the changes I would l'(;commend· as regardD thc:.,e provisions,

~

(/i

If

01 other ncts besides

for' membership based on

.... Appcnranco before Controller and the
d raft in h Sper iflcn1i 0 11.

:323. Appearrmces before the Controller and the doing of any act
in the Patent Office other than drafting specifications, may be
to nll legal practi tioners, i.e. Advocates. Solicitors, Attorneys on

of any High Court, and of course to all registered Patent Agents,

Itcq nir('rnc n t l.l S to s ci cn t i f1 c
~ 11 e ti. U S i in \ j nn s tat ut e

321. In l1Hddng the r ecornmenda Lion th a t a mere leg.31 practi­
tioner, Advocate, Solicitor or Attorney of any High Court should

~. not be permitted to draft and file specifications as a part of his pro- ~
f(;Ssionrtl work, I an) Iollowlng the prece-dent in Australia, where
such an r xclusion of a legal practitioner as such occurs.

322. Section 137 of the Australian Patents Act, 1952 enacts:

"137. Legal Pructi tione rs not to p repare specifications ctc.~..A.
legal practitioner shall not prepare a specification or n
document relating to an amendment 01 a specification
other than a document relating to an umcndrncnt directed
under section eigh iysix of this Act-
(8) unless, VIi thin one year after the commencement of

this Act, he has satisfied the Commissioner that, at
any tlrne before the first day of January, One thousand
nine hundred and fif tytwo, he had practised as a

attorney; or
(b) unless he is act.rig under the instructions of a patent

attorney or of n legal nrnctitioner who has satisfie-d.
the Cnmrnissionor as provided by the last preceding
paragrcph.

: One hundred pounds."

specification. I might point out that in the corresponding provision
of the Trade and Merchandise Marks Act., 1958 1 persons in the sole
and regular employment of the applicant for registration are among

, those permitted to act and appear before the Registrar for their
,:·7f~principals. In the ~as~~f inve~tions for which applications for patents
~" nrc made by an individual, firm or corporation, it is possible that

their technical staff might be much better acquainted with the
technicalities involved in the invention and might be able to appre­
ciate and put forward the. salient points of the invention better than
even a Patent Agent. The Act should not prohibit the inventor
himself or an applicant for the patent from drafting his specification.
'There should be no objection, either, to allow an Individual, firm or
oorpo ra Lion to permit his or their technical expert, even though not
a registered Pa ten t Agen t, to draft his or their speciflcc1tion and act
on his or their behalf. There is no need in such cases to compel the

; individ ual. fiI'm or corpornt ion to resort to Paten t Agen ts for filing
their npplJcntions. But such technical experts who may be employed
by a n individual, firm or corporation to draft his or their spccifica ..
t ioris wil: nul. be al low ed to practise or describe themselves or hold
tbc:rnsclvcs (jut d~) Patent Agents in India or elsewhere unless regis ...
tered in th c
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PART II

129

NOTES or~ THE CL~USES OF 1.'IIE PATEN'rs an.t, 1953

Clause 2--Dcfiniti.on.,~.

326. I would a few changes in the expressions defined in
Clause 2. both by way of omission 8S \vell as addition.

(2) "Advocate...Gcneral"-I have suggested the emission of the­
reference to Advocate-General in Clause 38-the only
clause where it occurs in the Sin-and i: this recorn­
mcndat iori is adopted, the dcf.ru ticn mig:lt be deleted,
Even orherwise, it appears to r>? unneccss.arv.

(c) Section 4(1) of the 'I'r ade arid Mer chandis e I\1arks P..ct ,
1958 enacts that "the Central Government 1'0 ay by no u­
ncat ion in the 0 fllcia1 C~ J Z (: t ~ t: ::1 p n0 in t 0 nr rson to be
known 8S the Ccntrollcr-Gencra: 0'[' Pdtcnts.~Designs and
'I'rade Marks, who shall be the 1~2gistrar fc: the purposes
of this Act and the Controller or Patents a~d Designs icr
the purpes (~) 0 f the I Ii d i ~ 1n P ~l j : s ;.\ 11d I\.Ctil q 11. ~ s

rEne Covcrnrncnt hRVC a \rC'nd': ,:i:: officer v: i th
of the: of

'I'r ,1, d 2 rvI ~11' ks
t her C:' coU1d not be a f u;-t ~'l c·:' u 1.11:-" l,: ~ U l.... '.

onlce uridc r ~:ecti 0 n 5 0 f t hP ?;i tC 11t s Pl-ct. T'he prope t

m eth 0 d 0 f C0 -ordin ntin g th (~ Pro\' i ~~ ionS 0 f L;, c TrD.d ~; nn d
Merchandise IVlnrks Act, 1053 3 r-:c\, those in :; is i\ct would
be to define the expression "Controller" 2S 10110\V5:-

neon troller" I11CnnS the "Cori t ~oller-C;cn2~'zJ of
and Trade Marks".

(d) and (c) may stand.

(ee) After clause (e) I would suggest the addition of a deflni..
tion of the expression H(:()\:crr:;nent undertaking" which
I h ave used in my red raft 0 f clausc s 371 41 and 53 to 55­
'I'his might run:-
U 'Government undertaking' includes any industrial

undertaking carried on by: 3 C~()vernrnO:lt department
or by a Corporation ow ned or controlled by the Cen­
tral or a State Govcrnrnen t".

(f) In place of the definition of thl' \':ords Court' which
appears in t lio Bi11, I \VOU 1d S~q~I~CStntion on tho

:-; a rneli n e.s nsis f0 t1ndin s co C'~ ~ ;'.;: .2 ()[ t hv '1' r 0 de 2 n ci l\'le r­
chandise Marks Act, 1958. rrhc reasons for this definition
would be a ppnren t Irorn t:1C d iscus~; ion r o: ~l ting to t h i:
need for a new chapter Iollow ing clause 3 of the Bill.

(g) might be omitted since tho Iridian Patents and Designs
Act) 1911 has already been extended tothe State of Jan1n1U
and Kashmir.

4';';

(,;,.~~.

4

--+-



3

in
the

and \Per-sen
in resea rch or

Court, and in other cases,
under this Act",

<( 'Prescribed' means, in rcl a tion to

in sevcral
the Bill DB redraft-

In the ·U.K· received rnther a
construction as confined to those a

trade or manufacturing lritcrest. This not bp s uffl-
cien t to include persons in research. To Iju ~ the:
matter beyond doubt, I suggest the inser t ion of El
definition rending-
(pp) "Person includes

interested' includes,
a body or organise
research, in the; same field
relates".

.~a.

(Prescribed
ll---1'hc:

definition in the Trade and Tv1erch311-
di.se r~1 Q rks Act, 185D 0 f t 11 e is
more cornurchcnsivo and I

fcrnl~ This runs:--

In addition I would add a defini t ion
scribed mariner". The
is used in severa r ·clausc~ of

expression
definition of the expression "prescribed manner" so 83 to
include the requirement of the payment of the prescribed
Ice, would obviate the need for reference to the "pre­
scribed fee" in each clause. I would therefore suggest
the following definition of the expression "prescribed
manner":-

"(qq) 'prescribed manner' includes the p<Jyment of the
prescribed fcc)!,

III addition 1 would suggest

(1) th0 C1drlit10J1 of t hr: dct-lnition of the tcrrr. "l\cgistcr" 0~~ in
t 11 c TrndC [l nd rvl ere h0.ndis C 1'v1 a rks .1\ c t , 1958~
"{rr ) 'Register' means the Register of Patents referred

to in section 67 11
,

arid (2) a provision, in relation to the Controller, on the lines
section 2 (2) (d) of the Trade and Merchandise Marks Act,
1958, which rW1S- '

"In this Act. unless context otherwise requires, any
reference to the RCg'istrar s hn l] hf' ,('nn,h'norl .... N

cr

...,

.(t

"Invention" means, any new and useful art, process,
method or manner of manufacture,

machine, apparatus or other article, or
substance produced by manufacture: and includes aI1Y
new and useful improvement of any of them.

(ii) 1Lrcgnl Prac titioncr.c--The expression "Legal Pract itioncr"
is used in the chapter relating to Patent Agents. Ii not
specifically defined ior the purposes of this Act, the ex­
pression is apt to refer to 811 categories of legal practi­
tioncrs including several clc..aes of pleaders, as well as
rriuk tyars and revenue Dgents. I-IJving regard to . the
nature or the qualifications for (1 Patent
well 8S the qualifications n person who
before the Controller in proceedings under this
to possess, I consider it desirable to restrict the right YD
legal practitioners entitled to net or to plead in a High
Court. The definition might run:-·
"Legal Practitioner" does not include a person not

entitled to act or plead in any High Court.

(j)--may be omitted.
(1) - In place of sub-clause (1) I would suggest the follow..

ing:-
.. 'Patented article' and 'Patented process' mean respec...

t.ively an article or process in respect of which a.
patent is in force".

(n) "Patent l\gent t '- In view of D1Y rccornrnendatioris that
the Controller should maintain n register of Patent
Agents, I would suggest the following definition t o accord
with this rccornmcnda tion r->

If (Patent Agent' means n person tor the time being regis..
tcrcd in the prescribed manner as n Patent Agent".

(p) "Patent Officc"-the reference here should bo to 'section
5 and not to section 4 in view of the redraft 1 urn [e<YJm 41

mending.

(h) "Irivcn tion"--The definition of "invention" is contained
in sub-clauses (h) and (j). I have already discussed the
advisability of deleting the extended definition of "inven­
tion" suggested by the Patents Enquiry Committee &0

as to include "a method or process of testing applicable
to the improvement or control of manufacture" (See
paragraph 52 ante).

This apart, in place of the prcscn t definition, I would suggest
one, which I consider, taken in conjunction with a re­
draft of Clause 3 of the Bill, more accurately represents
the existing case law in the U.I(, and in U.S.A, regarding
the meaning of "invention", I would add that my draft
is based upon the language used in the Canadian and
U.S.A. Patents Acts and the decisions on this topic. The
following definition might replace sub-clauses (h) and
(j) :-

5· .....
.r '
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of inve nt icns set out in sub-clause
not patentable arid I would include in

(a), (b), (c) \ (g ) and (h ) 0 f su b-

3:30. 11Jost of
( 1) are alrnos t
this those
c lause (1).

331. P fl r u (d ) .--- P J ten ts for inve n tion sin the ne 1d 0 f plan t pre­
by nsexual methods [which would fail under ·para. (d) J are

'1L.;{~LlllLC1.lv nerrnit ted bv the Patents Acts of the U .S.lL and of Sou th
but not in .J~~'y other country. They have never been

gr2ntcd in India arid the enactment of r~ra (d) will remove any
doubt that might exist 8S regards the pa tc n tabi li ty of such in vcn­
hans.

332. As regards para (e) inventions of medicinal or surgical
t rcatrncnt of man are universally not patentable. Similarly cura­
tive processes for the treatment of plants or animals have been
held not to be liD. m8.nncr of :10\'/ rnnnufncturc>l and therefore not
patentable in the 1J.K, (vide Rau's app1ic3tion, 52 RPC 3c12-produc­
tion of lUP111 seeds of high oil content): in the 111C1ttcr of An1erican
Chemical Paint Coy's Application. 1958 RPC 47 (treatment of
cot ton plan ts) . In the 1T\(1ttcr or an ~lPP lic:l ~.ion by the Cnnterbur·y
J\,gricultur81 College 1958 H.pe 85 (treatment of sheep for increas­
ing the \vool yield). 1t appears thercforc thDt this type of in vcn­
tion is unpatentable in India also under the Indian Patents and
Designs ",J\.ct l 1911 when the statute uses. the same \vords "manner
of neVi manufacture ll

• To avoid doubt and clarify the law; I have
included the inventions specified in paragraphs (d) and (e) in the
f1rst sub~clausE;-\vhich has retrospective eff~t.

. .A mere ar.rangement. or rearrangement or dupl.ica-
,.. tion of known devices each working in an old or well-

known" way. #.
(2) No patent shall after the commencement of this Act

be granted in, respect of inventions claimlng-(a)
substances intended for or are capable of being used.
as food or beverage or as medicine (for men or ani­
mals) including sera. vaccines. antibiotics and biolo­
gical preparations. Insecticide, germicide or fungicide.
and (b) substances produced by chemical processes
including alloys but excluding glass.

(3) Notv;-ithstanding' anything in sub-section (2) inven­
tions' fof chemical precesses for the manufacture or
production of the substances mentioned in that sub-
section shall be patentable!' .

329. I have rearranged and redrafted the matter contained in
parag r aphs (8), ( b) and (c) 0 f the B ill. In a:i d i t ion I h 3 Ve inc1u d cd
the several types of inventions or alleged inventions which are uni...
versally or almost universally not patentable I consider that if a
statute proceeds to define what is not paten table, it is much mare
satisfactor-y that it should be as exhaustive as possible in respect of
that. matter rather than that some portion of it should be left to be
dealt with on the basis of the case ID\~i on the subject, particularly
in view of the non-availability in India of reports of cases
\~,' it h t his branc b of 12\v. The form I h2 \' e \v0 U 1d Je[1 v c not
much roorn for doubt or urnbiguitv ar.d \t,'(j:j make thendlTlinis-
tration of the ...Act easier. .

~

"t

t

l~

.il~.\.,

not to
not C2

claims
.shcd

d rnerc ,lei 111ixture
of

(b) An in vcnt ion the usc of which would be contrary to
1a \\' ur r110 r ali ty 0 r in j uri0 U s to heal th .

(c) The mere discovery of n scientific principle or the
Iorrn u in t ion of an ubst r act t ncory.

Methods of agriculture or horticulture.

(c) Processes for medicinal, surgical, curative, prophy­
1act icandot11crt rcqt 01 Cn t 0 f man 8 nd processes for
s i1'0 il ~ l r t l' eat rn(~ 11tor ani mal S 0 r l)1n11ts torender them
fret' of disl'~lSe or to increase th~ir c'CQnoiTilc value or
thrlt i)[ their

f) /\ I.,Ll11n l(J a substal1ce ubtJincd
r('SUI t 111~ ~ nil y i 11 t hC'

uf t L\' L'U nq)o rH~n

such subst ancc.
(g) l\ n1crc discovery of any nc\\' properLy or nc\v use for

akno\vn substance, or of the mere ne\v use of a
kno\vn process\ n1Bchine or apparatus.

laws

d3, \Vhat is not The follo\'/i~lg ~:h311

table under this Act Cind shell b? Gc.:crrlc::l
ha ve been ~

( 1) (a) ..A. n i n ven t ion \v hie hi::; f r i \' 0 lOU ~~

cont rarv to \!fcl1

reference to any officer when discharging
of the Registrar in .pursuance of sub-

section (2) of @ection 4".
(8) In the' definition, "true and first inventor" is defined

as the first importer of the invention and the
first cornmunlcatee from abroad. r have already dis ..

'cussed (vide paragraphs 116--123 ante) the reasons why
the definition should exclude these t\VQ categories of per..
sons. If the expression "true and first inventor" were
used for the first time in the Indian statutes the omission
of the extended dcfin iticn would be sufficient to achieve
the purpose. In view, however, of the meaning which
that expression has borne in the Indian Patents &

Act, 1911, I consider that it would be preferable
to have a definition excluding these two categorlea
of "inventors". The definition might then read:

Il(S) 'tr ue and first inventor" does not include either
the first importer of an invention into India or to
w horn an invention is ftrst ('nrn:rrlunicQtcd frorn out-

side India."

Clause 3·-What is not
327. I would suggest a revision of the terms of clause 3 first) by

3D exhaustive cnumeration of claims which are not patentable and
sccor.d ly , by rnak ing (1 in the: matter contained in sub­
clause (d) in r el.i t iori to "sustanccs che;niccrl processes
or intended for fuod or medicine".

328, I would redraft the clause as 10110'.'/s:---

.....;"

/'



C~~~ ~ and 5-Petent Omrc ~ncl H~ brun'rhc~; ul1G ContraUcr and
~~

340, In dealing v{!th the definition of "Con trol le r" in clause
2 (c) t I have pointed out the for linking up the provisions
of the Trade and Merchandise Marks Act \V1 th those of the Patents
and Designs Act. As the law r el atinr; to pJtents and that relating
to Designs would be covered by difi oren t pieces of legfslation! it
~v0 u1d be nee cSBary to a1ter the 1ast t \v () 1 i 11C.~ () [ ~ cc t ion 4 ( J) 0 f
the Trude and Merchundisc Marks Act. lSJ5U ttl rCJd-v-

"01) nnd the Con troller of Pn ten ts r() l' the purposes of the
PAtents Act, 19 t and the Regislrar of Designs for the
p.urp0.ies of th~ Desi'gns Act, 19 . "

341, In view of the provisions already m.ade in Section. 4 (1} of
the Trade and Merchnndise Marks Act for the vesting in the Cen­
tr:al Govcr~m~nt po,wer to appoint a person as the Controll-er ...
General of Patcnt~ Designs and Trade iY1nrks, it is not necessary

wtthln
'ihe
.but i-h"",..r-lniiti"'>_

, 14l1e

.,337. Pending applications might 4e .dealt with on the -sarnc basis
'as applications filed after the commencement 0'£ the :\ct. -li: trie
.case ,of ncn-resident foreigners, ,the cddreas for -Gervice in mai~ set
.out in the ppplicatioP~f) mlght deterrnine v!be -office where
the .OPpliCIltJQD for the ~Btent .could be -?nd prcceec.ec
'\vit.h.. In·.regard to applicatlons from parsons residen t in Inc.ia.
·t!1eir places of residence might determine the nppropr ia to office 01
.thc Patont Office for the abo-ve purpose.

338. As in the Trade and Merchandise VI.8rks Act, 1953 there 7.;il1
Ul,nve,to be a C1ertnltion of clli§h Cour t' so c:.S to l i.n k up the appro­
j'Jriatz office of the Patent Orhce w it h the pe r t.icu lar High Co urt
\vh~ch would .have jurisdiction in respect of patents registereD or
Mr:3n~~.A to be reg·jsterc-d in that office.

i\5 has been stu ted, the e x c l usive ]uflsdiction of the
Courts as would be corifincc to

(a) d~cicjing appeals from the orders, decisions arid d i rec':; CDS

of the Controller,
(b) entertaining petitions for the rcvccauor. c: patents. Ui­

~c) proceedings for the rcct ific.n ior, of the

(d) de term ina ti 0 n of corn pens <1 t ion . etc. u nde r c1a use 55,

Other legnl coricerni ng pC! tc:n ts S:lC h as su its for .n-
Inngcmcnt tor ~lnrQti~
:57) or to groundless thrca ts
.disposed by courts not inferior to
torial jurisdiction to entertain them
Codo of

. 4t-.1ol,

New Chapter .. IA

335. A new chapter numbered "IA" might be inserted after
clause ~) wl: ich may con tain the ne-cessary provisions for (1) the
detcrrn inat ion of the appropr iatc zonal office. and (2) the competent
l-ligh Court, .

336. The tc rl"i toriJ 1 ju risd i'ction 0 f the zannI of11ccs lr) en tcrt~lIl
applicntions fer the grant of patents \vould have t.o be defined. In
the Trade and Merchnndise Marks Act, 1958 and the rules, elaborate
previsions have been made for the determin.ation of the appropriate
office of the Trade ~1arks Registry in regard to existin,g mnrks,' I do
not think, that thj~ elaboration is needed in the case of patents. In
re~ard to existing patent$, they might be ~11 treated as having

f
"().

~~g. ,A. provtslor, ,~i~ ..t~~ be found in
thi pa1ent'laWS o! 8~Pa1' was enact ...
ed in the U.K. in 1932 in the U.K. Patent-go Amendment
Act of that year (vide proviso to Scotton There how •

.,~ ever i.t was confined' to inventions relatlng ' to "intended
..:/ for food or medicine" and the provision was in a slightly

extended form by section 10(1) (c) .of Act of 1949
under which it applied to substances used as fa,od
or medicine", I have however in the scope
of the prohibition to substances "capable. of for food or
medicine" because lcgically no differentiation "be maintained
between them and other substances, produced admixture merely ~

The language of section 10(1) (c) of .the lJ.IL 1919 has been
'the subject of severe criticism by Blanco White (f)Jde "Patents for
Inventions" page 153) and I have tried to adopt tl phraseology which
might avoid these comments. The result of the unpatentability of
process claims for eff ccting admixtures would in' effect mean that only
processes invol ving chemical reactions would be patentable taking the
provisions of, this paragraph in conjunction with sub-clause (3).

334. So far as sub-clause (2) is concerned I have in paragraphs
5i-to._l02 ante discussed the question involved in this recommends­
won in fun and I have recommended that the adoption of a provi­
sion on the lines of section 38-A of the U.I(. Act, 1907 to 1946 would
not be in the interests of the country. I have there suggested that
in regard to inventions relating to substances produced ,~y chemical
processes and also articles which are used as food or medicine ctc.,

~. no patent should be gra.nted for the product as suchbut the patent
grant ShOLl ld be restricted to claims for the processes by which the­
product is produced. Sub-clause (2) of my draft gives effect to
this recornrncndation. In passing I might make reference to two
matters:

(1) In substance this provision is in line with the provision
of the Swiss Patents Act of 1954 and I have already re­
ferred to the several other countries in whic}: simila::
restrictions on patents are to be found.

. (2) The second point is that I have included "alloys" as cherni ..
cal products to which the restricted rule as to patent..
ability should apply while excluding glass from that rule.
I have already discussed the reasons for this provision anc
it i~, unnecessary to repeat them.

,I
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There is no doubt that this is also the intention of the' Bill which is
sought to be achieved by the provision in Clause 9 (4)- which pres­
cribes the contents of at claim of a complete specification. It how­
ever, consider it desirable to restate in Clause 7· itself that -an appli­
cation for a patent shallbe for one invention only. If these changes
arc, effected sub-clause (1) might run:-

"7. Form of AppUcntion:-(l) Every application for a patent
shall be for one invention only. It shall be made in the

. prescribed form and shall be filed at the appropriate office
of the Patent Office!'

316. Sub-clause (2).-This corresponds in general to Section 2 (2)
of the U.1(' Act of 1949 except that Clause 7(2) (b) enables the
original deed of assignment to be filed as an alternate to the
filL.l)g of the consent of "the true and first inventor". The object of
re~uirlng the consent of the true and first inventor is to
&a~egunrd his interests and ensure that no application is made in
fraud of. his rights. On. the other hand the purpose of calling on the
uppllcant to flle the original de-ed 'under which he claims his right
to apply is that evidence might be available to the Controller for
deciding the right of the applicant to file the application. As L'1e
objects of these t\VO requirements are different, there is incongruity
in making them alternative conditions as has been done by this
sub-clause.

347. Further, the fl1ing of the original deed under which the
claims might not furnish all the iruorrnat ion necessary to

the Controller to accept the title of every assignee-applicant.
In the first place, the definition of is comprehensive to
include the legal representative of 3 de-ceased person, and hence
probate or letter of adrninisiration migbt be needed in some cases
('-vide Rule 10 of rhe tJ.K. Patent Rules, 1949). Secondly, the title of
the applicant from the inventor might be traceable to more than one
deed, and the sub-clause as drafted is defective in that it requires the
applicant to file only the last deed under which his title vests.

348. 'I'hc applicant would. no doubt have to establish his title to
make the application unci for this purpose it is sufficient to require
him to file an affidavit setting out how he traces his title to the in­
vention. The rules might make provision for the particular evi­
dence which he must produce to prove his casco

349. I would suggest that clause 7(2) might run:-
"Where the application is made by virtue of an assignment of

the right to apply for a patent for the invention, there
shall be furnished \vith the :iDplication 0: with i n such
re rio d (1S m ny br prescrib crl ;I f t 'e'r th c f J ine; ()f t h (> a Pp1!C ~! ­

tion-

(£1) an nffld3vit by the pCrStlJl C~alrl1ing to be t11(i true Zdld

nrs t inventor or h is lc g ~11 r f' pre ~:en t.:)t ive . s ta tl ng
that he assents to the I113king of the npp1icntion; arid

(b) an affidavit signed by the npplicant setting out the
facts relied on to support the applica tion."

The statutory 'declaration; under the U.K. Act is analogous to an
.affidavit under Indian law (vide Rule 141 of U.!{. Patent Rules,

it
~r

1;
,J*

i ca t ion('Llll.'l' 7-FOrtH of

the provision empowering the appointment of this officer
in Clause 5. I would further suggest .are~rran.gement
lstons in Clauses 4 and 5 of' the Bill so as to secure
with the corresponding sections of the Trade and

Marks 1958. The following will achieve this
clauses might run thus:-

Controller and other officers.-{ 1) The Controller-General
of and 'TIrade Marks appointed under
Section 4 of 'I'rade and Merchandise Marks Act,
1958 of 1958) shall, for the purposes of. this Act,
be Controller of Patents.

(2) T\hc Central Government may appoint so many exarni ..
ncrs and other officers with such designations as it thinks
fit for the of discharging under the superinten-
dence and of the Controller such functions of
the Controller this Act as it may' from time to time
au tho rise them to, discharge."

(45, Patent Office and ~ts branche3.-( 1)F\or the purpose of
this Act there shall be established an office which shall be
known as the Patent Office. I

(2) The Head Office of the Patent Office ~hall be at 'Such place
as the Central Government may specify and for purposes
of facilitating the registration of patents, there. may be
established at such other places as the Central Govern­
me nt may think fit, brunch offices of the Patent Office.

(3) The Central Government may, by notification in the
Official Gazette, define the territorial Iirnits within which
such Head Office or branch office of the Patent Office rnav
exercise its functions. v

There sh all be a seal of the Patent Office."

Clause G---Pcrsons entitled to .apply for a patent

~42. The language at the three sub-clauses is taken from section
} (1) (8) and (b) and section ] (3) of the U.I<.. Act of 1949. The U.K.
section embodies the rccornrncndution of the Swan Con11nittee who
suggested that an assignee might be rendered eligible to apply for a
patent and prosecute B patent application. Clause G is comprehen­
sive covering every case of assigntl1cnt and devolution and
t hcr« [ore stand.

:)43. 1 need hardly add that in view of the altered definition of the
expression, "true and first inventor" in Clause 2 (8) i fJ. person who is
the first importer Of a cornrnunicatee of the invention in India, would
not bee ntit rc c1 t 0 ~ { PrJ1~~ ~1sa" true a nd .f r stin v entor" u nder C Iause
G

:)4~1 Sub-Clause (l).--ln view ()f the provrsrons l'L'latulg to i nc
t C r r 1to r ia l ju r isd let ion ~ ,f the head ofiicc and br.inc 11 offices of the
PJ ten t ()f1i~'(' and to co-ordinate this w! th the provision as to the 'High
Cour ts it \\'ould be necessary to make appropriate changes in
Clause 7(1).

345. Section 35 of the Australian Statute, corresponding to Clause.
7, requires that every npplication shall be for one invention only.

. ...--
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h1111;":

~'underWtin.g that he up t.o
~'~cep~.~"Qf W9'complete 1ifxcLficatin~~
cominuntcate to the Controller similar
every foreign application and subsequent to
any set cut in tho statement in the 'previous sub-clause
vlit~lri [j v,,~eltgb~ his apprised thereof: -

(~) (a) a statement .~~tting ou ~ qetsi1~ of all objecti011!J
taken and orders passed on the ground of ­
non ·lacldng novelty or p:1tentab{li~( and any
menlo effected to the and claIrnn In
fore!gn' countries in to the r;.et -'ou t
in (a) and (!J) of sub-section (1);

(b) an undertaking that he would up to the date 01 the
acceptance of -the spcciflc2tion, communi-
cate to the Controller of QU objections
orders' passed on the ground of the invention
novelty or patentability arid d12 arncndments ,..,f-ii=~~~M

to the apocifications or c1uin~:~ 8Dd made
to that statement specified 1;), sub-section (1) \7i:h ..
in 8" weeks of his

a54. draft of CIa use . I h8 v e rcfer rcd to the
the and trIOSe from

un der h i ITl \ I , I a ITl COD setO1.1!)

are made not but tv/,£) or more
Indian the scIe but

have not, nov/ever,
for this contingency

Uvv.-. '.\,-Ul,..l'vli~ ~ abroad is
that it is bv

him jointly with another. 'In this view I am supported the inter­
pretation which was placed on a similar provision in regard to con­
vention application in Switzer's Patent 1958 R.P.C. 415.

355: To secure compliance with this provision as to the disclosure
of information regarding foreign appl ica tions for the same Invarrti on.
I am adding to Clauses 21 and 37 words to Include failure to com ...
municate information in of an a onl icnnt. os ,..~ ..... ,..~;h'+~.
~ ground of opposition revocntion

~:fnusc 8--Provi~ionnJ end Cm11plc{c

~3 56. Sub..etc usc (1) .- Unde r Sceli (J n 41\ ( l) 0 f the PDtcn t;; aDd
I\.ct of lOll, n conlplctr specrflcJLion h3S to be fllcd v/it.hin

nine Jnonths fron) the date of the application and the nccompnnying
provisional specification, \vitb n pcrrn issib1c ex tensIon by one
on request rnndc by lhe applicant to the Controller for
Tbc Patents Enqujry Comm.ittee, while recom.mcnding no
the initia} period of nine months prescribed under section
the presen t su..ssested· that the of one
for e·xtension may 'be' en-h't!n~ed to months.
the Bill ado'pts' this recpmrnendRtion.

194Q)~ apt!~ I ha~e aubstttuted the word (affidavit' for 'declare..
~·~·~s in tbe BUt . _
~e:'~ to the ~~~t'of·~he teo In C!~

7(~ (t?) Indgh\ be omitted tu'View <>t the expre~
.,.pte8cftbled·!timtmert~, "

Clewe 7A~Inf~rn1U~ion and ~~crtahJ.ngs foreign applica-
liorUi ' . , . . . t~,~ .

350. In' n.q,dl~}.jRn to thed.oj:ulll~:nts Bet pu~ in Cl~U:>i; 1(2) it would
be usefill to reqhfre the applicant to 'f4-mlqh ti1.c; fqUQwlng further
i~i~rrrm~on. The majcrity ~f the appl1c~nts f~t pnte!lts' in India
are fdM-'1gt\ natidlloicr til1d in ooverar~acc~-:the appHct.tion in' India is
for the '~~efoi·($ubstontial~y"fLl~ same -invrCh~on as that for which
011 nppUalUop b ~j~i~,(:.J.'t hOji already been made by them in other
eountrles. 1t v;oulc1 '. b~' ox lld~antage 'therefore if the is
reqtnred t~ 5to~ whether he hall made any application
for the"MlrU,e' er subotantlafly tlieaame Invention as' in India anv
toreign cotl??try or countries, the' objections, if any, raised by th~
Patent Oin~3 01 such countries on the ground of want of novelty or
unpatentabltity or otherwise and the amendments directed to
be made or ectuall y made to' the apecificatlon r or claims in the fcretgn
country or countries upto lthe date of acceptance of the application,
This matter acquires added Importance by r'eason 01 the' 'change
which I have suggested in the content of the publications \vhlc!1
should o\onstit~ anticipatron to deprive an invention of novelty.
j;-~ publ1~ritlori abroad' before the relevant date would also constitute
anticipBt.50;Q·, thts 'iuiormation would be of 'great use for a proper
~J';:\!I~lrratj0n of l~e application.

6;}1. I vlou16 ,further suggest a provision for
nppJi£8nt keeps tbe Controller informed of any further
cctioas made and oJ the orders 'made on such
dnte -01. the ·'k4ien application. Naturally this would have to be in
th1:: forrn of an 'undertaking to' be filed by the applican t.

·352. A provision of this' sort is not at all unusual. Somewhat
similar obligntlons are laid 'on applicants for patents in Canada by
Rwe 30 of the Canadian Patent Rules. Beaides, at the recent Com­
lOOn:ty.>calth Conference on Patents and Trade Marks at Canberre the
f0Hc;~::]-U13 .reselutlon was passed unanimously i-c-

"This Conference recommends to those countries of the Com ..
rnonwealth which undertake novelty search under statu...
torj' provision that they shquld provide in their legisla­
tion measures whereby applicants tUfty be required to
furnish the result of searches 'in othe'r PD tent Offices."

353. Clause 7~A might run:-
1'7-j\..-Infofl'Uation and Undcrt1Jkin~;s

~otiQ.n.:1.-ltvery applicant for ;1 pa tent
8~p:;ication fHe--

{l) (a) a statement setting out the nan1C of the cuuntrYt
the serial number and date 01 flli."lg of all appl1cDtions
for a patent for the snme or substantially the saine in~

yentiori as ~c+93ect .~y the prpvisional or cornp1ete
5~iflcation 'as' the \case rri~Y· bet fn~d under this" A~~,

...Jr
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section though this is implicit from the other provisions of the U.K.
Actvwith .reterence to. 'anticipation etc. The language' of the sub­
clause which specifically 'pro~des for the applications being in the
name o.f the same applicant puts the matter beyond doubt and
might therefore be retained.

362. It should, however. be pointed out that the Australian
Act has in addition a provision for applications fer ir.ven..

tions which are cognate being made by different applicants and for
these several applicants being granted a patent jointly [vide Section
50 (4)]. Under the British system, this type of joint gr-ants
wouldriot be possible. I do not consider it necessary to adopt the
nddltional Australian provision and would retain Clauss 8 (2) L",: its
present form,

, ~63. Sub-Clauses 8(3) and 8(4) may remain as they are. T.::ey
are substantially reproductions of Sections 3 (4) and 3 (5) ot t.he
U.H:. Act.

141

Clause 9-Contents of Specification
364. Sub..Clnusc (l).-This is substantially taken f'rorn Seci.ori

4 (1) of the U.I{, Act, 1949 and might remain.
·365. Sub.. Clause (2).-P\.2produce~ in substance Section 4.(4) of

the Indian Patents and Designs Act, 1911 but does not include S:lb~
Section (5) of that Section. That sub ...section runs->-

"If in any particular CB.S2 the Controller considers tn:: 211

application should be further supplemented by a rnoCE.; or
of anything illustrating the invention 07

to constitute an invention, such model or sample 25

may require shall be furnished before the acceptance of
L1l2 application) but such IT10del or sample shall no: be
deemed to Iorrn part of the specification".

3G6. A provision on these lines \V2.S f1 rst introd uced in the 7"j.K,
Patents Act in 1907, The rationale of this requirement of sample
was thus explained by the: Comptroller in his Annual Report of the
U.K. Patent Office for 1907-

"With the object of checking applications for speculativc
patents for alleged inventions based only on chemical
theories, and not subrni tted to the test of experiment,
Section 2 (5) h;15 provided that where the invention in
respect of which an application for a patent is made is a
chemical invention, such typical samples and specimens
as may be prcsc~ibed ,sh8,11 t . :f , in any" p~1r~icu13r case t~c
Corn nt rot le r considers It desirable, be i urnishcd before ~hC'
accept anc« of the complete

Frost in his Truat isc on Patents (Fourth Edition, \:(il.
15) explains the object of conferring l~lc powor on the
to require samples

"The object of giving the Cornpuollcr the above power is to,
prevent the grunting of mere blocking patents. It is to
enable the Comptroller. on behalf of the public, to be
satisfied that the alleged invention will really produce t.he
results stated. If a claim be allo\ved \vhich is in terms
sufficien tly vague to apparently include the production of

•

~";i

provisions of the Ll.K. Act of 1949
and under the Australian Patents
and 41(2)] the time for .filing a complete

specification has accompanied the
with a permissible extension by an ..

cause. malting the maximum interval bet...
and complete spcciflcatlon 15

357.
(Sections 3 (2) to 3
1952-195-5 (Section
specification, where £1

application, is
other 3 months for
ween the fHine! of
months,

358. Under the earlier Ll.K. Patents & Desi~ns Act of 1907) the
initial p-eriod was fixed at 9 months with a possible extension by an..
other three months but as the total time of 12 months was found to
be it was extended to 12 and 15 months res-
p~ctively by the Act of 1932. The SVJan Committee sug-
gested no alterutlon in the state of the

359. The as to the precise limit of time to be permitted
for the of n complete speclflcatlon has to he determined
the; balancing of t\VO considerations: (1) It is not in the
interest to have too u period of secrecy for an invention; (2)
Inventors, however, do require a period of time for developing their
inventions. The object of the system of provisional specification is
to give .t ime to the inventors to clevelOp--thcir inventions after the
basic discovery has been made, so that they are in a position to
specify in the complete specification the best mode 01 performing
the invent ion. In this connection it is to be noted that a vast maio",
rity of applicants for in India are foreign nationals. \Vhere
the ,Dpplicati?ns nrc f rorn the Cornmon\~ea~th ~ountr..ies with \vh~m
we nave reciprocal for priority dates '.lor patents, the
mujority of them 3fC under the reciprocal arrangements which
require thnt the should be accompanied by D complete
or cificat ion [v?de section 78A(3)) proviso (a) of the Iridian Patents

Act, 1911 and Clause 82(1)(a) of the Bill]. In the cnS0
also I a complete speciflca tion is more

oft en fil('d \vi th the appliCElt ion t as in sove ra 1 of the i r 11 0 D1e coun -
tries, (e.g. Amerlca or Germany) there is no system of filing of pro­
visional specifications and the Indian application is made subsequent
to the Gling of the application in the horne country. The result is
that the majorlty of the provisional specifications filed at the Indian
Patent Office are fr orn Indian appl icants. During the period 1950-­
57 out of 20,222 applications for patents, (out of which 3,573 were by
Indians) t 2860 applications were accompanied by provisional speci­
fications and of these 2091 originated in India and only 769 from
abroad. In view of these Iacts, an extension of the period for filing
the complete specification after the date of filing the provisional
specifications would benefit mostly Indian nationals to get their
cornplctr- spccificntions i.. proper order for being filed,

rcco mrncnd that Clause 8(1) tTl~1Y be amended
of 12 months wi th u possible extension by

(l not hC'r .1 111o11 t hs (1;1 th (I 1in os 0 f sec t ion :3 0 f th c: IT .1(. j\ c t \vh tc11
h::15 he(';) lolln\vcd in !\ust.r~di~l nnrl New Ze~11ftnd.

361. Sub·Clnux- (2) .--]'he corresponding provision in the U.K.
Act. 1949 is section 3 (3) which, however, does not specifically
mention that the two 01: more applications accornuanicd by provi­
sional spe<=iflcations referred to in the clau.se should be in the name
'of the SRme applicant in order to attract the provisions of that

-t'
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ab-ovethe

uf three ne'Vi
of tJle Bin or

d ate for cac he] ain1 0f ncom-

which

claims are not allot ted
the matter becomes 2D

we consider that there 2?e
......".~'"'."..;hr dntcs in the r't"",-"""4r.",

1n ..... v .. .".. ,...",..,~ "'.,,....,.,..,

_1,M •

,...... ro..( a \..U,Uil-'~"-l,."-,,;

the applicant
that claim."

r:H uirernent of this is carried au t in Australia
rules framed Pa ten ts Act. Under
paragraph (11) of II of th e 3rd

d'1tc of each claim in the specificat ior: is required to iJe

the appl icant at the end of each c1ai m. I consider tho Austra l ian
provision to be all improvcrncn t over thC' T3 r i tis 11 pin ct i CC' 0 nd 1 \\'OU 1d
.~r>",""~ yon I~"·H~ its adoption in India.

371. I would further suggest the ndd
\vh ieh nrc not to be found ei ther in
5 of the U.K. Act. 1949.

372.
,and is a..,upnca Ole
been
of .~'l"'\'I"'\1Y~~"'n"r,,'C!

~v

;... . ~,:-..~

'368. Se<:tion 36 (3) oi the UmiUlian Act enaole5
-charged \yhere the n \.UTIher
cntiop exceed 20 !oJlo~.i~ in
"Ln\v 9! the l:nited. Sta.tes.
for !ilo:"t!on. · This \\'ou1d have

~

;ii,V.;i~

~ til~._~~ ~~ ,8.'~ pl.' ~~ct, .~ ~~.~
. "" .roduce .by ~e .-il:leged'~~vept~Qti 'Ple pa~t ~y.

b~ 11..,' !to ~~,. ~. ,Ill,'.1?S~~.r,·~:!lme:~l.tQr,iO;,US,_, )nv.en.,tq",r. '.Wh.'1'4,)?y ~' ~ent m.Ym;l~~, ~ ~~tR. l?~ ~h yC~~..
cal . When "the Comptr~r.qmS~iiis· l.t degir~~
to cell for samples and 6,~,imens ana.' the applicant is,unable
-to pr<>duee'them, or artis~ jjie:Oalnp1rollex- that thC)j
be .prodaced, the Comptroller C{L'G'};' upon' the .·l'cpDrt of'
Exa~r, either refuse t.""e :~ppllcation or zequtre amend!
mont on: the ground tha~:·-t~t:1~cati~~~~npt:Wrl)t.~~;
describe the unture,of Ow 1nv.entirin,·' TbLfJ p~M m~y··'~:·

able~ ~omptroller to .preVltnt the' dog',in~~ '.
tacttas~iNbicbl?reviou.s1y were; mBOrne cases;'pra~~J::r:;

patentees whose claim! were .purposely drafted-In langtm~
~~9J~!1~)Y 'Y~fPJe ~p. J;1~~r to c4Jjt;n chemica]: ~UJes _..~~'.,-,··n.~
w.ht~ could poi/h.e p~.oq~~ by tP~ alleged invcntlon,"

tI consider this therefore a useful provlslon which deserves to 00
.rctnined (vide also section 40 of the Canadian Patents Act).

~ ·'1 •

~~7, Sub..Cla~e (3).-Th~ deals with
·gpeclfication and 10110\'/8 ~h~ provision C011ta4'1f~d
.section 4 (3) of the U,K, Act Which
.40(1) , of the. AtWtr&liao in

~ (Section 36), however, 11i more detailed brings out the
.of the decisions on what a complete specification should con tain. I
.cansider that the ~prm adopted in Canada might advantage be

-..... adopted here v;i~h sultable changes. In plsce sub-clause I
.~vould 'Suggc-Gt th~ ·fpllowing :

Cl9 (3) (0): Every complete specifrcatlon 5tH~1l corr-ectly and fully
describe the invention' and its operation or use. as contern­
plated bv the i~tor, tncludjl~g the best method of per­
iortning"~the invanticn which in known to the applicant &0

~s WW~ingui&b tile mv~~wn .~~ the art and shall
set tp.+-t~ clearly the various steps in a precess, o~r·

method of constructing, making, compounding or
machine, manufacture or composition 01 matter, in
clearvconcisc aad exact terms as to person
sl~~ll~ in the art or ~~qce to ~yhlch ~t appertains, or with
which it ~s most closely connected to make. construct, corn..
pound or use it: in the caseof a machine, it
the principle thereof, and the method which tho
application of that principle is contemplated; the case of
a p~oc~ the necessary sequence, if any, the ~3riou~

steps s~?11 be explained.
(b) The specification &hail end with a claim or claims defining

the scope of the invention and ~tating distinctly and iu
explicit terms the thinliS-, combinations or processes thnt
the applicant regards as' new and to which he claims to be
entitled to protection,H

....,



....
....{

i

the case may be, ~e prio~ity date of that claim
oo~'~of, theJi1.ing.¢' ~t:Bpedftcation in \Vh.fch

was first discl~; ',:; ;1"

-Where; under the foregoing provislons Of this section. any
. .claim 'Of'8 complete apeclffcation Would, but for the pro-

,vi?1cms of this Bub-section, have two or more >'rloritr dates,
.' .. -the priority date of that, claim shall be the earlier or

, earliest of those dates, .

(7)"Iri't\hfeoseto which sub-sections (3) to (C) do r.o; ::.;:;:~y_
; t.he ·,priority,·date .of a cla.L'11cllal~-6ubiect to the Dro.:i':::'G:1s.
r'f {~·'~~ticn 83' be the dat Q oC' CHin""'- ot: ti-- e '-''',~,,,,,'~i,.e· ~:.~,-~.~.C?-

~:., t!Q~~ .." .· " L 'l5 t : .. ~V''''''''H .~l~~'-'--'- "

'{BY There£erence to the ,date, of ~e I~ling ~f the Llf?~ic:~:~
t:~;ft/fJli~··;Q{*t.~·.complete .speclficatlon 1:.1 this secucn nhnL, 1.;.1 C3..S:---~

, . ..:.• i 1'3rt"'.t\ ther has l..",-..~ n ~.n+ cl'a~IT"\'- ,t~M~"'" ,..,!,l~nnf'lJ.-,.... __ C" It) ~" ',\'In""", ."",0 ""' ,r-:",u. '" • ...." L~_.g '-UA"""''' "''''-""~-'''-l';-'d'' •\~Ior <3)01 Section 16 of t " J\ct, be n :-ciC1"'2n~C? to t:12 cate
, an ;;0 post-dated.

./l. clatm in a complete specification of n patent shall ilCt b2
'inv"~lid by reason only of-

'{a) the publicat ion or use of the inV2'i1t1on so fur ~;S c18i..~-::C'd
in that claim on' or after the datc:) c ~" :.213 [
claim; or

(b) the grant of another patent \vbJch :1~~iClS tll~~ ~;~\'",~c:'Zi~
tion, so in!' 8S claimed in the nrst H-:entionc-d C'lJ:~T, in
a claim of the same or a !ntc: prioi.'llty date."

<Cln.n.se ll,-Examinntion of !~ppHcnHcn

376. TIllS clause is certain! V on O~1 the
tion 5 of the 'Indian Pa tents [111d Designs Act, 1911 -in th~-~i it
pcrticulerly the functions of the Examiner and the con ten t~; of 11 is
report In substance, this clause follows the provision of th.e U.I(.
Act, 1949 [Section G(l)]. There is, however, certain Dmc:u;.~: af
redundancy in it. sub...clauses (a) and (b) somewhat overlapping: and
besides, the clause fails. to rnal:e provision for the considerutio:1 of
objections based on Clause 3.-

377, There is one other rna tter which logrcnl!y folloV1S from the
amendment which I have suggested to Clause 10 of the Bill rC[;lrding
the inclusion of provision on the lines of Section 44 of the l\ustr2Jian
Patents Act, which requires every cornpleto specification to specify a
priority date for each of the claims. If this is accepted, there' would
have to be a ·provision for the exaroinattcn of this matter' on the l~nes
of Section 47 (2) of the Austrcuan Act. The follc\ving rcc1rnft \7i11
irnplcmc:nt nbovc suggestions:--

l6RL~a!nination~ofAppHC2t.lon.-(l) \\'hen the cC
l
rn C.;2 te

spe-cification h83 been fUed in respect of an npplic:ltiC'1~1 felr
a pate:nt f t.he appLication nnd the speciftcution or ~;Dc{'iEca­
tions relating thereto shull be referred by the Controller 11)

An E>{an1incr for 111aking a report to him in respr.ct of the
. follo\ving matters. namely- ,

(a) \vhether the npplication and the specification or speci­
. flcations relating thereto are inaceordancc \vith the

.requirements· of this Act or of ,~ny rules milde there­
under,

~

either in t.he

da tC5 of claims of n complete speclftcnncn.c- (1)
be a priority date for each claim of a complete

spec i fication.
(2) Each claim of a complete specification shall indicate the

date which the applicant considers to be the priority date
of that claim.
Where [l complete specification is filed in pursuance of a

upplicatlon accompanied by-
a speciflcation, or;
by a specification which is treated by virtue of 2

direction under Dub..section (3) of section 8 as aprovi­
siorial speclflcatlon;

and the clairn is Iairlv based on the matter disclosed in the
referred to in (a) or (b) above, the priority

of that claim shall be the date of the flUng of the
relevant specification.

(4)Vlhere the comflete specification is fl1~d or proceedc~ w.th,
in pursuance .o two or more applications accompanied by
such specifications as are mentioned in the preceding sub..
section and the claim is fairly based on the matter disclosed
(a) in one of those specifications, the priority date of Lt,at

cloin1 shall be the ciate of filing of the appl ication
3ccornp.anied by that spe-ciflcation,

(0) p3rtly in one and partly in another the priority dntp
of that clnim shall be the date of the fHing of thr
np,)licntion D~'COmpanieci by the spccific3 tion of the
lot:?l"' date.

(5) \\There the romplcte, specification ~1ng been HIed in pur­
suance of i3 further application' made by virtue of Section

of this' Act and the claim is fairly base<l on InQtter
alSCIOSt~ in nn~i of the earlier s.pecifications. orovisional or

filing s complete speeinca­
appncauon in order but at the

or partially invalidated by
dtsclosure Or application made meanwhile" (Terrell
of Patents' page 39).

ha ve eflect to the principle behind this last observa tion ~n

the redraf ted (8).

374. The iother is a provision for determi,nlngfhe priority idatc
where n specification is preceded by more than OM provi-
sional and a claim 11t based, on matter fairly dlsclcsed
partly 011e and partly Inanotherot these provistonnl speclficattcns.
'I'he Australian Act does not make provision xor such a case, ond in
the of a specific provision, the priority datewould be the date
of the of the complete specification which is not proper.

The Jollowinr redraft of Clause 10 would implement the

~
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