

















1940); and henep I have substituted the word ‘affidavit’ for ‘declara-
tioa' whigh- ocys in the Bill. B

The tefersit¥ to the payment of the prescribed (ee in Cleuse
7(4) (b) 'might e amitted in’ view of the deknition of the expression
“pdésctibed taaner”, I : :

Clawse TA~-Information and u@gieﬂakﬁngs regarding fercign applica-
dons . oo '

350 In gdditfan to the dowg:umims set out in Clause 7(2) it would
be useful to mzéhire the applicant to furpish the following further
information. The majority of the applicants {or' palents’in India
are' {oreign natidnalo and in saveralcacca’the dpplication in India is
for the same or'substentially tid dame invéntion as that for which
an epplication Y¥gr pucat hos already been made by them in other
countries. 1t would Le of sdvantage 'therefore if the applicant is
réquired to stole whother he hay made any spplication fer a phtent
for the same 61 substantiaily the dawe invention as in Indla in ony
foreign country or countties, the objections, il any, raised by the
Patent Offices of such countries on the ground of want of noveliy or
unpatentsbility or otherwise and the amendments directed to
be mede or actually made to the specification or claims in the fereign
country or couniries uplo the date of acceptance of the application.
Thiz matter acguires added importance by veason of the  change
which I have suggested in the content of the publications which
should oonstitule anticipation to deprive an invention of novelty.
As publicgiion abroad before the relevant date would also constitute
anticipation, fhis 'information would be of great use for a proper
eusminglien of the application.

351, 1 woulg further suggest a provision for ensuring that the
anplicant keeps the Controller informed of any further f{oreign eppli-
cotions made and of the orders made on such applications after the
date wf the Iedien applicetion. Naturally this would have tc he in
the form of an undertaking to be filed by the applicant.

352, A provision of this sort is not at all unusual. Somewhat
similar obligations are laid on a}}plicants for patents in Canada by
Rule 30 of the Canadian Patent Rules. Besgides, st the recent Com-
mardwsalth Conference on Patents and Traede Morks at Cenberra the
{ollcwing resedution was passed unanimously:—

“This Conference recommends to these countries of the Com-
monwealth which undertake novelty search under statu-
tory provision that they should provide in their legisla-
tion measures whereby applicants may be required to
furnish the result of scarches in other Patent Offices.”

353. Clause 7-A might run.—

“7. A —Information and Undertokings regarding fercign appli-

catisns.~—Every applicant for a patent shall along with his
cpp-ication file—

(1) (a) a statement setting cut the name of the country,
the serial number and date of filing of all applications
for & patent for the same or substantially the same ine
vention as disclosed by the provisional or complete
specification as the case may beé, filed under this'é&pt.
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made in any country outside India, by either the appli-

, cant or %6 his knowledge by some perscd “throagh
5 -%qom‘be‘ﬁaim'or by some person deriving title fram
imy T '

(b} an under i:m that he would up to the date of the

' dpicep.téhggﬁ his ‘complete specification, filed in Indls,
communicate to the Controller similar details "o
every foreign application and subsequent to those i
sny get out in thé staterment in the previous sub-clause
within § weeks of his being apprised thereci;

(2) (a) 8 statement setting out the detsils of all objections

© tglien and orders passed on the ground of the foven-
tion lacking novelty or patentabillty and any amend-
ments effected to the specifications end claims {n gsuch
toreign countries In regard to the opplications cet out
in (a) and (b) of sub-socticn (1);

(b) en undertaking that he would up to the date of the
acceptance of the complete specification, communi-
cate to the Controller details of oll objections taken,
orders passed on the ground of the fnvention lzcking
novélty or patentability and the smendments effecte
to the specifications or cla and made subsequent
to that statement specified ih-section (1) with-
in & weeks of his being appr: thereof.” .

354, In my draft of Clause 7-A. [ have veferred to the applica-
ticns made abroad “by the applicant and by those from wham he
claims and. by thase claiming under him’. 1 am consclous that
often encugh applications are made not singly but by twn or more
individuals and that the Indian applicant might not be the sole but
a joint applicent in the foreign country. I have not, howewver,
thought it necescary to meake specific provision for this contingency
in the text of the clause, because I feel that an application abroad is
none the less one by the applicant here, notwithstanding that it is by
him jointly with another. In this view I am supported by the inter-
pretation which was placed on a similar provision in regard to con-
vention application in Switzer's Patent 1958 R.P.C. 415

355. To secure compliance with this provision as to the disclosure
of information regarding foreign applications for the same invention,
1 am adding to Clauses 21 and 37 words to include failure to com-
municate information in possession of an applicant, as constitutmg
a ground of opposition and revocation respectively.

|8}

‘fause 8—Provisionn] and Cemplete Specifications

356, Sub-Clause (1).—Under Scction 4A (1) of the Patents and
Designs Act of 1911, a complete specification has to be filed viithin
nine months from the date of the application and the accompanying
provisional specification, with a permissible extension by one month
on request made by the applicant to the Controller for proper cause.
The Patents Enquiry Committee, while recommending no change in
the initial periog of nine months prescribed under section 4A (1) of
the present Act, suggested that the pericd of one month allowed
for extension may ge enhanced to three months. Clanse 8(1) of
the Bill adapts this recommendation. )



357. Under the corresponding. provisions of the U.K. Act of 1948
[Sections 3(2) to 3(5)] and under the Australian Pstents Act,
1952-—1955 [Section 41(}) and 41(2)] the time for {lling a complete
specification, where a provisional specification has accompanied the
application, is twelve months with n permissible extension by an-

“other 3 months for proper cause, making the maximum interval bet-

ween the filing of the provisional angd
months. .

358. Under the earlier UK. Patents & Designs Act of 1807, the
initial period was fixed at 8 months with a possible extension by an-
other three months but as the total time of 12 months was found to
be inconveniently short, it was extended to 12 and 15 months res-
pectively by the Amendment Act of 1932, The Swan Committee sug-
gestzd no alteration in the state of the law.

3538, The question eg to the precise limit of time to be permitted
for the filing of a complete specification has to be determined by
the balancing of two considerations: (1) It is not in the public
interest to have too leng a period of secrecy for an invention; (2)
Inventors, however, do require a period of time for developing their
inventions. The object of the system of provisional specliication is
to give time to the inventors to develop their inventions after the
basic discovery has been made, so that they are in a position to
specify in the complete specification the best mode of performing
the invention. In this connection it is to be noted that a vast majo-
rity of epplicants for patents in India are foreign naticnals. Where
the applications are from the Commonwealth countries with whom
we have reciprecal arrangements for priority dates for patents, the
majority of them are filed under the reciprocal arrangements which
require thut the mpplication should be accompanied by a complete
specification [wide section 78A(3), proviso (a) of the Indian Patents
& Designs Act, 1911 and Clause 82(1)(a) of the Bill]. In the case
of other foreign applicants alse, a complete specification is  more
often filed with the application, as in several of their home coun-
tries, {e.g. America or Germiany) there is no system of filing of pro-
visional specifications and the Indian application is made subsequent
to the filing of the application in the home country. The result is
that the majorlty of the provisional specifications filed at the Indian
Patent Office are from Indian applicants. During the period 1950—
57 out of 20,222 applications for patents, (out of which 3,873 were by
Indians), 2860 applications were accompanied by provisional speci-
fications and of these 2091 originated in India and only 769 from
abroad. In view of these facts, an extension of the period for filing
the complete gpecification after the date of filing the provisional
specifications would benefit mostly Indian nationals to  get their
complete specifications in proper order for being filed.

complete specification 15

360, 1 accordingly recemmend that Clause 8(1) may be amended
so as to dlow a period of 12 months with a possible extensien by
another 3 months an the lines of section 3 of the UK. Act which
has been followed in Australin and New Zealand.

361, Sub-Clause (2).--The corresponding provision in the UK.
Act, 1949 is scction 3(3) which, however, does not specifically
mention that the two or more applications accompanied by provi-
sipnal specifications referred to in the clause should be in the name

‘of the same applicant in order to attract the provisions of that

R & acceptance of the complete
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section though this is implicit from the other provisions of the 1.K.
Act with reference to anticipation ete. The language of the sub-
clause which speciﬁcally provides for the applications being i the
name of the same applicant puts the matter beyond doubt and
might therefore be retained.

362. It should, however, be pointed out. that the Austrzlian
Patents Act hes in addition a provision for applications fer irven-
tions which are cognate being made by different applicants ang for
these several applicants being granted a patent jointly [vide Section
50(4)]}. Under the British system, this type of joint grants
B would not be possible. I do not consider it necessary to adopt the
additional Australian provision and would retain Clause 8{%) {= its
present form.

, 353. Sub-Clayses 8(3) and 8(4) may remain as they are. The
are substantially reproductions of Sections 3(4) and 3(5) of
UK. Act

Clause 8—Contents of Specifieation

364. Sub-Clause {1).—This is substantially taken from Seci:on
4(1) of the U.K. Act, 1849 and might remain.

-365.. Sub-Clause (2).—Reproduces in substance Section 4{4; of
the Indian Patents and Designs Act, 1911 but does nst include Sub-
Section (5) of that Secticn. That sub-gection runs—

“If in any particular cese the Controller considers
application should be further supplemented by a mo
sample of anything illustrating the invention or
to constitute an invention, cuch model or
may require shall be furnished before the
\ue application, but such model or sample
deemed to form part of the specification”,

366. A provision on these lines was first intreduced in the UK.
Patents Act in 1907.- The rationale of this requirement of sample
was thus explained by the Comptrolier in his Annual Report of the
UK. Patent Office for 1607—

“With the object of checking applications for speculziive
patents for alleged inventions based only on cheri
theories, and net submitted to the test of experiment,
Section 2(5) hns provided that where the inventicn in

« respect of which an application for a patent is made is a
chemical invention, such typical samples and specimens
as may bo preseribed shall, ‘I in any particular case the

ey Comptroller considers it desirable, be furnished before the
specification”,

v Edition, Vel 11, 1§
power on the C

Frost in his Treatise on Patents (Fou
15 explains the object of conferring i
to require samples thus— |

“The object of giving the Comptrotler the above power is to.
prevent the granting of mere blocking patents. It is to
enable the Comptroller, on behalf of the public, to be
satisfied that the alleged invention will really produce the
results stated. If a claim be allowed which iIs in terms
sufficiently vague to apparently include the production of




¢ Usedito harass a subsequent meritarious inventor, who,
by a gifierent mvmﬁon% aple tp P‘Q%k‘lﬁ such chemi-
¢al 7" When the Comptroller considers it desirab

to call for samples and specimens and the applicant is unable
{0 produce them, or sutisfy the Qumpiro
be ‘produced, the ' ler ¢can, upon the repért of the
Exarniger, eithar refuge the gpplication or require amends

describa the pature of the invend:

tactics“which previously were, in eome casgs, practised

patentecs whose claims were purposely draftedin 1

sufficlently vague to appegr to claim ch

which could rot, be proqured by the alleged invention”
I consider this therefore a useful proviston which deserves to be
-retained (vide also section 40 of the Canadian Patents Act).

387, Sub-Clauge (3).—~This deals with the contents of a complete
specification and follows the provision contained in the corresponding
section 4(3) of the UK. Act which is substantially shinflar to Section
£0(1) of zhe Augiralian ensctment, The provislon in  Cenads
(Section $8), however, i3 more detailed and brings cut the effect
of the decisions on what a complete spacification should contain, [
<pneider that the fprm adopted in Canada might with advantage be
adopted here wigh sultable changes. In plece of this sub-clause I
would suggest the {ellowing

“8(3) (a): Every complets specification shall correctly and fully
describe the inventisn znd its operation or use, as contem-
plated by the imventor, lancluding the best method of per-
forming the invention which is known to the applicant so
as to digtinguish the invention {rom the prier art and ghall
set forth clearly the various steps in g process, or. the
method of constructing, making, compounding or using a
machine, manufacture or compasition ef matter, in such full,
clear, concise amd exact terms as to enable any person
skilleg In the art or s¢lence to which {t appertains, or with
which it {s most clpsely connected ta make, construct, com-

‘ pound or use it; ia the case of & machine, it shall explain
the principle thereaf, and the best method in which the
applicatipn of that principle is contemplated; in the case of
a process the necessary sequence, if any, of the warious
steps shall be explained.

{b) The specificaticn shail end with a claim or claims defining
the scope of the invention and stating distinctly and in
cxplicit terms the things, combinations or processes that
the applicant regards as new and to which he claims to be
entitled to protection.”

368, Section 36(3) of the Canadian Act enables additional {ce belng
<harged where the number of claims contained in 3 complete specifi-
cation exceed 20 following in this respect the
Law of the United States. I would recoramend a simdlar provision
for adoption. " This would have the ¢ffest of eliminating unnecessary
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] apal -which, ps a m of fact, the applicant
;) QL odbuoci’ by the :ixeg@d‘ vention the patent may -
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y that they can
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s AR (hE euveni it of g Riitiplithy of ‘deine whith-sciiely
i o AR 4 oo o o 8 svers o
the foreign systems 6§ didims  Theré # hbwever, go néces- .
sity to insert any pmﬂ&(ﬁh in the Act (el dnll ' alfivient 2 the
Wiz, WhivR gieserifbi thl fed for tr Allng of & cunplete spepifica-

ﬁ?‘ ~rAKE &' proVIATO that wilaw U cinims of r complete specifics-
Gt ctcesd & trasBhABLS Hamber (@Y toi or Aftecn) .set out in the

s, 4" ?‘éﬁc‘t‘ib@é*fééf»’&hﬁﬂ"éé’ fatd on el 5 or 10 clatms {n cxcess
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Clamse 10—Priority dafe of clalms of cofnplste cpetifications”

", 369, The.separation of the priotity data for claims for the purpese
;Qi_ﬁgémim;ﬁwfhypfmm,&e date from which the patent should

Y

be effective wae made {n the UXK: in 1043 as a result of the récommen-
dution:of the Swan Comrnitten (para 33 to 43 of thelr Final Repart),
The Patents Enquiry. Committee recommended the edgpmonﬁc';—‘i this
system in India and this-is incorporatad in Clause 10 of the Bill, 1
agree there is advantege in this system.

370, Coming to the details of the provision, it has to be noticed
that the language of Clause 10 is substantinlly derived from the cor-
responding section 5 of the UK. Act 1848, = When this matter cf
priority dates was, conmde?ed by the Dean Commitiee in Ausiralia,
thev suggésted one main change from the UK. system. -
of difference is thus expressed in paragraph 59 of their Repori:—

“Under the Britlsht Act and practice, claims are not allotted
priority dates, uniess and until the matter becomes an
issue; but, on the whole, we consider that there are
advantages th specifying priority dates in the specification
and permitting themn to be challenged in opposition, reveca-
tion and infringement proceedings.”

R
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Section 44 of the Australian Act
récommendation enacts:—
“44, (1) There shall be a prioritv date for cach claim of a com-
plete specification.
(2) A claim of & complete specification shall indicate the date
which the applicant considers to he the priority date of
that claim.” ’

which fmplemeants the above

The requirement of this provision is carried out in Australia by the
statutery rules framed under the Patents Act. Under Regulation 6
read with paragraph (11) of Part 1T of the 3rd Schedule, the priority
date of each claim in the specification is required to be inserted by
the applicant at the end of each claim. I consider the Australian
provision to be an improvement over the British practice and T would
recommend its adoption in India. '

371. I would further suggest the addition of three new provisions
which are not to be found either in Clause 10 of the Bill or in Scction
5 of the UK. Act, 1949,

372. The first one {3 baséd on Section 45(3) of the Australlan Act

and is applicable in cases where a further or a fresh application has

beén filed under Clause 18 (1}:6f the Bill which deals with the division
of -applieations, whose ratio I shall explain in mv notes to that Clause
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373. The other two are not found in specific terms either in the
U.K. or in ghe Australian Acts..  The first relates to the effect of post-
dating of applications with reference to prioritles. As to the effect
of post-dating, Terrell saygie— = . o o

“The applicant gets more time for filing a complete specifica-
: tian for putting his application in order but at the risk of
' having his patent wholly or partially invalidated by gome
‘ disclosure or application mazfe meanwhile” (Terrell ‘Law
of Patents’ page 38},
I have given eflect to the principle behind this last observation ‘n
the redraftéd sub-clause (&), :

374. The other is o provision for determining the priority dste
where o complete gpecification is preceded by more than one provi-
gional epecification and & claim is besed -on- matter fairly disclozed
partly in one and partly in another of these provislonal specificaticns.
The Australian Act does not make provislon for such a case, und in
the ebsence of a specific provision, the priority date would be the date
of the filing of the complete cpecification which {s not proper.

375. The following redraft of Clause 10 would implement the
ahove suggestion: —

“10. Priority dates of claims of a complote specification.—{1}
There shall be a priority date for each claim of a complete
specification,

(2) Each claim of a complete specification shall indicate the
date which the applicant considers to be the priority date
of that claim,

(3) Where a complete specification is filed in pursuance of a
single application accompanied by—

(a) a provisional speciflcation, or;

(b) by a specification which is treated by virtue of @
direction under sub-secticn (3) of section 8 ag a provi-
sional specification;

and the claim is fairly based on the matter disclosed in the
specification referred to in (a) or (b) above, the priority
date of that claim shall be the date of the filing of the
relevant gpecification. .

(4) Where the complete specification is filed or proceeded with,
in pursuance of two or more applications accompanied by
such specifications as are mentioned in the preceding suh-
section and the claim is falrly based on the matter disclosed

(&) in one of those specifications, the priority date of that
claim shall be the date of filing of the application
accompanied by that specification,

(o) partly in one and partly in another the priority date
of that claim shall be the date of the filing of the
apolication accompanied by the specification  of the
later date.

(6) Where the complete specification has been filed in pur-
suance of u further application made by virtue of Section
16{1) of this Act and the claim is fairly based on matter
dizclosed in any of the earlier specifications, provisionsl or

&
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w‘complete, as the case may be, the priority date of that claim
arhall be the date.of the. of that specification in which
the matter was first disclogsed.. = . .
-~ (6) Where, under the foregoing provisions of this sect]
" claim -of - let no oy
g a complete specification would, but for the pro-
. .Vvistons of this sub-section, have two or mare vriority dat
the priority date of that Ny T or o
, priority date of that claim shall be the catlier of
. earliest of those dates. o i
() In"&ny case to which sub-secticne (3) to (3} do not a==Iv
by ’ . S {w) Lo (v, ac ot & -V
ne -»E-'?»‘écht ~date of a claim shall, subject 10 the orow s
tien.bﬁ Vn 3, be the date of filing of the complste spacifca-
* (8) The reference to the date of the flling of the application
e nr of ARe 1 : o in thi 5 f e onEms
indy ;;L_A. complete specification in this section chall in czses
WIeTe tlf;m has been. a postedating under sub-tections {2}
. or {3) of Section 16 of this Act, be a rcference to the Cata
a8 £o post-dated.
(8) & olaim in a complete speeification of a patent chall nct be
-~ invelid by reason only of—
‘(&) the publication or use of the invention o far ¢s clais
in that claim  on or after the pricrity date of

L

claim; or

{(b) the grant of another patent wiich claimy tho inoen
43 m g far aa H * S T
tion, so tar as cleimed in the {irst mentioned clalr, in

a claim of the same or a later priovily date”

Clanse it-~LExaminction of Application
" d'.;C ﬁﬂfs clause i.:; certainly an improvem
tion O of the [ndian Patents and Designs Act, 1

OS¢ . é 1 ( 1100 that i
particularly the functions of the Examiner and the C};m@
report.  In substance, this clause follows the provision of
Aot 1()/.(\ iy S 1ol V 1T Provision oi
ac é,m woection 6{13]. There is, however, certfain

A, 1 I p 4

Eocc }.51 "anlcy in It, sub-clauses (a) and (b) somewhat cverla
csices, the ciause {ails to male provision for the con
cbjections based on Clause 3.

377. There is one other matter which logically follows ‘ram
amc;:dmc—gt which I have suggested to Clause 10 (l))f/ ?}i)elglg? rr[:: ]
the inclusion of provision on the lines of Section 44 of the Adiit:'“‘;::
Patents Act, which requires every complete specification to °Je;: £y -
priority date for cach of the claims. If this is accepted thc-;g would
h‘gve to be a-provision for the examination of this matter on the iine
of Section 47(2) of the Austmlian Act, The follewing redr: f ‘Ll
implement the above suggestions: -— - e

€594 -
il &gmingtion' of AppHeation.—(1) When the  complete
specification has been filed in respect of an applicaticn: for
: .pa‘tem, the appiication and the specifijeation or s:[)(:ciﬁcz;~
tions relating thereto shall be referred by the Controller 1o
an Examiner for making a report to him in respect of the
- following matters, namely— “

(8) whether the application and the g %iﬂcatiox i
. = ‘ - -
- fications relating thereto are in apccordance grritipetgle

,;i%%irx:ements-of this Avct- or of any rules made there-
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