
remains158. The auestion therefore still
licensee the "know-how" and the supplemen:
ticn needed to work the invention efii~icntly. It is true
that patentees ere unwilling to techriicnl "kricv-how" to
licensees who are forced on them and tJ-Hrt ~r:.Ls con5tit~:.es 8 1''0211

handicap to the SUC:C2SS of for It
would be noticed that Mrs i.:: the 10\'1

,b,Y which the patentee is

67

n licensee in the use of the invention i1 H

, ~Q. In the questionnaire
a proposal by which it \V3S made
licence that the patentee should
either by the vllthholding of + or by the revccation of the
potent. The majority of the replies received expressed the view
that the provision w ou ld be ur1\\'orknble.

160. I entirely agree that there arc practical difficulties in
the direct enforcement of ~I rul r~ the of "know-
how". In the first place as the information is and secret
there cannot be any check on \vhethcr the imparted is
what H11 that the patentees possessed. Secondly, as the essence of
"know-how" is that it is secret, its details and the extent to which
it h8d been irnnar tcd to [l licensee cannot obviously be the
matter of ndjudication bv the Controller or G tribunal
Further. since tlknO\V-}10\VlI is ;: n nssct of the
distinct [rom his pa tented inv cn it woutd be
the COlnrnunication of the without
[emuncrntion, In vic\v of thc-sc arid sirn ilsr cQnslC1eratlons

the that it is .\ 'I L .~"" ~_"'~r_>~ln

the

. 157. In my redraft of clause 9 the Bill
specificatlons, 'I have endeavoured todisclosure which a patentee should make
the Inventlon. But this touches the
At the time when patents are applied complete a~.,J"'t,;.J'\"..."..4"'\",U"""'V""U

filed, inventions are most cit.en worked only on en
basis or in pilot plants. Large scale work±n.~ commences
thereafter and it is only at tha t stage that tec.tlniCal dlfficultles ere
surmounted 'and efficiency in methods of production acriievcd. r~
ttl in that process that "technical inxormatlonr'-' called
"know..how" is gathered unci this ts perfected t,.......

It is because of this reason tha t even the
specification of ever/thing that the
his application is insufflclent to """""'\\"''1'1'-' the mcst C:111ci27:~
of the invention fr orn the infonTIntion CG71t8in~d in the
speclfication.
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could be if
a licence on reason­

article manu ...
Section 37 (2) (d)

1{novt'·ho\v

156. The third reason assigned by the Swan Committee for L'1c
paucity of applies Lions .Ior compulsory licences Vias that tevv
inventions could be worked or worked commercially with the
-description and instruction contained in the patent specification,
without the knowledge of the technical "know..how" and as the
patentees were not inclined and could not be compelled to impart
the "know-how' the compulsory licensing provisions were rendered
ineffective without the co-operation of the patentee-s. This factor is
obviously of greater significance in this country than in the U.K.
because here, owing to the comparatively less technological know­
Iedge.c liccnsees are less able to devise methods by themselves for
working on invention: Spenking of the role of know-how in render­
ing ineffective provisions regarding compulsory licences, Penrose
observes->-

"Ii tt tj i tis fill eg(\d t hRt v: i l h0 U t the ({ kno \V~h0 v;' ' m(1 ny pnten t ~
could not be worked. 1f this latter allegation is true, it
must mean that the disclosure of the inven tion ~

legally required in order to obtain R and is sUDDOSC'd

to be sufficient to enable others to the new
tion) has been LtlSufficient laws
disclosure may be desirable, even T'V'I.~~n_~

to obtain a patent a ostenteo

Patents Act of 1949 that, a "'VUH..I\,.U~V!

by reason of the refusal of
able terms, H a market for
Iactured in the U.K. is not
(i) ].

This is subject to the restriction contained in Se<.;tion 37(3)
proviso (b). which runs-

"Provided thnt-
(a) ~*~

(b) an order shall not be made under this section for
- ..,J the fl!ldorsement of a patent on the ground that Q

mnrket- for the export of the patented article is not
._being supplied, and any licence granted under this

section on that ground shell contain such provisions
as appear to the Comptroller to be expedient for re­
stricting the countries in which the patented article
may be sold or used by the licensee;"

These provisions' might be found adequate in a country where-the
Jines of export are already fully diversified, but, where, 03 in this
country. an export market has in several possible lines yet to be
st ar tcd. this would not, obviously suffice. In dealing with the text
of the relevant clause, I have suggested an expansion of the con­
di t iori so as to comprehend the starting and the expansion as well
ZlS lhe supply of an export market in the patented article manu...
~~c turcd in India. If my recommendations on these tV/O matters are
curr rec; out togt\ther with the drnfting changes to which I have
alrcadv "referred, I consider that the provisions would enable the
.achicverncnt of the proper purpose' of patent grants.or
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16.5. Besides the above it was represented to 7.:"'12 by certa.r; Indian
licensees of patents held by foreicncrb that I::di[}~'l inc :.:..::..:::rinHsts \
were unwilling to make applications to the CCJ:1trollE:I' fc~ _:_:C'~ce3 \
lor fear of incurring the displeasure or the foreign patentees which
might take the form of retaliatory action L"1 those fields i.:: which
they were then collaborating. It was therefore suggested to me
that provision should be made fur licences being first ob~.2.i.n~d by
Government the Indian manufacturers being thereafter f::;;--.rited to
work these 1icences,

"in a _case in which the use is use upon the goods or· in .physical
relation. thereto or in an advertising circular or ctheradvertcsernent
issued to the public, as importing a referenee to~ penmrhaving"
the right either as proprietor or as registered uzaer to use the trade
mark or to goods with which such a .person as afDreaJd is eomnecled
in the course of trade." This obscure clause W1I:S construed by the
Court of Appeal in BUm.a.g Ltd. v, Amblins Ltd. (57 RP.C. 2~ CA)
as rendering the act of a defendant who used a different mark, but
in a trade circular claimed that his goodS were equal to and had
the same therapautlc value as the plaintiff's product, the latter being
referred to by its trade name, an i.nirlnge.men1 of tbc p~~1ntifrs
mark. Section 4 (1) (b) rrl the U.K. Trade Marla P..ct, lQ3.3 was copied
in Section 21 (1) (b) of the Trade Marks Act, 194D. But in .t1::te Trade
and Merchandise Marks, Act, 1958 this clause hast E.ccepti-:.g my
recommendation in that regard [See para 176 cf the Repor'; on the
revision of the Trade MarY...B Act], been omitted [tr~e Sectic:a 29 (1)].
The result is that thougo the patent licensee could net use b.e same
or a deceptively similar trade mark of the patentee L'"J the c:::.trs.e of
trade, unless he were D. registered user, he rrigllt by refe~ence to
the patentee's trade mark use such expressions as "as goc.::l as" or
"a substitute fer" or "raade by the same patented p:-OCES:3 as". I
consider that this has in greatpnrt removed the difficulty ':: which
the Swan Committee referred.

RCCOll1n1cndation to set up spe ci a] Govern:::C:1t t~n;t :.:' ob!n~n

information as to hhe working of patents

166. I consider. however, that though undoubtedly an applicant
for a compulsory licence does incur a certain amount 0; o tlurn at
the hands of patentees in general-s-and there is nothing unnaturnl
about it either-the degree of odium and the unpleasant conse­
quences of this displeasure have been 'rather exagzerated, If for
the maintenance of a patent in force the law requires that ~-::e inven­
tion should be adequately worked in the country the r-i~tent(:23

would be as anxious as licensees to ensure adequate \vorki.::1g in their
own interests. Besides. the provision made for applicutions by the
Central Government for cndorsernr nt., of patents with t,[~£.:; words
"licences of right" on which bei'ng ordered the pa -nt \¥.J·ulrl be
available to anyone for being licensed ought to suffice to djc:pcl the
embarrassment felt in making appl {cations for compulsory :iflcnccB.
In this connection there is one suggestion I would make, Though
under Section 23A <if the Indian Patent! and DeFlgTIS !l..ct

J
191) t

tile Central Government has been vested wIth the rower to make
an- for the endorsement of a patent with the ,\vorde
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could be by other means, It is from this aspect that I
consider the proVision for revocation for non-working or madequate-
working,to be.ot value. If a patentee Is working an invention
adequately in the country, he fUlfils the purpose for which he Was
granted the monopoly, and normally he is not interfered with in his
exploitation of the patent. It may be assumed that he Would, be­
deriVing a reasonable profit from [lis venture and he cannot there­
fore complain, Where he does not work' the invention himself, he
miaht grant licences voluntarily to others to work the invention and
in those cases it might be ~Xpected that it would be part of the
barg'nin that the licensee should have the "knOW-how" imparted
whether for a separately stipulated payment distinct from the­
royalty for the use of the patented invention, or for a consolidated
royalty payment. These cases present no problem,

162, It ill only when the patentee neither Works himself nor
through licensees, that the need for compUlsory lic0nsing arises, If
the sta tutory conditions are established, the licence is gran ted and
so long as the licence' is in force the patentee is assured of his
royalty payments, If the invention cannot be worked by the
licensee withou t further instruction from the pa ten tee there Would
be inadequate working notwithstal1dLng the licence, and hence thE>
conditions for the revocation of the patent Would be satisfied, To
avoid this contin{rencyond ensure the continuance of the royalty
payments, it WOUld be to the intcrcst of the patentee to supply the
licensee with such 8ddi tional instruction in his Possession as to
enable the to Work the invention· adequately, As it would
be to the interest of th0 licensee also to work the invention and
dC.'1'lve profIt therefrom, it may be C?xpected that the patentee and the
licensee Would arrive at a satisfl.letory arran!(iement as regards the
payment to be made for the "knOW-how" so that the patent is main­
tained in force. affords a further reason why I consider that
it is essential to ehact a prOVision for the revocation of a patent inthe event at continued non-working.

163, My recommendation in favour of reVocation of a patent even
a patent is "licences of right" if within two years

nfter the endorsement no steps are taken to commence the working
of un invention, WOUld, believe, induce patentees to start the work­

themselves or tv Persuade others to do so, with a promise of
,,~~-~~., , the "knOW-how" in an effort to save their

" reference to fl registered tt'ade mark
164. The of the reasons ndducedby the' 8\','an Comrnittee

tOUched on the handicap crcnted by the trade' m:U-k<; under which
vended their products not being available for the licensees,

_./1 Trade und Merchandise Marb Act, 1958 has made a
distinct change in the law it Was under the Trade
Act, 1940, the: incorporated the proviSions of the
Trade was the subject of comment
Swan 4(1) (b) of th« U.K. Trade
1933 enacted thllr of .the rights of the

a person to use thtl snm~
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(d) for the production of communication equipment required
by any Government department for supply to fire autho ...

. rities for the purposes of the functions of those suthcritles
under the Fire Services 1947, or tho Fire Services
Acts (Northern Ireland) I 1~47 to 19SO."

Clause 1 (1) (b): "for the production of :':':2dicines or
appliances required-

(i) by the Minister of Heal th for to patients
under Part II of the National Sell/ice Act J

1948, or in the exercise of functions trRnsferred La him
by the Transfer of Functions (Mir.istr-y of Pensions)
Order, 1953, or for supply to the I~or thern Ireland
Hospitals Authority or the Northern Ireland Tuber­
culosis Authority [or tn e purposes of any of their
respective functions; (ii) by the Secretary of State

. for supply to patients under Part IT n[ the National
Health Service (Scotland) 1947, or in the exer­
cise of functions transferred to h irn under the said
order of 1953; or .(iii) by the Minister of Pensions and
National Insurance for xupply to patients in Northern
Ireland in the exercise of functions transferred to
him by the said order of 1853;

(c) for the production of cquipmen t rcquirco by 8Y)Y Govern­
rncnt department for supply tr, nny au thoritv or person
under the Civil Defence Ac ts. 1037 to 1943, n r the Civil
Defence Acts (Northern Irclnnd ) , 1938 'to 1950;

109. In this connection it is to note how strongly the
U.K4. adheres to the view that Government shcu.ld not have the
'Dower to authorise the use of fsr \vhE~ has come
down historically as "Crown . 1953 G:;vernment of the
U.K. introduced in the House of Lords a Bill e:-::it'ed '"'t\n act to
makefurther provision as to the use for the sel7ice of tr e Crown
or patented inventions" and "registered designs" The Bill ~o:..lght

to expand the scope of the provision in Scct ior, 46 of the U.l{,
Patents Act, 1949 (corresponding to Section 53 c: the Patents Bill
1953) by malting it applicable, inter alw, to

the Invention ccnfined to
"servtce of the in ~ fonn wh~
posttion W83 examined the Committee. G'TI.e of tht:. matters
urged before that WA! that in the conte::I:t of the widened
functions of Government and the which a welfare
State assumed, the old of the use beine cozifined to
of the Crown" which in 'ir'¥'tn~o",""'T'\ "'h.V"f)fi""..r.I ......rr"ll'

the activities which were ~}'i\.4\,.l~"""t;;;u.
deparlmenta, was too narrow ~t"';'~M

Committee, however. pronounced ........... ~""..,L

VI, GOVERtij,ffi1"JT USE OF Irf,\rENTIONS

"licences of right", it does not' that the right has ever been
exercised though the provision been on the statute' book for ,<

over 8 years. The expansion of the grounds on. which compulsory
endorsements could be granted, and the provision enablmg the
Central Government to apply for the revocation of patents which
are not 'worked in the country. would not serve the nurpose for
which they are framed unless a machinery is set uo for enabling
Government to act in the matter.

167. Clause 105 of the Bill the Controller to obtain infor..
matlon from patentees r0t$arding 01 patents. Besides
the Government in adrntnistertng the' Development Act,
1951 are in a position to know in ww several important industries
scheduled to that Act whether the commercial working of D p:~tent
relevant to ouch industry han been started and if so what the
quantum of working is. In these circumstances if a wing of the
Commerce Ministry which deals with patents is entrusted with the
'task of obtaining information as regards the working of patents, the
Central Government would be in q position to ascertain from the
above and other sources the patents in regard to which action has
to be taken by them. I would accordingly..suggest the setting up
of a unit in the Commerce Ministry for the above purpose. Thfs
unit migh t also have the function assigned. to it of selecting "approv­
eel persons" for the grant of licences to work patented inventlona
r-ilatlng to food and drugs etc.

English Law as to Crown use

168. There is one other matter which I consider is intimately COI1­

nected with the topic of. compulsory working-s-the use of inventions by
Government for their purposes. In [Feather v, Queen (1865 6 B and
S 257)] it was held by the Court of Queen's Bench that in the ordinary \
·form of Letters Patent the Crown Vias not precluded front using a

. patented 'invention without the assent of or payment of com!J~nsa ..
tion to, the. patentee. It was however held that this "vas confined to
the Crown and did not extend to contractors who were entrusted
with the task of manufacturing and supplying articles for Crown use
[Dixon v. Small Ar'ms Coy. (1877 A.C_ 632)]. This state of the law
was however altered by Section 27 of the Patents etc. Act, 1883.
The "officers and .suthoritlea sdminiatering any department of the
service of the Crown, their agents, contractors and others" were
empowered to use inventions "for the service of the Crown" on
terms to be settled before hand and in default of agreement to be
settled by the Treasury. The Patents and Designs Act~ 1907 when
originally enacted carried the provision -in the same terms (vide
Section 29). This flection underwent substantial rnodifica ticn by
the Paten ts Amendment Act, 1919, particularly in t\VO respects:
(1) in, case of dispute as to the amount of compensation the Court
was substituted for the Treasury as the competent forum; (2) agree­
ments 'etf.tered into by the patentee thtrd-partlee for the use
of the tnyenUon .wererendered mopersuvefn 00 far con-
cerned the use for the purposes of the ' The which

e.n ...
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'the lV1miBter (1~ not interfere in the day to
Corporation u.' in my .opin1on -Irrelevant for C'OtU1C1enna
not the Corporattcn IsIn truth an organ of the
than an academic or theoretical value in the context cf
trends of the economy of the .natlon. Several fields of
activity which are essential to secure national. well-being or
are considered necessary to achieve self-sufficiency and tprovide
gainful employment, are what might be termed long-range projects.
In some cases.they might not yield immediate profits so as to attract
private capital and in others. the amount of capital outlay required
might be-beyond private enterprise in this country: while in still
others, considerations of public Interest or economic policy might
be the lactaro which determine that the undertaking he run by the
Government itsel1. In all these cases in view of the recuirernent
10r a cpeelalised management 01 0 comrncrci..al· pattern, A a State­
owned or D. State-controlled corporation may be set up to carry au t
the venture, These industrial undertakings tnight have need to
use patented LTJventioI113. If the law were as in the United Kingdom,
these public corporations would hove to apply fur compulsory
licences or the Central Government for endorcement, end to succeed
in this, three years would have to lapse from t~e grant of the patent
and the statutory conditions lor the allowance of the application
would have to be established. If) ns I'stated c::=trlier, there is little or
no distinction between an undertaking run directly by a Govern­
ment department and one run by a State Cr.rr.cration whose vital
policies are directed by Covernmcnt and whcz e profits, if any ~ go to
augment the State revenues, it stands to reason that [Lj undertaking
carried on bv such a public Corporation s:'1CJuld have the SCH7i2

rtghts ns a" Government department. I thereforc~ recommend
zin of the concept of "Government use" so as to
include use Government under taldngs, tr.e details of which I
118ve for discussion to rnv notes to the relevant clauses
(Clauses 53 to 55). This expansion would enable these public

corporaticns to use patented inventions on terrn of. payment of
reasonable compensation as determined by the statutory procedure
(vide Clause 55) without having recourse to the procedure by way

of application for compulsory licences. I believe that in conjunction
with the provisions as to compulsory licensing end revocation for
non-working which will specially assist what is termed the private
sector and the proposed expansion of the definition of the
term "Government use", which will effectively assist "the public
sector", patent monopolies will be made to subserve national
interests and will cease to be a handicap to industrial progress as
they generally arc, in an under-developed country",

Stntutory fixution or royalties not feasible

173. The question has been rncot ed, whether there would not be
in the statute lay inr; down the' pr i nciplcs which should

guide the Controller in Dxing the amount of royalty payable under
compulsory licences, and in particular, whether the Act should not
specify the maximum rate at which these royalties could be settled.
In the questionnaire issued by me, I invited opinions on the point
and the very large number at those who answered this question
expressed themselves against such statutory fixation. Two points

The explanatory memoranduo1 to the Bill stated:

"Clause 1 deals with permanent powers ofGove~,:nmcnt to -­
patented inventions and registered desif,IlS 'for the servl-.'
ces of the Crown' under aoction 46 of the Patents ~'.-~
1949 and the corresponding provislom of the Rcgistered··~K:'
Designs Act. 1941L Subsection (1) lists a numberMhc

specified purposes which are to be treated as includefi\,*L;
among the objects for which inventions may be so ueed:r; /." .....

. .

Paragrnphs (b) to (d) of the subsection include umoDl.\ th~,·
purposes for which inventions may be used certain s:unc,,:,: ..
tiona of the Government in connection wlth the r~atl(rnnl~~:',"'~';'
Health Servicen, Civil Defence and the Fire S·~ccs1i{-';
Great Britain and Northern Ireland, \vhicrinvolve the .
production of goods required for supply to members of
the public or to local or police authorities."

that "Government use" might include use by
o\Vtlcd or Government

1,2. 1 shall be discussing this ~opic in more detnil in the notes
tn CIRuse ;)3. In the first place I cOl.lsider thnt in considering what

be d('{'mecl to be "Government Use" the widened concept 01
functions in a \vclfnr(} St:de should be given due

T3c~)idcs 1 do not see any .scnsib1c rlistinction hotwccn a
State activity conducted by a Government department and 0\10 which
is entrustl'd t) u s~fllc-owncd or state-controlled Corporatlon for this
purpose. it is convenience wh;\~h dictates or determines
whether a industry or octivity is conducted directly
by tl department or through D public Corporation

created. for the purpose. The Minister in charge is ulti­
motely responsible to Parliament for the proper conduct of the ."
~\fTairs of such Corporation and the Inct' that the Government orc.

171. The rna t ter v:as thereaftr;r referred to a Commitee under
chnirms.nship of Sir Harold Howitt and the terms of reference to
that Committee were vent limited being confined to cOZillideling
i\vhcther the CrOVJn should have power to use in ccnnec ....
rio» with defence contracts invention~ and. '. thereby to

contrnctual obHgations as to such use" and on the rccom..
mendntion of that Committee the Defence Contracts Act of 19[}8
was enacted. This ennctment. as its name indicates, touches only
the use of inventions and technical information in connection with
ddefence contractsll • The provisions in relation to the use of patents

Govern ment for the purposes of the health and fire services were

170. The Bill also contained provisi()~ls for compelling thc'.diz.,
closure of "know-how" in connection with the use of t.lwentionsfO:r.
these purpose3. The measure however met with much oppositton
in the J:-=iouse and it v/us \vithdrawn

.(
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vn. PROVISiONS

"Approved persons" for licensing to be se lected by Government

179. The t\VO basic Ica turcs of the compulsory licensing provision
in regard to patents for nrticlcs of food and medicine etc. in the: U.I<.,
and under Section 2~)CC of the Indian Patents and Designs Act,
1911 arc: (1) that no time need elapse after the grant of the patent
before the application for compulsory licence could be Iilcd; (2)
t h at the app1i C~1 ntis en ti tl edt0 the gran t 0 f the 11cence \v ith 0 u t
proof of nny abuse «unless the Comptroller sees reason not to
grant the application". These words I have italicised
ore not very clear but have generally understood to mean,
that the applicant is entitled to the of the licence unless the
Controller considered that the applicant should not
for proper reasons be entrusted with the privilege of working
the Invention. The vagueness, however, of the ohrascolczv. the
wide discretion of the Controller and t.h~ ford'

175. 56 far I have been
ensure that patents in tru.3
in itt and this was regardless of the field
the patent. There are however certain
which owing to their importance to 'the
the COffiULtL"11ty, require special provisions
mum ox production.

,176. When dealing with the
be imposed on the patentability
out the prime importance to the country of inventions
articles 01 food and medicine, and in the latter "'"' .. '"'~ ..-~
inaectlcides, fungicides etc. and recommended
visions for the grant of patents for these ;nvcnticns.

177. I shall, now proceed to consider the measures I would
for ensuring the maximum utilisation of these inventions and

! being worked at the earliest possible time nfter the pa t.ents are
sealed, and I need only add that these are additional to th2
siena fer compulsory licensing, compulsory endorsement, and revc-

· cation for non-working which apply to every

178. The provision for securing this, is in the U'.I{.
1949 contained in Section 41, coming down in
form from 1919--and whose conti-nuance \>V2S 'r'nn""r-:"\TY'lr:.~r1oM

Swan Committee. 1\ provision in
been introduced into the Indian Patents and
Act LXX· of 1952-Section 23CC. It has been
House of Lords in Parke Dauis v . British
(71 R.P,C. 169) that the basis of the section is
not "abuse of monopoly" by the patentee and
terms of section 41 which permitted the Grant of \~V~Ur'~V'"

at any time after the sealing of the patent did not contravene
Article 5 of the International Convention which required that a
period' of 3 years should elapse from the date of scaling before an
application for compulsory licence could be entertained.

wer<luig(M against Ole proposal to. fix by statute the maximum
of, royaltY:, (1) that the reasonable nercentaze
voluntary licensing varied from ._....I! •• .,..,.t'~ and
it was not feasible to arrive at a which 00 reasonatne
for Iicences in' respect of each and every Invention. see considera-
ble force in these objections, There are large variations in the rates
of royalty prevailing in different industries that tt is not possible to
fix .a uniform pre-determined maximum rate. Such a
mined rate would have to be sufficiently higb to' cover those cases
where OWing to the amount of expense incurred in evolving the in-,
vention or the amount of profit that is derivable from the exploits...
tion, the normal fates of reasonable royalty arc h.1gh, But such .. a
high rate would operate unfairly in the case ot those industries
where royalties. are usually lower. It. was also impressed u'p'on m.(J
that if the statute fixed a maximum rate, there would generally 00
tendency for the licensors to demand that figure and for the Con...
troller to fix it at or near that rate and I consider this argument has
force. For these reasons I have thought it not desirable to recom­
mend that the statute should fix the maximum rate of royalty that
could be allowed by the Controller.

ftiuttorn for consideration In fixing royalty
174. The fixation of reasonable amount of royalty payable for

the use of the patented invention has to be arrived at on such a
large number of factors, depending on the facts of each case, that it
is not practicable nor even desirable that these should be put in a
straight jacket. I have therefore contented myself with suggesting'
three principal matters for inclusion in the enactment in fixing
royalty: (1) that the royalty payable to the patentee or other person
beneficially entitled to the patent is reasonable, having regard to the
nature of the invention, the expenditure incurred by the patentee
in making the invention or in developing it and other relevant
factors [vide clause 42 (2) (a) (i)]. This is (1 slight expansion of the
terms of the U.K. provision 39 (2) (b), (2) that the royalty must be
such as to enable the licensee to work the invention with reasonable
profit [vide Clause 42B (2) (a) (ii)'], and (3) that the patented articles
arc made available to the public at reasonable prices. The second
factor is new only in the sense that it is not to be found in the U.K.
Patents Act, 1949 but it appeared in Section 27 (4) (a) of the Patents
Act, 1907-46 which ran- "

H (4). In settling the terms of any such exclusive licence.'. ..
due regard shall be had to the risks undertaken by the
licensee in providing the capital and working the inven­
tion but subject thereto, the licence shall be so framed ns-

(0) to secure to', the patentee the rnax irnum royalty
compatible wit]: the licensee working the invention
within the United Kingdom on a commercial scale and
at a reasonable profit:"

The lust factor is new and has been included so that the consumer
who has ultimately to bear the royalty in the price of the product. is
not exploited, I am not unmindful of the fact that these
mcnts would pull in different directlons; but if .are

f balanced, I am convinced that a reasonable
", mined.
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(2) the revocation of patents which are net z:dcq:lE.tc:ly vvcrkcd
within the country,

77

for stlmulatlng industries and technological~~ it iJ found
that a large' majority of patents is obtained by foreign nationals,
particularly from the more highly industrialised. countries of the
world. with'which they have economic and trade relationships.
The patentees work their inventions in their home countries.
where the working strengthens that country's economy, or in some
other place which affords them the chance of making the most
proflt, and utilise the patent protection for securing to
them 0 monopoly for the importation of the patented article in the
country granting the patent. Sometimes these puntenb arc used as
a. means of blocking industrial progress of the ccczntry granting the
patent 11 that would en..hance the profit of the patentee; but even
when not 80 abused} the existence 0:1. the rcgt.~~.~r of such
unworked patents causesconsiderable harm to th:e naticnal economy
01 tt~e country. g.ranting the potent.

182, rfVIO methods have usually been adopted b:~ ccuntries which
have been fGeed wnh this problem of the pater.ts granted in the

owned by foreign nationals who t.3~,,!2 no interest or
to work their patents in the country. T11C:;Q 0:'2 :--

(1) the granting of compulsory HC~"1:es L'"1 fQvou:' cf these
desirous of working the invention on P3j-mE.:~t of reason­
able rovaltv determined bv clesign!lted 7~ubli(: authorities
or C'Juris

1
and "

183. Questions have often been mooted DS to wriothcr t11e devices
of compulsory licensing and revocation for nC1'}...working serve cny
useful purpose or achleve the object of securing an adequate work-

of the invention within the country. It is a igct that the nurn ...
ber of for compulsory licences or for the revocation
of for non-working are very fe\v compared to the number
of patents on the register, and even to the number of patents
which are not worked. Four principal reasons bave been assigned
'for this phenomenon:

(1) The mere existence on the statute book of provisions for
compelling patentees to grant licences induces them to
grant licences voluntarily on reasonable terms.

(2) The obscurity of the statutory language of the conditions
on the establishment of which compulsorv licences
could be obtained and the narrow construction which
the courts have been inclined to adont of these condi­
tions have tended to nullify the intentions of the I./.?gis­
lature in designing these provisions.

(3) In modern times, very Iew inventions could be worked
merely on the basis of the information contained in the
patent specifications, without: the imparting of further
technological details of working, comprehensively termed
"know...ho\v: ', which pntente:s arae t1S~ally unwilling to
~ ........ - - _I,..... .,. - - ~ - - - - --- - - -

to com...

.t:.'

d~cusclon end recommendations to
,,~"t.""''f>''~''I·;Ntn etc. of inventlons

181. It wlll now be convenient
mv recommendations in
inventions:
system us the

180. One other recommendation I would add in
en ts (for food and medicine etc.) is a provision for them

to be revoked if they are not adequately worked after a reasonable
interval after are cealed. 'I'his fs aport from the general

on the ground "that the reasonable
with respect to the patented invention have not

been within 2 yearn after the grant of a compulsory
licence or compulsory endorsement (Clause 41B). In the t.TK
under the Patents Act, 1949, the ineffectiveness of a licence gr811U::~

under Section 41 or t-hat Act (corresponding to Section 23CC of the
Indian Patents and Act, 1911) ~ to zichieve adequate working
of the invention does .entail the revocation of the patent. ID,
the circumstances prevailing in India, I can visualise several
inventions of importance to national health and well-belnz nv,

worked the country and the patentee relying on the
to secure a of importation. If the penalty for inadequate
"t{\~t?;r1f'Y in the of an invention after EL'1 interval from the

the to enable the patentee to work .it him';'
sufficiently to work here, were the revo- ..

the country would have one of two advantages'
adeouate working by the patentee or those claiming

maintain the and derive the economic ad-
protection or the elimination of n patent that

serves no except to secure to the patentee a monopoly of
importation. securing of either these purposes is desirable
and that is -the justification for my recornmendutlon.

Itt'vocation

could' be
the patentee

somewhat for the reluctance of persons to
compulsory licences. I see Borne force Inthis criticism. The remedy
1 would for meeting this situation is to vest the power of
selection proper persons for working food and drug patents in the··,
Central Government who under the industries (Development and
Regulation) Act. 19S1.control the starting of new manufactories; ~_:1f~'.~~
the individual or organisation to work some line of the pharmace~~;:~,':',;:

cal industry has been selected .by the Central Government (and·lAf~."
this stage the matter in decided ex pcrte by the Governrnent.) such.
nn approved would be entitled to demand n licence from the. '
patentee and they are unable to agree as to the terms thereof; the..:,
Controller decides the dispute and aettles the reasonable terms.. ,<;!r:~..::~

etc, I consider this procedure on improvement over the '~~.'

present cectlon 23CC and that it avoids' the inconvenience and un.'
certainties that attend the obtaining of a licence under that provision
arid would recommend its adoption. ! have set out the details of
my proposals in the notes to and in the redraft of clause 45.

~

.':..-~



f'unc-

which
tc rnee t the

of years

188. The above deal wit.h the made for ic-=-:-l~tating the
use of patented inventions by desirous of v,-::-kinlZ them
in the country. these, the GDverr.=~:::nt
have need to use inventiccs for their purposes. In rc~2:d to
account had necessarily to taken
Uons of a wel fare Sta te £I: field c f

foe the revoca rion of those
worxed the country'

demand .for t:he oroduct within a
from the seal

187. I consider that these provtsiozis
voluntarily to ' Iicenccs

induce even in the of
rt "know...how' to l..~e licensees L"'J order to

from revocations and (c) enable the
which no one is willing to work in the but w hicl; i:urt i.j.UI••,U.JH_~l
economy by serving merely to center a monopoly c;
on .the patentee or otherwrse progr-ess or block ~~e working
of other inventions.

189. If the State or ~the which the
Sta tr; carries on generally indu st.rr a ; activit ics. ~~) resort to
the compulsory Iicenaing provisions before it could U L~~se
inventions in its several f actortes. t::ere would be
delay besides .other inconveniences. This I have sour r.: to over.
come by expanding the concept of "the service of :~-;e Crown"
for which inventions could be used L"'1 the U.I{. Act. 2.::d in the
BEL The result of the expansion v/c:-l}d be that the Ccn tr al Gov­
ernment might if they consider it necessary authorise c.-:;~,/ Govern­
ment undertaking to utilise any patented invention v;:::--:.out refer­
ence to the patentee, the compensation therefor being c2terrrlined.
in the event of dispute, by the High Court on reference

\'111. OTHER'TYPES OF l\'IONOPOLY
TRADE ~RA.CTICES A~u 1'rrONOPOLISTIC

190. A proper patent law and particularly that branch of it
dealing with compulsory working, results from the balancing of
three fpctors: (1) the reward to the inventor so as to stimulate and
accelerate invention, (2) ensuring of Irccdom from cornpeti bon so
that venture capital would be forthcoming to exploit th~ invention
and (3) the interest of the community that inventions z.r e worked
in the country within us short a Un1C as possible after the grant.
and on as full and ample a scale as pract icablc-e-and t::3 t if they
are not so worked, but are utilised to secure n monopoly cf impor ta­
tion, they arc promptly enabled to be revoked. In the recommen...
dations I have made in relation to the of compulsory workin
I have constantly borne these and I consider
my reccmmendatloas if our patent
law so-as to minimise and render it a
valuable instrument 'lor "i_ri.....,~~""

H~

(2) modifying the langucg» so as to obviate the naITOvV con ...
struction of the existing in the United
ICingdom, and

(3) providing for the revocation of a patent in cases where
a patent is nol worked adequately to meet the demand
for' the article from manufacture.within the country at
any time after two years from the grant of a compulsory
licence or two years from the grant of a compulsory
endorsement, the latter being a variation from the law
in the U.K. '

186. In relation to patents for inventions in respect of articles
of food and medicine, the Indian Patents and Designs Act, 1911, ag';.

amended in' 1952 introduced substantially the same provisions as are.
found in Section 41 of the U.K. Act of 1949. The vagueness of the
ground on which the Controller may disallow an application for a
compulsory licence under this .pro,vision has been said to contribute
to the heSItation to make application

The main chnnges I suggest to solve the prob lem regarding

, inventions aTe:
(1) To vest in the Central Government the function of choos­

ing those who might be entrusted with the task of work­
ing these inventions, and to enable t.he persons so-chosen
to obtain licences Irom patentees on demand, any' dts-
'pute as to the terms of the licence to be settled by
Control1~r. ,

(4) Patented products are ',usuallY mar~~eted ~under.: WfHl.t;,rTH'l"tVTI

regbteredtrade
referred,' to byIlcensees Incoaneouon
goods made' by them .unless

184.',The last of the above grounds really !1 question as to
the proper provision to be made in the law relating to trade marks
and I believe that the changes made in Section 29(1) of the Trade
and Merchandise Marks Act, 1953 as compared' with Section 21(1)
of the Trade Marks Act, 1940 would to a large extent overcome the
difficulty pointed out. "

185. The real difficulties to be 1 surmounted are in
grounds 2 and 3 above. I have to solve

(1) enlarging, as comparedwith the and other Common- ~
wealth countries, the grounds on which compulsory licences
or compulsory endorsement of "licences of r ight" could
be obtuined-
(a) by deleting all references to the invention being

capable of being commercially worked within the
country,

(b) by making it available even in cases where an export
market has to be created for the manufactured
product,

\1
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8~ United\8boe Case·

194. The nature of the problem which the UK. bad to tackle and,
the effectiv'enea of the provisions enacted are thus described in an
article in the "Economist" (January 16, 19:43) thus:

u~ (t i(l The present structure of the patent law was built u.p at
a time when free competition between large n~bers of

many of similar size, was the rule, and when there
were vlrtually no giants. ~ Q 0 TheAct of 1.907 did contain
clauses designed to prevent some of the abuses \";"'hi~h-~Jld
been common, But the whole of many Industries had
become so largely d orn inated by a fevv ccnccrns, end the
policy cf Industrv so dependent upon c;x-+~±2g un ...
covenanted benefits at the expt2nse of the gene.ral ccrnrnu­
nity, that nothing less than a radical overhaul of the \v1101e
syctem of encournging inventicn and securing t::e passing
on of b2neflts could have been or any avail

However this may be, there is LO lack of evidence that the-
system acted as a definite cncouragerr.en: to, and

instrument monopoly. The case of the Brit::;t} United
ShoG Company was a classic at the G..-::.e of the-
Patents Bill, 1918. That is nC)'VI a c;r..:.J.:Lter of
a but machinery rec2ntl~ introducer! is loazed
... ~ ,_. iden ti~al conditions, while the. tt.;:~ 01 the-

United ~,nac; lease t icd those who accepted It -~:T twenty
and contracts under these leases are b'2~ie'lcd to

I71 C2.~C:s of this, type, a eCl.nee:-:) S2C~l"CSt

patent, the rncnopoiy to Tl181CC and SUPplY a glven
machine. This is not sold outright, but leased to the user
who h0.3 the option cr tVIO forms of lease. One leaves him
free to do DS he will, the other which is much cheaper con­
tains a number of restrictive clauses. Under the latter,
the lessee must wcrk the machines fOT the period of the
lease, whether he is) in fact working at a ·~rDfit or a loss. If
he wishes to expar.d his business he can only do co by
taking over new machines from the same lessor, thus
extending the period for which he is tied. All subsidiary
machines must be taken from the same lessor. and if
materlals of a special nature are involved "in the operation
of the machines, they too may have to 'be purchased from
the lessor. If improvernents are made in machinery of the
type concerned, but these cannot be supplied by the lessor,
they must not be incorporated; nor may the lessee make
improvements or 3dj ustrncnts of his own- Every fresh
lease protracts the period for ',,;-hich the unfortunate lease'
i~i tied. r

It may be asked why any industrialist ever accepts such terms
when there is an alternative, prescribed by lew which is'
free from such restrictions. The answer. is that the terms

. for fre-e use areso much higher that it i$ virtually Impos­
sible to accept -them. once a competitor has taken. the­
other. Should no existing unit in the industry be ,.found
sufficientlv ~ubser.:lig..'l1~J~OA .~~c~,t;).~ ..tl1q.rp-- .the solution is' not

restrictnvc pr.2rt!ce~ In th e U.I{. Act ofpi'ovls!on

dQnling with these t\VQ types of abuses it would be
set au t in genernl terms the nature of the problems.

the Courts in E1ngland that subject to the rules
common law as. to restraint of trade, patentees

any condition on the sale or lease of
under the patent. SOIne of the conditions

on the lessees etc. included the prohibition
UUJ.l;l1a:::i~8 of other unpatented articles from cources other thai]

the or the use of any other article which
for a similar purpose, the usc of the inventions of

reqwring the of royalties
of the patent, requiren1ent to

the patentee both during the life of the
unpatented articlesne2ded for the use of the

1u07.

192.
con venien t to
It. was held
evolved
were eriti

;So 'fm- I-Rave 'Men dealing with one type oIOOuae of patent
rights, by non...working in the country to block industrial.
progr-ess or to secure ilmonopoly of1tnportation and the measures to
counter that There·are two other types of abuse resorted
to in or working the invention within the country and these
comlst( in patent righbl as a lever to obtain a more

monopoly or one for a longer duration than what the law
the tnsertloner conditions in Bales

t
leases or licenses in

to patentedartlclesor prOCetWetb (2) in the utilisation
or a nrouo of patents as 0 for the formution of

aimed at monopoly control of production

193, This form of abuse became so pronounced in England that
Parliament intervened and enacted Section 38 of the Patents and
Designs Act, 1907, StipUlations in contracts relating to the sale or
lease of patented articles and in licences under patents, requiring
the purchaser, lessee or licensee to purcha:;c unpatented articles from
the patentee or his nominee, or restraining him from using other
patented inventions were Section 38 also contained a

for enablin e ..""",.ll~~t __ of for the con.
the of the

- .. ~sage of the Bill
, two provisos \vere t however, introduced in the

interests the patentees which greatly reduced the effectiveness of
the provision, [vide provisos to Section 38 (1) of the Act of 1907]. For
instance first proviso saved from the operation of the main sec­
tion, those cases whcrs the patentee offered an. alternative contract
which did not contain the restrictions regarding the purchase or Use
of unpatented articles, This prOVided an easy loophole and accord-
ingly ofl'er·~d alternate contracts which required the pay-
men t as to no to the lessees
and Iiceriseos hllt ir-. £ the re

article-s-
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skill, energy and most often L~eir entire rneans in solving indus-
problems in the hope of Bome reward. In such a

situation two conditions obtained: ~·as no excessive con-'
centration of economic power by the reward UJ.UB obtained, and
the reward itself was obtained bv the c! the iI)Vention
was the only manner which it could to beneficial

however, became altered since the 1 cent
half. the lone in ven tor hz.s not HI t.ogether dis-

appeared, it is not incorrect to say that the f.:"..lCCessfuI inventor of
today IS one of a group Of a team In the :-escnfch laboratories
of mighty corporations. The grant of n paten; wonoPDly for inven­
tions Inad2 by such research 0: corpDraUons has h28
a mixed effect. The immense wealth of these corporatJon.s has en­
abled them to' set aside large funds fer research for eva] ~.
ing inventions by means of trial and error. T~e result of this has
been 8 very in tensivc research activity, a por tio-. of the t ob ta in-
ed from the inventions being ploughed buck fo"? bcc:Juse of
its p3ying good dividends. Besides inven tio x.s evolved by thc:ir
research teams, these corporations also acquire inventions
of others in the field of activity in w hich ~'.re in tcrcstC'd. Th is
has also led to nn excessive concon tr a tion of ec:-::-::om.ic DD\Ver in the
hands of particular individuals or groups, a PO\7y • C: :lO~ al\1-lJYs uti]
in the interests of t.he community.

197, Bennelt Ur',-,-"q"h

in terlo-cki ng
V';Dr says:

"Fac ts djsclcsed during V/orld
il lustrations of the role that
national cartels. Little
rnon tinr; the tendencies that
but the conflicts of busineas and naticr.al interest that result
fro in in tc rn a ti 0 nale [1r tel s b 3 sed up 0 n F':;ten Ls havc r cc oi v cd
such wide publicity DS to warrant cons~j~

Tho usc of pJtents to obtain nationalistic 2GVant:1gcs for V/8r

purposes was an issue in the synthetic rubber con
Gf 194:2. \v hie 11 bee am e n mat ter 0 f gTEat

nationnl concern when the Japanese - gained their early
rni li tarv sicccsscs inthe natural rubber.,produejng reglon~S
of the Western Pacific. The controversy was closely linked
with agrccrncnts that provided for the interchange of
patents rclDting to syn thct ic rubber between an A.. mcrican

organization, the Standard Oil Cornpanv (NeVI Jcrsc:/) C1nd
it.-;' subsid j J ric S I 2.nd thC' 1. G, Farben i r:d us trico 0 f C; c r In Z1 ny. "

(Bennett: 'The American Pa tent System", p 217) .

Anti·trust 1.I[1\\'s in the U.S./1.

198, Though it is possible thC1t there might be cartels and
listie conl bincs , \\.hieh climinnte competition in vnrious
~e not bJ scd upon paten ts, ye t the re is nod 0 ub t t hnt pB ten t pools
,nd cross-licensing have played n vital role in the creation nnd mnin­
tenancc of such institutions. It is therefore, not Y;Tithout signiflcnnce
that the fIrst Antiwtrust Inw was enacted in the United States. Under
the Sherman Act, 1890 "every contract, combination. , , or conspirHcy
in'respect of tr<.1dc or commerce nmong the severo} stntcs or \vIth
lOR r & 1-7 --,1 ~ ... ", 40 y \;Ul,U~ UU \. UlSO

~

far" to, seek. Granted that
. of, cne of the modern .rnamrnotn
"al~~ be found 'trO' set up a new
8~t of the lessor. It is of

~ -argument' assumes that the machines
I slble -to produce goods either

slble, without them.
tJon·ia in -the first
that .such a system
of existence both all smaller manutac...
ture of similar maehinery., makes
of 8iro.Ilar.machlno products who will not accept the Iease...
In the absence of effectl..ve competition ..a t en Importa.. nt stage.
In any train of tndustrtal operationa it U posslblc by abuse
of the monopoly conferred by the Patents ActIo reatrain
in a thousand ways the activities or these who require the
product whtch is the subject of the patent. Once that pro ..
duct is essential for efficient productions, those who require
it can be made to deal entirelf wlth the owner of the
patent to obtain supplies; to dispose of products; or to
secure services. to any extent which the la tter desires.
Further, the would-be buyer can be prevented from enter..
ing 'upon' any course of action which is displeasing or
inconvenient to the patentee. The alternative to accepting
his orders is to go without the patented article, which may
mean abandoning that particular line of business."

in the Indian Act

195. The Indian Patents and Designs Act. 1911 which was largely
modelled on the U.I<.. Act of 19B7 did not however, contain any pro­
vision for countering this type of abuse. The Patents Enquiry Com­
mittee did not consider this ,question and made no recommendation
as regards the desirability or otherwise of Including a provision on
the above lines though the UJ{. Patents Act, 1949 (vide Sections 57
and 58) re-enacted these "with some alterations. The Bill however,
in clause 99 proposed for adoption a part of the provisions in the U.tC.
Act. 1949 (Section 57) omitting Section 58 dealing with contracts for
payment of royalty etc., after the has ceased. I consider that
clause 99 is essential for Inclusion and in the notes on that
I have suggested the changes that should be ronde to make
vision effective. Besides, in the notes on clauses 1 haverecor
the inclusion of a clause on the lines of section 58 of the U.K.
1949 for dealing with those cases where a patentee improperly
attempts to extend the term of the patent monopoly, In the notes to
the relevant clause (clause 99-A) I have set out the drafting changes
needed to obviate unjust result, which flow from Section 58 of the
U.I{. Act. 1949.

Carteln and Inoncpolintic ,combf~tio~

196. The second type Of8b~ is more insidious
greater halmto the public t,teresl' !In
system, ~e Jnv,entors whQ were ~.,.afi~ed.
\vere, those termed as lone: fntl_t\1~Ul1S

l'~o provision for nvoldunce of restrictive
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Moreover, just as the practice of restriction is endE::':ic in COffik'-~--­
mcrce. so the SL3te has f rorn the earliest tirr.e s()ught to
int.nIcre by lcgislat ion with sectional profit xn2king, There
are monuments in" India, ciating from sorne centuries before
Christ, recording regulations to prohibit merchants and
producers from making collective ngrecments to Influence
the natural market prices of goods by wi thhoidirig them
frorn trade: .boycotts arc mentioned amongst other pun...
ishable offences as well as any interference with buying
and selling of others) and throughout history sovereigns,
constitutional or otherwise, have nt t crnptr-d to repress
private monopolies witl: one hand wh i!o of len granting

!llonopo1istic privileges \vith t.he ot hcr,l'i

(\Vi1bcrfnrcc C8mpbell nnd Ellrs "'rho LJV; of Restrictive
ITraclc Pr:1cticcs and T\1{)rH)p\J~~~)~" 1:.157-pages 2 Llnd 3).

:'03, I \\tould therefore recornnlcnd ~ he Qppointmcn~ of a con1..
nl1$sion to G:'nquirQ into the existence of monopolies in this country
in the sense in \vhich the' term is understood in tllis field of the low
and the prcvulencc of restrictive trade practices \vhich arc detri­
mcntul to the interests of the public generally, and to suggest mea- .
surcs to remedy the evil if found to exist. In the context of the
large scale industrialisation of the countrv that j_~ nr(\("'nnrlit",r? ,...... ---

"Restrictive trade practtces are as old as u-~e it.s21£. They
nothing more than the attempts of ~-~-:teUigent

men to interfere, to their own advantage, or ~t:~t of the
industry in which they are engaged, V/i:2l the £';(;30 work..
ing of supply and demand and with t.he results of COTn..

petition. PAB to practices, the advan tages of ccrnering the
market were known to the ancient Egy;;:iap..s; papyri are
in existence which show the existence 0: nriva:c mcncpo­
lies in wool and cloth, and a schedule "of r:--.::-rchancllsc:
which dates from about 3000 B. C. is kncwn, v;:'~:2h SnO\V3

an attempt to fix prices as against those prevail'sLS in free
corn uetition. In Greek times the [l':;t:-onornc:,
h8ving ascertained from the stars that the olive
the forthcoming season was likely to be part.cuiariy co",
pious, arranged some months in advance to hir o 011 avail-
DblcaliV0 presses, thus prov: r:g tha t P~:1}osophe:-s, as well
DS academic economists, can achieve cconorn: indepcn..
donee .

of the combination or restraint which obtains in ti:e country at pre­
sent. There are no materials available on the .ba.sis of which this
information· could be gathered. It does not need zny argument to
establish, that 'without an evaluation of the evil, i~ narure and ex-
tent. the remedy to counter it cannot be devised '"

202~ For these reasons I have not thought it posrible to make any
recommendations in regard to this matter. I canzsot however p8..S3
from this topic without stating that I do not believe India to be an
exception to the general rule regarding the existence of ccrnbinations
and restrictive trade practices which are contrary to the public
interest. In this connection I will with advantage extract ;] passage
from a recent work on the subject. The authors en-serve:

to inquire into n10nopolics and restric­
sugr;csted .

• _~.__ .i s s «. ,. v.;) ul.;l-~cd e-n iiH:gal and every person entering into
such contract etc. was declared guilty of misdemeanour. The deci.
sions on the Act are vel urni nous and I do not consider that it is neces­
sary nor possible within the compass of a report dealing with the
rcform of the Patent Law to deal witb the details of the American
Anti-trust law or practice. The U.S.A. has also enacted legislation

with other peculiar forms of restraints on freedom of trade.
'I'ho Cf ay tori Act, 1~Jl4, sought to counter the evil of discr irninatjnn
between diiferent purchasers of the same commodity and these
provisions Vlere strengthened and sovcral Iorrns of similar morro­
polistu, were dealt with by the Robinson-Patman Act. W36.

Luw« against restrictive rnonopol'y prncHcc3 in Canada,
t h e tJ.l{. and other countries

on similar lines in Canada. Under the
Act; 1923 which stl'engthencd the provisiollS

it \V3S made on offence to be 0 party to an
arnzerncnt designed to have the effect inter alia "of

or () resale price or of preyenting the lessening
or substan tially con trolling in any oreal the pro­
al' sale of any Drticle", While the enactment of
concerned w: th collective: act ion and \v ith mono­

there \VDS an amcndmen t of this Act effected
price ITIClin terrance nrr-angerncn ts wor-e pro­

the refusal to sell for the purpose of enforcing
main lon cu"lcc. There arc similar ci1nctments in France

the basic law cont::lincd in Art. 419 of the Code: Napoleai1
Penal was ;mwnl!cd jn 192G and agcdn in 1953 and 1954. Norway
and Sweden .havr- similar laws which have: been recently (1953-54)
timendcd to render them more comprehensive. Tho TJ,I<~. \\1 as
btl: in the fielrl her first stntute on the subject being of 1048 [The

Hcstrictive Practices (Inquiry and Control) Act].
This however, h:,o; been greatly add od to and strengthened by the
Rest.rictive rrrJde Pr~lCU('p~ A.ct

l
1956.

200. 1 havo sot ou t these facts to cmph:1si s e . th:'l monopolistic
c()rnbjn~tions and f0strictiv0 trade p~ri1cti('os arc (1' universal feature
of p~riti11istic economy nod that spr-c ial ]('gis!3tion is nccdnd to protect
t he pu h1 ic frorn 1h(\se prnct1C0s. 'fhc rulecnRctcd in Section 27 of
trw In(!i;1Y1 Contr.ut !\ct rE'garciing contrncts in rcstrninr of trndo is
ruuch too wc.ik to t ouch even the frin~e of the problem.

~~Ol. I am lH1\Vt·\·(\t j n()~ dC'aling \\lith this hluttcr in nn)' cleU1il for
t\VO r\~:l~()ns: first. !I) )',!L;h p'ltcnts 111ight :::nrnotinlcs [oren n l~nl1\'('njcnt
nurlt'l ()f1 \\'hich rllU!10DOlistic c();nhjn~lti()ns (:lnd fC'c:trictl\'l' rl'~lCUces
\ '.. h ~ II h ;\:'{\ Lh(' Cl) 1H'<) f 1j i ~ ~ n t 0 f C() rll b j n :it ion :~ ~ j 11 d -t n (\f ;", ' \' t \l ~lt ('I \ \. ); !c11
h () C\l i n hi 11~1 ti ()n fil ig r; co nl e i n t () c \:ioS ten ce) [l rebas('d, t! ll'

C~lnIHJt he' St)lvcd t,y ~:!1Y 8!ncnd~THlnt of the: PJtcnts L1\V but only
c1p:J1il1P \\'ilh it cClf11prch.('nsively So as to touch thc~ n10nifold fCl1'ms

these cnrnLin~til)l1S mi,ght nSsun1C :1nd in \"hieh they could
QPCf.1 te. rrhis h~1~: ()(l(}n th e manner in \vhich legisln tion in other
CoulltriclS h~lS t~cl\ ll'd t.l(~ prnblcll1 and \vith, reason. Secondly} any

i()nth [1tis 0 fi l' r ()d in ust be r c:1nted to th 8 pre cise n1 nni fest ati0ns

.....a..

t.



~on1mletoc's proposal

203. Having considered the matter
conclusion tha t the proposed step of

is retrograde and that it is neither in the
themselves nor calculated to further the progress

search or industry in India.

207. Before dealing WIth tJle several reasons adduced by the
Committee a few figures regarding the number of cppoeitions enter-
ed in relation to the number of filed help to 8
proper appreciation of the problem. f050 to
1957 the total number or applicnt ions for in v.erc
and the total number of oppositions entered were 1<:0. I
discuss the brenk up of these Q l i ttle 18 t.e: but the
themselves might be useful to correct imprcsaion that r,!"<t> .....0n

rl_

ings by \vny of opposition had lent \,o •• ' __ ..... P'-.

which was being freely availed of to the Qrc:n~ detrl.nlent of inven..
tors scekinz patent prote..ction,

the purpose of the 0t.JjJq,,-·u. .. ~

him with expensive lit iga t ion.

. 205. For these reasons, the Committee recommended that p.lro­
ceedings for opposition should be replaced by a procedure by which ,
after the acceptance of,s __specification, and its being thrown open to -.
public inspection by advertisement, there should elapse an interval
of four months within which any penson interested might inform, the
Controller of any grounds upon which the grant 01 the patent
be withheld by him, and if after considering the points set out,
came to the conclusion that the VIM well ..:founded, he
could refuse the patent. This recommendation 1.3 set out in statu­
tory form In Clause 21 of the prcscn t Bill.

Patent nvstcms classified-The E;,an~lttaDnon sys tern and the

208. There arctwo main svstems to t h :
prevailing in the several countries of the world,
system and the examination system. Under the ,....,...,.,"T'r-"t-..,...~~1,.,""

the Patent Office -fuefel)r checks the formalities the applications
and receives fees but does not guarantee in any measure the validity
of the patent. This is the system which is in France and
Belgium and in certain South American countries The other is the
examination system. Under this system the Patent Office examines
not merely whether the application vand the specification Iorrnally
co rnply \vi t h the rcqui r Crnen ts C'f tho 1a\v but [J.!sounde r t~1\: Cs a
scrutiny of the essential charactcr is t ics of the invention for which
protection i53 claimed parficu lar lv in relation to novelty. Under the
pure ox arni n a ticn system, the PJ ten t Office should guar3ntce the
validi ty of the pJ ten l, bu t most coun tries have adopted 8. modi ned
cxarnin (1 lion system under which there 1S us thorough an exam ina lion
as possible of the prime requirements of an invention to justify the
grant of a patent, but leave it open to any interested person to attack
the validity of a patent notwithstanding the grant. It is this type

, of examination 'system that was introduced into tho German Patent

204. There is one matter relating to the procedure for the grunt
of a patent which is of sufficient Importance to be dealt with here
and not be relegated to the notes on clauses,

The Patents Enquiry Committee suggested a r adical change In
the procedure for obtaining n patent by tho elimination of opposition
proceedings. The reasons underlying their recommendation to drop
the provisions relcJting to opposition proceedings are set out arid
discussed in paragraphs 146 to 155 of their Report. After explaining
that the purpose of these proceedings is to ensure thJt 25 Iar 8;;

possible an invalid or defective patent is not sealed, they adduce
the following matters as rendering. the change desjrnblc:-

(1) The proceeding for opposition before the Controller is not
10'"'~ expensive than the proceeding for rcvoca tion before
the Court,

(2) The existence of opposi tion proceedings dclavs the grant
of patents by reason of the necessary extension of time
caused by such proceedings. They cnlculatc this as on..
tuiling n d olay of at Jcast nine months after the LicceptJnce
of the 8pplicJtion and add: _u1i the oppor.r nt-, resort to
dilatory tactics, tbntdelay n18Y be longer still. Numerous
instances have been brought to our notice where the
oPposition proceedings have lingered on for three y cars."

(3) Starting on the premises that opposition proccodings are
mostly unsuccessful t they conclude that tho dclJy which
ensues thereby causes substantin; loss to the patentees by
reasono] the fact that their time and resources which
could b€' concentrated on the dcvcloprnr-n t of the inven­
tion are frittered away in meeting the cha llcngo of the
opponents.

(4) ,A further reason ~dduccd is that ns the grounds upon
which the validity of n patent can be questioned in D

revocation proceeding are more ext.ensive th.m in In
opposition procN;ding, the latter is unncccxsarv as
not cCfe<:tivc to test the validity of a patent.

(5) They als» urged that as the decision of the Cuntrol1cr in
an cppoxi tiori proceed ing did not concl usi vel)' establish
the validity' of a patent because the validity of the patent
might still be challenged. in revocation proceedings,
opposition proccedlngs were of no substantial vnluc.'

(6) Lastly they stated that representations' had been made to
'then) that opposition proccedlngs were being invoked for

I consider that such an enquiry would be found to yield fruitful re..
sults and constitute- an assurnnce to the general public that the eco­
nomic advantages resulting from the country's advance are no?
being diverted to individual aggrandisement.

IX. OPPOSITIOr~ PROCEDURE

Proposal of the Patents Enquiry Committee to delete provision for
opposition
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U., .Claims and p4atents are allowed which should never issue
on account ;f poor searches by inexperienced J~Xnrn1 r.T0'Jf!2
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89

in this direction that little or no harrn is done by the
continuance of 3~ch a practice. We are rlr_,: convir:ced .of
the truth 'of this plea. The evidence we have heard 83 tis­
fles us of the fact that people are deterred t::~' the risk that
legal proceedings for infringement may in-..-,olve so sericus
an expense to the, defendant as to deter tim from chal ...
lenging the patent. Thus, an obviously I::JVali d patent
may act as a formidable deterrent, and discourage a manu-
facturer from pursui.ng research, or from ~::lopting im pro­
vcments in methods of manufacture which ::-lvolv~ nothing
more than the application of the normal '":..:;chrdque and
skill of those experienced in the art!'

"The Patent Offices or the principal Industrial countrrcs, parti ..
cularly those 01 the United Stutes, Germazry, Sweden arid
Holland have power to refuse applications for patents,
which, in their opirnori, nrc 18~~cit1g in sut: oct rna Lt2:' ....
Several \vHnCS:(~3 have expressed the vi.::-;;;~· that patents
granted tL:; P:ttCD t Ofiiccs of countries ~r;hichin cddi-
tiori to a wide investigation for n2-.:eltyt take the

into account :-_3ve Q

end therefore a better char.cc or cornmer­
than the patents grante·~ in ccuritr ies

VI here the que3 ~ ion G 1: sub j ect m a t t cr is n !,-;: :.:~) n sid c' t Ccl. .'
Incidentally it may be observed that the L'"":vC'stir::lli~H:. for

which tcday is an accepted and
of our patent system, was when first prcpcsed
F'~'y COD1n1itt;.c of 1900, stronu.y opposcd~:\r a nur~-lb~~r. or
witnesses as likclv to be an CXOenSlVE.-: 8.1:Cl In...
novation". . .l\s (j"logicnl .. to our :--·:':COITllTlf.::nJat.ion
that the Comptroller should have PO\V2:- to an

C~ the ground u f lack of s:..: ~jpct-rn[lt. tcr , it
t 11 Q the sh0 ul d s i rni1a rIy have po \{; ': r torcf usc: t h l:

[~rant of a patent en the same ground in pro-
1""'\ r'\ ...... rj: : --.. ,'yt""l j)

211. The opposition procedure which oripinnted in Germany and
formed an adjunct as it v/cre to the c:xJmination syst.enl is the com~·
n10n feature of the Putcnt,ln\\'S of ull co~ntrics \vhich have ttdopted
the cxuminntion systcrn except the lJ, S. :\, ;lnd C2:::~d~ (the latter
fa 11 0 \V ingin cs~cncc: the P nten t 1a \V 0 ft h C' 1..1, S, l\.) i;~ l.Y) tho f v:hie11
a hit~hly cornplicatc·d i'intcrfcrcnce ll

prccl~durc obt.::.:ns,
about the clifi1cuHics caused by the i\n1crlc;(n r[lte!i~ systcrfl) V/l1

docs not IT1~1l(c prn\'ision for oppositiDn proceedings (t·he interference
for \\'111('h the .l\n1cricnn nnd the' C~nad.~an PZltent l\cls

IT1ake provision L'cing directed to dcter.rr;ine priori~y of invention
an.d not tho pntentability, of the invention disclosed in nn npplicn..
oon) 1 Rossman says in his ((Psychology of the Inventor'J at page 172:

fibscnce of opposition procedure in tbe U.S.tL Patent law has ted to
difflcul ties

l

in

20S. Great Britain star tcd with almost a pure registruticn ,system
but ado pt ed the German examination system in her Patents Act of
1383. Th~ t e n actmc n t in traduced an examination of specifications for

of description, disconforrnity and a few other
1902) the examination by the Patent Office did not

the novelty of the inve nt ion. The Patents Enquiry
Cornrn i t tce presided over by Sir Edward Fry suggested this enlarge.. ,
merit of the scope of examination by the Patent Office and in their
report they adduced the reason for their recommendation:

1(\VC are of opinion that the grant of invalid patents is a
serious cv il inasmuch D.S it tends to tIle restraint of trade
and to the ernbarrassrncnt of honest traders and inven­
tors."

iirro gro.nt 8. p:t len t
l

even though i t rnn~' be
\'okcd, for something \vhich quite
i n ve n t i \'en)cr i t \V hnt eve r lis p r i11 ta.

policy ar.d contrary to the purpose of the
\vhose object has alv/nys been to encourage genuine

inventions \vithout inr,1osing undue restraint upon normal
{T'lrln!"t~1 dcvelopmenl, Again..st this, it is ur~ed by thooer

to any !txt ~nsion of the Comptroller'£} ~~owcn

'I'he Patents Act of 1902 provided for this examination and its
Vld~; further en largcd by the Amending Act of 1932, "Obvious­
or "subject..matter" was still outside the scope of examination

until the Patents Act of 1949 to which I shall advert presently.

210. Stated broadly an opposition proceeding constitutes an
extension of the investigation undertaken by the Examiner. No
doubt t hr.re QrE some grounds open in an opposition proceeding
which are not the subject of scrutiny by the Examiner, for instance
the ground of prior public user but these are mutters of mere detail.
Wh at I desire to emphasise is that the history of. the patent legisla..
tion of th~ U. I{. shows that new run t tcrs for e xuminution, and

for opposition have been added from time to time and
there has never been any change in the reverse
shing the scope of oxnmination or opposition. It is in the light of this
history that I consider the proposal of the Committee a retrograde
one. I might at this stage refer to the ex tens.on of the grounds of
opposition in the U. 1(, by the Patents Act of 1949 by which an
objection on the score of "obviousness)' or (Clack of subject-matter"
\vas brought- in. This \vns based on the ncceptnnce 'Of the recom­
mendation of the S\v~n Committee. In their second interim report
th0. Cornmittce referred to the represent:1t1ons nl~d~ to them th:it the
scope 01 the of aDposition ought to be cnlnrp:cd, to compre...
h ,~'\ nd I ( sub j cct rn ~ t ter fl. l'hc ~/ (1cccpted t hc: f ()rceo f t hC'serepr csc nta­
tions nnd ex DIessed thc.:rnsclves thus ;_.

Patent

Law by an Decree of 1877. 'I'his system is stated by Dr.
Ing as having helped the German industry assuring the
patentees of a certain degree of validity such that they were encou..

to raise resources in starting the industry for working the
invention,

-'"
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tton costmg thousands of dollars."

J).'~4Jin~ w i th t he suggestion for the introduction into America
uf * ~/~v:,m of opposition pr~ure as obtaining in Great Britain,
JlIII"!~~"/Jr Fox says: (Monopolies and Patents, page 279..2,80):

... the solution has been suggested as lying in the giving to
the Patent Office of the power to entertain proceedlngs
'directed to obtaining the cancellation of issued patents
comparable to. the opposition proceedings in Great
Britain ... The United States National Resources Planning
Board has suggested this reform in its report: 'The issuance
of many unmcritcd patents might be -"' forstalled by the
publica tion of applications to make possible the challenge
of pa ten ts on grounds that might otherwise be unknown to
the patent office.' Thlssuggestion ·V/as made upon the basin
of eliminating a great deal of the crushing expense which
attaches to patent litigation!'

(j.¥)lyO':sition proceeding necessary in the public interests

212. Taking the several grounds urged by the Patents Enquiry
(//!runittee in favour of their recommendation to delete the provision
fL.I~ opposi Han proceedings, I feel unable to accept the soundness of
(r.r:l~)·. As regards cost, the e:rPerien.ce in other, coun.tries where Uti...
'1~ii1ion costs are very much larger ~"'1 in India, points to the fact
~t~,(d there does not appear to be any difference of opinion on the
':'/)lnt, that the costs before the Controller are very much less than
:-·~~fore the Court. I have no reason to think that

J... ~~, - any differcn t.

213. In cases where an opposition is the
:;/v ould neesssarily be delayed, but the question one of V{:U\~U\..UJ,,~

-:f:nefit which accruesto the public from a successful opposition
:_~~tlng a possible invalid patent, and the inconvenience or
::.:2,~lSed to an applicant for a legally patentable invention not
:;-.::..!Cldy sealed because of an opposition. In considering this it has
':-'_ oe borne in mind that under the law the rights of a patentee start

-"':=':'Jffi the publication of the complete specification though a suit for
:.::=iringement could not be filed till the patent is granted. After set­
~..:...::Jg off the one aguinst the other, patent laws in most of the countries
=.: the \Vorld which follow the examination system, have provided for
~ opposition as conducive to public interests and I am to see
elJ condition in India to militate against the of rule.
: .consider that the views of the Committee were coloured by
:"::1ose assumptions none of which I consider that
,'I; very large number of applications were opposed; secondly, that most,
,1~ not all, of thorn were unsuccessful and thirdly, these oppositions
were rnala fide, and that this rrocedurc has been utilised to blackmail
::.,"\~~U fide npp! iC~1!: ts, pa rt icu larly those w i th slender rcsou rccs, the
assurnpt ion being th;lt the parties who raised the opposition were rich
corporntions who 'Jlucl<cd the immediate grant of patents by demand..

__ )ring improper concessions as a ground for withdrawing their
-opposltion. I do not find from any of tho memoranda submitted to
the Committee' any representation m..ala use of

proceedings.
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decisi~n of tbe Controller not being final does not lCG.~ anywhere. The
way to look "at it is this: examination for novelty e:c., is to see that
those applications which deserve to be thrown out CIE so dealt with.
Opposition aids and secures a more detailed and informed examina­
tion. The benefit to the public of the system is to be g'euged therefore
by the number of applications which are rejected ~.:ause of opposi­
tion. If patents were held invalid by courts even. after they have
passed ,throu~h the test of opposition proceedings bE:iore the Control..
Ier, it only snows the imperfections of the earlier ez.quiry and is no
argument for eliminating all enquiry, On the other hand, it is to
the public interest that the examination should be strengthened by the
appointment of a sufficient number at well qualified Patent Examiners
and strengthening the examination staff and by in~'i-:':'iJ1g the coopera­
tion of those who are interested in the invention by Btering an oppo ...
aitlon and pointing out to the Controller the deficiencies of the inven­
tion which would render it unpatentable. The half-hearted opposition
which is envisaged by the Patents Enquiry Cornrnittee unci which is
now found in Clause 21 really serves little purpose. I would. prefer
to enlarge the scope of the examination before the Controller and also
of the grounds of opposition to what they are under :ne V.I\.. Patents
Act of 1949 instead of curtailing the provision as to r.pposition which
has been prevailing in the country up till now. Tr.c details of the
provision which would carry out my recornmendat it t; 1 have indicated
in the notes to Clause 21 (infra).

;'1.. PATENTS REI~EVANTFOR THE PLTRrOSE OF DE1FE~;CE /iND
!-'RO\'lSIONS FOR ENSURING SECREC1(' OF 'K'IIESE

Il{VEl,i7fI O!~S

Present Law in India

218. I shall now take up for consideration the changes I would
suggest in relation to the law tl'egnrding patents relevant for defence

The present law on the subject in Ind23 is con tairied in
21['\ of the Indian Patents and Designs Act, 1911. This

section, which is identical in terms with Section 30 of the lTJZ.
Patents and Designs Act) 1907 was introduced into the Indian Patents
and Designs Act) 1911 by an amendment effected by Act V II of 1930.

219, Under the Indian Patents and Designs Act! 1911 when an
assignment has been made of an invention before a patent had been
granted for it, the Central Government might Hat any time before
the publication of the specification certify to the Controller that ir,
the interests of public service the particulars of the invention end
the manner in which it is to be performed should be kept secret"
(sub-section 3). If such certificate were issued, the specifications
and drawings were to be kept in n packet scaled by Government
(sub-section 4). Sub-section (10) enacts:

II ( 10) No copy of any specification or other docu mr:n t or
drawing by this section required to be placed in 0 sea led
packet shall in any manner whatever 'be published or
open to the inspection of t11C public, but, save as otherwise
provided in this section, the provisions of this Act shall
apply in respect of any such invention and patent as
aforesaid."

This Is efiectuated by the Secret Patent Rules. 1933, which provide­
thQt the application would be subjected to the usual examination

J

II-"'--- ........ - - --- ----
(Oppoc~ tion!l disposed
(OPPCSi tiona cue-cess
(cpporhlona unsuccessful)

4

6 dlsposed of within the
year.

4· applicatioru for patent.
abandoned. .

A withdrawn.

E02
55$
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%40

2
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20222

-~_.1-----_

1957

Total 1950-57

-----~- ------------_.............._--~ --........_.__._---......._----
(.Successful oppcsit ions.

215. 'I'h ese do not show are entered mala
fide with a view blackmail. figures of oppositions
entered and analysed success' or failure, the
do not indicate that the challenge at the opposition stage has
been abused. 'I'he total number of apphcations filed for the eight
veers 19S0 to 1957 were 20,222. The taL'11 riurnbor of oppositions en­
tcrc~d were 140. 102 of them were disposed of within the period. Of
these 55 oppositions were successful and 47 failed [either because they
were rejected on the merits or were withdrawn or dismissed because
they were filed beyond the time allowed. I have also made an analysis
about the identity of the applicants and of the opponents concerned in
these proceedings. 1t however affords no confirmation of the view .
that opposi tion proceedings have been resorted to by 'rich Corporations
with n view to blackmail poor inventors. I would also add that the­

entered which the Cornmitteo have: set out in
r of their report a t page 126 do not appear to lend

pu t forward by Pt... 1-..- .
21G. If the aim of the

extent Zit lcnst that
docs not

it is

4'

cxorninn tion is to ensure to sorne
s11011 not be gran ted where the inven tion
the St3 tutory tests of

to have the applications
than grant patents and require that

- process of a petition for revocation
get the patents annulled. It is to be borne in mind that the grant

of n patent has u grent restraining effect upon manufacturers, a
restrain t which is justified only if the invention satisfies the statu­
tory tests of novelty) subject""mattcr) and utility and there is no great
point in having examination with o simulated
opposition and then a on the register which is allowed
to contin uc because of the involved in a petition for revocation
or becnusc of the of people in submitting to trio cxncticns
of a pat ont cc. It is esscntinl that the public should be
irnposit ions by pa ten tees be-enuse t~lC unnvoidable imperfections
of the cx arninat ion arc not by an effective opposition, D1nnnge"
to SCCU[l\ the: gr3nt.

217. The f act that the decision of the Controller on an opposition
rdoC.'s riot conclusively establish the validity of the patent is noground
"at all for eliminating that p;,Jj for that} even ~ decision of fa

court pronouncing a does not bar the revocation of that
patent in other ~t'r'f1',,",",\L\)~. therefore based on the-

.- ~

"
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or
not
an Indian

in the of the Cen tral
sary or for the defence of Brttzzh
efficient pros.ecut.ion of the War so t.:J
Government by order
to such or person as may
order, any such in his PO~"2.5.S10n
any Invcntinn, design or process as rn.a~T hp ~ntDrnto..rlj
tho order or demanded
person.

The of a to tor, or :.:; obtnin , a. paten t
In respect an or registration in
respect of a design, shall no t be by reason
of the fact that the invon ti':Jn or has pr evi
been comrnunicato.j to an d:J thority c::-- person in corn-
pliance with 2-ny order under SU::-T"ll1e (4) I or used
by an authorj ty or person in of such cornrnu ...
nica tion, and a pa ten t in an irivcn UOTI, or the
registration of a design, sha l not be t-e-ld to be invalid
by reason cnly of the f'ac t ~~a t the .r;v en tion or
has been comrriun ica ted or used as G~ :;resaid.

(6) In connection with the usc: c:- exercise of.
invention or design on belia: f ,or for ::--.2 services of
Crown (whether by v ir tu e of the I:-:~i3n PJtcnts and

Act, 1911 or othcr w.sc) I the Cer.tral
may, by order authorise the USc of an=.~ drawing
plan, specification, or other documen t or information ill
such manner as appears to the Central Ccvernmont to be
expedient for the defence of British Ind:'a or the efficient
prosecution of the V/Dr, no anything to the
contrary contained in any licence or agreement; and any
licence or agre-ement, if and in so far 2S it confers on any

otherwise than for the benefit of the Crown, the
to receive any payrnen t in respect of the use of any

document or infonnation in pursuance of such an autho-
shall be in oper t •

221. 'When t1'0 Defence Tradc Marks
193C~1 in \\'C'fC vorv soon
Section 18 the U.K. Act 10·E) but 'there \V25 no similar
Iegislatton effected in India when the I)cfcilCC of IndiJ Rules
in 1946.
Provision in the Patents

222. Clause 23 of the
Indian 1(1(1'ic1.'1tlfln ~r('jHi(,ll

Section
223.

enunciated
from time to time the classes
the purpose of defence and theriut
the
t.ioris

;.\

'by the Patent Office but that the acceptance woqJd not be adver.
tlsed, The specification would not ~ publIshed and consequently
no OPposition' would lie against such application. On acceptance
of the application the patent wlU be sealed by the Controller but
this patent will be entered not in the Register of In a
separate seeret Register. The packet containing the specificatlo:Js
and drawings is directed not to be opened except on the orders of
Government during the term of the patent (sub-sectlon 5) and on
the expiration of the term oithe patent, the packet has to be deli­
vered to Government (sub-seetlon 7). Patents COvered by the
secrecy directions nre not subject to revocation (sub-section 9),
Government mDY at any time r~oke the secrecy dIrections in which
event-'the patents will be Covered by the rules applicable to otherpatents.

Defects in the present law

220. The above prOVisions suffer from two defects. (1) The
provisions as to secr~y are attracted only to the cases of those
inventions Which are assigned to the Government. In the case of
other inv(mtlons for Which appllcationB for patents are made the
provision as to secrecy directions do not apply, even if inven­
tions be relevan t in rela tion to the rnatters set au t in Section 21A
and are therefore of vital importance for defence. (2) While the
officials of the Pa ten t office are fcatrained from disclosing the infor.
mation contained in the specificatIons in respect of which secrecy
directions are passed to other pers'ons, there is no similar restriction
imposed upon those who have assigned the inventions to the Govern­
ment. Both these defects Were rectified bv provisions which wcre
in operation for the duration of the War in the shape of rule 42 under
the Defence of India Rules 1939. The same defects characterised the
U.K, Patents and Designs Act 1807-32 and during war time the
provisions of the U.K. Act Were supplemented by rule 3 of the
Defence (Patents. Trnde Marks etc.) Regulations 1939-41 framed
under the Defence of the Realm Act, 1939. As these war time pro­
visions both in India and England were substantially the same, it is
sufficient to refer to Rule 42 of the Defence of India Rules, 1939"which run:

"42 (1) For the purpose of this rule, we expression 'Control.
Ier' means the Controller of Patents and Designs appointed
under the Indian Patents and Designs 1911.

(2) Where, either before or after the coming into force. of
the Ordinance, an application has made to the Con­
troller for the grant of a patent or the registration of a
design, the Controller, if he is satlsf1ed that .it is expe­
dient for the d ...fence of British IndiC) or the effiCient
prosecution of the war so to do notwithstanding anything
contdined in the Indilln Patents and DE:,Signs Act, 1911,
omit to do or delllY the doing of anything which he would
otherwise be reqUired to do in relntJon to the .1ppl iClllion,
and by order, prohibit or restrict the publication of intor-Inntien,vi th respeet to L'1 e ~~ _.L .I ~
tion, or the communJcation of such
culnr persons or classes of persons.

(3) No person shall, under
permit granted by

/
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Defence dcpar tmcnt are of relevance for the purpose of defence.
Mi li tary science and defence needs are undergoing rapid changes and
a civilian office like the Patent Office cannot be expecte.l to be up­
to-date in respect of information relating to defence -purposes, which
are usua lly guarded by a veil of secrecy. I L~erefore consider it
essential t h at either the Act or the rules should make a provision
for classes ucing notitied as relevant for defence which should be
available for tho guidance of the Controller.

Controller to be vested wit h di-;cretion to include uppl1catio~...B
outside the "'notified clnsses".

229, .'The next question is whether the Controller should be
restricted to the "notified classes" in the matter of selecting appli­
cations for the purpose of passing secrecy directions. On the langu­
age of Clause 23 as it stands, it looks as if he would be so restricted.
This is not desirable and the Controller should have a discretion to
PClSS secrecy orders even in the cas~ of those invcntron, which
though they do not fall within the "notified classes." DrC' nevcr tholoss
in his opinion relevant lor the purpose of defence,

230. Closely allied to this is the question v:hether in the case
of in vcn t i 011 S f 311 in g v.: i t h inthe (.no ti fiedel (J ss es 11 the C:.: n t r011er
should be vested w .th (1 discretion to select these which 2:JDe2f to

him to be prZ"nHl j',,-'lc\'3nt for the defence 0:-' whether he- should
rncchanicallv P:1(;S orders l:l the C~Jsc of every
f2.11ing w i th in the l'notlnt~d ciasscs". 'I'ak inr; into account
sh i p which Do ordr
consider t hat it be 1n
vested with a discrr-t io.: not to a sccrrcv order in l.hDSC~ cases
where, llotV;jlhst2nding that invention is or D. c lass whicl,
f811s w it h in the: linotificd cLLses", it docs not. in his
to be r c lC'v ~H11 for t hC' Pu ;.p0 se 0 f de fen cC',

n ar v e x arni nat io» i.: riot dnne bv the Controller in tho Paten t Office,
it would ncccss.ui l v i),l \'C to be -done i11. the: Defence Dcnar trnont and
Teons ide r t [-1 ~1 til \\' (;II id b L' bet tc r j n : hc Pu b1ic ~ n tere:.:t 4 toecon 0 rn is e
the' t im o ,Ll ke11 i 11 t lie [J(\ [('nee DCI)Jrtm on t. Tr: is su~;gc.:) LDr) I am
making t:lking into account anr.t hr-r rrcornrnr-nda t ior, 1 nm :n~;.king,
n am ely, t hat t hC' 1)C'fen ccDcP(1 r tm('n t m .1y be vestcd w it h a po \ver
to direct 111(' Controller to pJSS secrccy orders in respect of any
invention iii r(\.~pe('t of vhich he has not already pasxod anv such
order.

Controller to he Vt·stcd wi ! h PO\\'C'f fo pass secrecy orders

::::·n. The SC('():)f! pdin~ :s ;1S rf'[~:1rris the' otTlC0f' or ~luth(l~"~t\' \vho
;~h\l'Li!d be vt."stcd \\"ilil 11('\\'('1' to D:L>'; tIle ~~(,(TC'(,\' dirC'c!i()l1. In

lId. i\ustr.l1i:l :l11 f, l ~\l'''\' Zt':ll:Hl'd l~ is t:-iCI C()rn;l1!s~i()nc- Of the
COJ)l1"t)lll'r of P::~CJ~ts \'::::) r<t:):)('.'·, tIL' :~,\~_':'l'cy cLrcc'joi: ill :!Jl' first
insLl1H'(I. \\'hicl: i'~ e:fltcl' (,:):l!!rn~l'd or c(luntcrlndndcd 1)\' th~' :'\,r(\nc(~

DOp2rt:nc'nt :lflct' ~t [\l:':l:'c't' :\Iid [1.111c·1' ("<~lniinntionl \\"hc'rc\~:~ ill the
U .S.l\. :! 11d i11 C;In: 1d:l t 1: eo!' c1 cr is p ~1 S S C'd O!! 1yon the d irec t ion ~ 0 f t 11 c
Gover11Inc11t,

232. It h,l:) IH'cn suggested that \ve should follo\v the An1cricnn
rnodel and t l1:l t the po\vcr to puss a secrecy direction in the fIrst
i 11~; tnnce sh 0 U1d \' (~.') t nut in t 11 e Con t roll 0 r but inthc G() \' C'rnmen t.
1 ;un ho\vevcr ill l t S~l\ ;.-;~ed th.1t this \\'uuld be bl'rlt\flrinl or \vould

~
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the Contt:oller i~; sntisfied that an invcntion f<Jlls within the notified
classes, he has to make an order directing the applicant to keep the
invention secret and the Defence Department of the appli-
cation and of his passed the :;ecrecy direction, seeking the
orders of the Department as to the continuance or revocation ofthese directions.

2'24, Opinion has been express~d sL1Bgesting variations in respect
of l.ot h the above matters, First as regards the scope of the exami­
11at1011 of appliciltions Which ought to take place in the office of the
Controller. The system of notifying "the classes" which arc rele­
vant for defence obtains in the United Kingdom and forms the
feature of section 13 (1) on which clause 23 is based,

225, The Australian Pntents Act, 1952 howev'ir depart., from the
English law and vcsts the discretion to choose the appHeations
for the imposition of secrecy dir~tion$ in the 'Controller without
reference to any "notified classes". Seetion 131 (1) of the AustralianAct cndcts:

m3Y, if it Dppcctrs to hjm to be
so to do in the in tcrests of the

("'rnmon\vealth by order in writing under his
t or restrict the publica tion of infor!118tion .. "

22G, The Puten t Law of the U.S,A, is on the same lines as in
Australin, The relc'vant words of Section 181 of the U,S,A.Act are:

of an invention bv
pat en t, . , . . rn ig 11 t I 111 the 0 T) in jon 0 f t 11~

dctri men tal to the nu tiolloi sccur: ty, he
hp PIi C.\.1ti 0 n for p J. t on tin \V 11 ic1'1 Sue b

1\-'r>lr,('r,,,-4 available for inspection to the i\.to-
on, the Secrotnry of Defence} 811d

of any other dcpartrncnt or agency of
the Go\'C'!'nmellt designated by the President DS a defence
~1g(~ncy ()[ the United States."

227, It has been '1(:1 ted t hat the system of h:lVing "notified classes"
of ill vrn t iU11S rc ll'\':lll t rot ell'! cnco, is up t to render the work of the
Con tro Iicr 11l'a r 1v l!Il'chanical to see if the 'ti t lc of the invention is
sUbstanti:tlly CCl\;cJ('d by the specliicd classes and that under that
sysll'm l!ll' ddenc(' dcpartml'n t is c:dlcd on to scrutinise specificu­
i 0 I1S \\' 11 j('11 1i:1 \'eli LIe> \' a I:le [or defence> pu rposcs, not wi thstnnding

tIl : If tr C' 11 11 !(':l! : \' t h" j: 1\' C'1:1ion isill 1h(' •,11() t i fI cd l'1 ass' ,, It is :11 s0

s:lid :bt lI!1dl'!' tll:lt :;\,;!,'i!l t}wl'e is a possibility of inventions of
red 1 \',I! lIl' r" [' dc' It'!1('(' "(':l ;'inl; t)1(' C01] t ro 11(,1' merely bee allse the
tit!" ,,( Ih' '111".'111 '11 d"'.'I' ll<Jt ('xadlv fit into the nomcllC]::llUte of
t!I(' t'!, "I',>tili,',l ,'I 'll~'['l':;tioll l;ns therefore !JO('1] made that
illS It':,,! ():' Ii:l \'1 n,; :I S~' S I 1'Ill:;;' "no tined classes" the I1lU tter mDy: be
ldt cnli:,'ly to lit" dlscrc'tion of the Controller to selcct app1icutions
\v hi l' 11 in h is up in i \)11 nr,~ relcvct n t for defence. .

228. I arn how"\'cr of the oninion that C'ven for. this SYstem to
work satisfnctol'il)', tho COlltroilcr should havC' for his gtliclElnce u
-spociflca ~ ion 0 r cJ:";S('''; (\ r in 1'C'1l LIons, which in t hr opi II ion of the

I
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of the Potent and Trndc
offices on zonal basis.

XI.

~omplete examinition of the
the interests of the applicant that the

examine his appHc.a.tion and the
as possible. In the U.K. therefore
their consent to the examination of mer.,- sPe'"'...ifications
Government even during the penod when the secrery
in force. I consider that this formality of CD'.ser:.: ill unl1e(~es;s.aI
that Government. be vested by statute ,,;r'-~ POWer tn
these applications and specmcations 'fb
would be in line with the provision.; of
Australian Patents law,

to be einpowercd to

. 234. I do not however consider tha i n:;:H1C"C c1asse:'3" however
\;xhaustively drawn up would COver all ::-,\'E:::-:a:13 which ar", of
importance for defence and in (0 wr::::.>: .: would be essential
to make secrecy directions, Apart from :he C2 :egories compriseD
in the "notified cla.3ses" not being .: :..s possible that the
Controller might not include all o,,~::Je the
classes" which would be relevant for defence 7:: plug any loophole
r consider it advisabl e tha t the Cen t r a l C; 0', ,,::-nmen t she uld b€
vested with the power to call for 'any O::-;e, uori outside
those in regard to which the Controller ;'.25 =~.:::;ed &:~fE:~y direc­
tions which in their opinion might be of :"'-:371ce for rn:
purposes and empo\vercd to give d: fe:Cl1C:-:s ~: ~hc

lSSU<: secrecy directions even in respect of S:.Ic:- 2pPmu,",
these purposes Government should have t~'2 sa:7.e power to
arid inspect any opplication and specific;:: ::C'i even their
acceptance as', in the case of those c: iC2~ .S i:»: which se<'rG<:y
directions have been passed by the ,. ~r

No or appeal in respect of secrecy o,de,',
235, Tak ing into account the nature' of the ;".''.''-2, and

for which the proYision is intended on 2 n: :-J1' a
not be en titled to be hen rd before il d rrcct i n:-, i ~ ~ s2crexy is pilssed
either bv the Controller of his own motion 0:- Cr, the direction of
the Cen lra] Government and it woul d al so fcI::Jw that L~e order
would not be- subject to any appeal. It wou lei b-e a Wholly udmlnis­
tra tive proceeding conducted en tirely in pu blie cD (crest and there­
fore no' subject to those usual safeguards of hearing or of
as in the case of other orders the

236. I have discussed matters of detail and the draft of the
clause I would suggest for implementing the ilbc,,'c in the notes toClause 23.

237. The
Marks lu\v

198 C & I--S
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serve any useful purpose. It is very' necessary for the secrecy
direction to serve its purpose, that it should be passed and com­
municated to the applicant at as early a date as possible,
after the application is filed, for until such direction is com..
municatcd, there is nothing to prevent an applicant for a patent
from disclosing his invention to other persons. The very object
therefore of a secrecy direction might be frustrated if these direc­
tions are not passed within a reasonable time alter the applica tion
is filed. If appl ica tions have first to be sorted out by the Patent
Office and then Iorw ardcd to the Defence Ministry for scrutiny and
secrecy orders have to 8WCJU this scrutiny, it is apparent that such pro­
cedure would take mere time than if the Controller passed orders
on his own initia tive. There is also a further reason for
the power in the Controller. Clause 23 (5) corresponding to
Section 18(5) of the U.I<.. Act makes ptovision for restraining every
person resident in this country who is possessed of a pa rentable
invention filing his firs] application for patent abroad without the
written. permission of the Controller or where he files his first
applicat ion for patent in India from m~klng his foreign application
within six weeks of the filing of his Indian application. Even if the
period of six weeks is enlarged, say to 8 weeks, it might be difficult
in the normal course of events for the Controller to select the
appl icat ions and despatch them to the Defence Department for the
purpose of finding out if they arc relevant for defence and for the
Defence Dcp.rr tm.:n i.. to issue directions for secrecy and these being
communicated through the Controller to the applicant for patent,
all within that period. The time Jag would be cut down to a con-
siderable ex tent if the power to pass sccrccv orders is vested in
the Con Lr0 11 cr. j\ [ lcrall i t h ~s to be r ern em be red that any d i rec­
tion for secrecy passed by the Controller is subject to confirmation
or revocation by the Central Government and so long as this
supervisory power exists, no grcat harm will be done by the im­
position of a secrecy direction in the first instance by the ControJler.

Govornrncnt to he empowered to inspect which ore
under secrecy orders.

233. There is one other matter to which reference might be
made at this stage. Under Clause 23 (2) (a) the Central Government
is directed to reconsider the orders passed by the Controller­
pcriodica lly and revoke them if it considers that such a secrecy
direction is no longer necessary. This function could not obviously
be properly discharged except by a close scrutiny of the complete
specifications of the inventions. The Patents Act however forbids
the Controller from disclosing the specification filed by the appli­
cun t un ti 1 it is laid open to pu olic inspection. This corr.l ict or
:1norn <11 )' is J V 0 ide d in t hcD,K , by the consent of the aPpl iC8 n t
h("'il1~~ t n kr-n f(1f the examination of the applicatiou and sprciflcZ1tion
by t Iic C~ (1 \' (' r nin ('n t \v hen a sec rccy d irec t ion is PJ~'; sed b:; t hC' Con­
t.rolh-r. The" procedure adopted in t ha t country js for the Control-·
lc r t () f (rr\v ~1 rd t r) the 3 pP1ico. n t a10ng \1/ i th the not icc () f th0 secrecy
dir()ction n forn1 for his signature gi 11ing 'consent to the Govcrn­
n1cnt's inspection of the npplication and spccif1c;ttinn, l\S in the
normal course. the secrecy direction passed by the Controller \vou1d
not be revoked unle~t). Government \verc sntisDed that there \vas no
ground for' it and such nn order \vould not he passed \vithout a
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195 J 2.10H 904 <}3)6!3 27,:93
1\)5 2

212/t 2 ! ,29~ ·~4;209 28}938
19~3 2,235 :. 151 3 49,395 3I ,o:ir
1954 {;1

2,497 3.,3°3 59~65 35J105
1955 "2,73 6 3,835 68)2·73 4!,S90
195 6

3,067 4,376 71,664 48,6.+2
1957 ),45° 4,3°3 73,743 45,585
195 s

31572 ~,I 58 83,roo 4R,i r3
It. 195Y

),900 (c~t~at~d)

"(1st r~I1U3ry (t) Jorh JUI1\.' Il)~9'-'ii\ months 1959 received), ,

heed to be increased; (3) The expansion of the grounds of opPOSition
as compared to those under the- Indian Patents and Designs Act,
recommended by me, if accepted, will result in 8 further increase of
work in the Patent Office; (4) The expanded grounds for the grant of
compulsory licences and the provisions for revocation ior non-working
could also be expected to add to the work; (5) The proposed branch
offices of the Paten t Office would require additional examining
staff; and (6) Besides) I am recommending (see infra) that
there should be set up a special section, at the head office or prefer­
ably in one -< of the branch offices whore mere accommodation is
available, which would deal with the work of abstracting foreign
potent specifications for the purposes of circulating such abridge-
ments and digests to the Universities, Government laborato~ies
arid industrialists who may be interested in research bearing on the
invcntio;:ls disclosed in these specifications. In order that that
scheme may function properly it is necessar-y that the abstracting
work should be done as efficient lv and w it h in as short a period as
possible: by qualified tech nical staff.

241. The Iollowing table gives the num ber of applications for
gran t of patents and registration of designs flIed at the Indian Patent
Office from 1949-E:,9 and the increase in the volume of genera!
correspondence during this period:-

It may be mentioned that the average number of applications for
patents at the Indian Patent Office during the period 1930-1943 was
only abou t 1,000 per year whereas in 1949 the number of applications
rose to about L725. .

242. Thus, the number of patent applications has :more than
doubled in ,1958 as compared with the figure in 1949 and this increase
has been maintained during the present year. A similar 'large

Under the Rules made under that Act, the heat! office of that -re-"
gistry is to be located at Bombay with three branch offices at
Calcu t t a and each office having territorial jurisdiction on
a zonal basis. .I recommend a similar set-up and a similar zonal
distribution f.or the Patent Office also. In addition to the present
office which Vvi11 become the head office, there might be branch
offices of the Patent Office at all those places where there are
offices of the 'I'rade Marks Registry and combined with the existing
Trade Marks Offices. The' senior among the tVlO officers in charge
of the two sections might be entrusted with the 'general administra-:
tion and vested w i t h adrninistrn tive control over the rninister ial and
other non-technical staf] of the combined office.

for patents to be made after the commence-'
f\ct should be directed to be made only at "the
within whoso territorial jurisdiction t'he appli-

_ place of business, and all further correspon-
dcncc in respect of such applications to take place in that office
although there would be a single All India Register and the patent.
gran ted would hC1 vc effect throughout the whole of India. All orders
in respect of applications for patents will be communicated frorn the

zoned office where the application was filed. 'I'he
e x.irn inat ion of the application for patents and of

thereto might be made at the zonal office, while
arid detailed examination could conveniently

be carried out Lit the hC2d office of the Potent Office. In this respect
the provisions of t h« 'I'iadc arid Mercl.andise Marks Rules as regards
the determination of the appropriate OfflC2

1
the distribution of

work bet ween the I-IC:Jd and branch offices arid the en tries in the
rc le van t to the topic of appropriate office might, with

be adcp ted rHHtat is 'i/1utand i8 in the case of pa ten ts.

Cont ro llcr-Gcnern l and other officers

239: The Controller-General will be the' head of the combined
organisation of both the Trade Marks Registry and the Patent orn«.
There will be D Joint Controller of Patents and Desirins who will
be in charge of the day to day administration of the 1?atent Office
with responsibilities and duties similar to those of the" present
Joint Registrar of Trade Marks, on the Trade Marks side. The
Joint Controller will be assisted by Deputy Controllers, Assistant
Cont ro llers, Examiners and other technical staff.

Increased work and additional responsibilities

240. In determining the staff rcqui rernents the Io llowint; matters
have to be borne in rnind:-

( 1) There has been a steady increase in the number of .ippli-:
cations for patents and designs during the last ten years (see table
be lo w ) and there is no: reason to believe that this will not be main­
tu incd ; on the other hand, wit h the industrtal progress of the
country, the number of npplications for paten ts from both Indian
and foreign inventors is bound to show a steeper increase; (2) If
my proposals for amending the provision in the Patents Act as
regards anticipation by publication in India or elsewhere are accepted
and implemented) there will be an increase in the work of the Patent
Office, find consequently the streng-th of the Examining stnff would
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second i~la:J~) ivr.oc. i.)j ex am UHHIO:l.1 3 no l C2 S: 1.nrC:2 yccrs
of research experience. In the case of se lcc-
t ion may be' m ade f r orn anlong t hose v: ho have r a nk

in t.he All India Engineering Services Ex arn ina t ion. C2S0 of
Examiners requiring special kno\vledgr. of any branch
of technology the qualifications may be: suitably varied. The Ex arn i­
ncrs recruited on' this basis should aU be classified as Gazetted Class
I service and may constitute a separate All India Service to be
named The Indian Patents Service (Class I) just 8S 111 the case of
other All India Services.

248. I recommend tha t these posts shou ld have t he same scale
o f pay and s ta tus as in the case 0 f 0 the r s i In i Ia r A.II Ind ia Se rv ices
and in exceptional cases a higher minimum pay in the prescribed
seale m ay be 0 ff e red to the se1cc ted en ndid n tc . 1t may be men ti 0 ned
in this connee ti 0 nthat qua1i 11 ed tee hn ical 0 fTI cc rs arc no w ad 3 ysin
great demand and are able to SCCUl'l~ posts w it}: bettor [i.)V arid
prospects outside the Patent Office. T understand th8t
of Ex C1 min c rs ha vc been 1v j n f~ \' (1 CZ11 J lin t h C' P () ten t () ffIce. aJ1 the
cand ida Los \\'hn h~I\'C been> offered : l1C P():~ L~ (111 t1-: () rr-corn mr nri» t j on
of the U.P.S.C. 118 vi ng successively dec lllH:d t he ofTc rs ()nd LhJ t ITIC1ny

of the senior experienced Examiners hav o 1c ft the Pa ten t Office for
be tt cr pro spee ts. The st8.IT poSi ti 0 n 0 f t 11 c Pa te~ n tOrn ce js t h us
extremely unsa Usfactory and there is nc'Ccssity to
the staff of Examiners in I "vvho \vill
the Indian Paten ts Service· These be on
for 2 years and may be examinntion

Staff proposats

245. 1 am satisfied that the above staff of the Patent Office is
wholly inadequate and should be considerably streng-+...hened 1\1y
recommendations for the strength of the technical staff having
regard to my proposals and the volume of work at the Patent Office
are briefly as followa.-c- I

246. (i ) Examlnera.s--On the basis that about 100 applica ticns for
patents may be examined per year by an Examiner an.d that about
3,500 to 4,000 applications for patents will be received at the Patent
Office every year, the office will require about 35 to 4·0 Examiners
of Patents. In addition some Examiners w ill be for the
new branch offices and for the section dealing 2:"str2c:ing of
foreign ~eciflcations. There will also be an Exarnir.er Icr the
Designs Section.

247. I need hardly emphasise the
very high technical arid scientific or
the post of Examiners. If the Iridian
its functions properly and render
the standard .of cxaminaticn of the
be high and should approxirnato to the :;tandard C3

the advanced foreign CQUntri0S. 1 w ou ld
b '~., -iperrncnts should e ~()C.2 oy ti:C U· .o.v,.. , !>' _ _. , •

ex 8 m 1n (1 t 10 11 as 1n the cas e of 0 l [1Cr j~, 1:-:':::Li ace ::-. o1!1ea
services C12s3 1. In the al tcrnat: vel in th e case of L xarniriers :

scion tific Q.?Jsliflc3t ions, the sclcc ti on b2 T:L3 de from 2JTlonB
candidates who have taken a Doctorate ir; or

or other branch of tr-chnolovv or

(8 Temporary)

(TempDrary)

(I Temporary)

(Tcmpornrv)

t6

1,

15E].:)~mjncr of Patent,

E1Cnrnincr of D("sign~

lir.:!tmincr ('f Patents-in-charge

ClaJJ II (Ga!JtlfeJ)

(;/CH I

Joint Controller of Patents and .Dc,igns

Deputy Controller of'Parents and Designs

Assistant Controller of Patents and De~\gn..'t

CL;us If (N~(IZaud)

~htant ,I!nminer of patenn

Whereas there were only 920 ~pp1ic4a·ti~ns for ~~g'ist'~~ti~~'-;;f -~f~"'irii
in 1949. over 4,000 applications for Designs have been filed every .
during 1956--58. There is also a two-fold increase in the vclume vof
general correspondence as shown by the number of receipts and
issues. There has been no doubt some increase in the staff' during
the period to deal with the additional work, but the increase, how­
ever has not been adequate, with the result that the working of the
Patent Office has been adversely affected, and the office is unable to
discharge its functions properly-

243. At present though the law does not impose any obligation to
conduct a search, I understand that the practice is to make a search
usually in respect of the applications of Indian origin. However,
as the Patents Enquiry Committee have pointed out, "There in no
fixed standard for the examination of patent applications. Investi­
gation for determining the novelty of inventions are made or omit...
ted altogether, at the discretlon of the Examiners and Assistant
Examiners". In view of my recommendation for compulsory search
for anticipation in respect of every application for patent, both' of
Indian and foreign origin, the Examiner wi ll necessarily have to
make search in respect of all applications. At present, however, the
Patent Office docs not have for search purposes any foreign specifi­
cations (due merely to want or space in the library) and therefore
search has had to be confined among Indian specifications, published
since 1912, and to such abridgements of the foreign specifications,
journals and text-books as are available at the Patent Office. In the
circumstances the search material is not 8S large as in some foreign
countries and the average time taken for search IT1USt be corres­
pondingly less. Even when foreign specifications become available
at the Patent Office Library, I think that on an average an Examiner
should be able to deal with about 100 applications per year. In .t,.T,is
connection, I would suggest the equipment of the Patent Office with
modern Iacil i ties in the shape of mechanical aids to search, which
will considerably save the time of the Examiner and will thus enable
a comparatively smaller staff to cope with the increasing work. Such
mechanical aids are provided in the Patent Offices of many foreign
countries, such as Australia, U.S.A.. and UJ<:. arid their cost is not
prohibitive either.

244. Th cprcsen t tech n ica1 sta ff 0 f the Paten t 0 ff ce con sist of-
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- , ... _. _._A ..... .J .... --·... U(;.(4,tst: ue ti00U,:;.tlCG ana dii accmcriar post of
Assistant Controller be created instead-

263. (iii) Assistant Ccntroller.i--There should be a sufficient num­
ber of Assistant Controllers to direct and supervise the work of the
Examiners and assist the Deputy Controller and the Joint Controller
in the administration of the Act. On the examination side there
may be three Assistant Controllers, one having high engineering
qualifications; another a specialist in Organic Chemistry particularly
in the chemistry of drugs and a third in Physics. particularly elec­
tronics. In addition there should he an Assistant Controller in
charge of. the section for abstracting foreign specifications. There
should also be an Assistant Controller who should be in charge of
legal and policy matters. It is desirable that tt.e last post is filled
up by a person having five years judicial experience and about ten
years of practice at the Bar and having basic sciez.tific qualifications.
In an, therefore, there will be 5 Assistant Contrcilers.

254, I would suggest that 50'j~ of the pas ts of Assist an t Control­
Iers rnay be filled up by promotion by se lect ic r; Irorn 2rnoDS the
Examiners of Patents, Class I Gazetted, having at least n'.'e years
-experiencc as Examiner at the Patent Office ar.o who hav e passed
the departmental examinations and 50c;(l by d.r ec: r ecruitmcnt in
both cases on the recommendation of the U.P.S,C. 'The CO~)~ m av
carry the scales of pay of Rs. 600-1150 (G3.zettEci Class I")4 25 in the
c~se of the s:l\.~sis,tant R~gistrar of TrDd.c lVI8ri;;_ ?(2rsor:s. ·,!/h? .ire
-directly recruited for the post of Assistant Cor.t rol lcr --~!·i0UiC: ot'
required to pas:) a depar trnen tal cxam inaticn .r: Pntent:; 12',\' ~nd

practice before t.hev nrc: confirmed. In this connr-c t.on. U~lC- of
the Australian Patent Office is of interest. In c:-je[' to en3Ll2 Exa·
miners of Patents (Grade I) to receive 3ccele12'J:'d advance to B50
nounds a year and to cualifv for salarv advancement beyond 860
pounds LX;f annum and for promotion to the office of E:V:8f:1incrs of
Patents (Grade IlL a candidate has to pass 3

min a t i0 nconsis ting 0 f six pa person P a ten ts 1a \1; and p ra Cticc . T he
requirement of departmental oxamina tion on the above lines would
be 8 n in duecrnen t tot1'1 e Ex am inc rs and P:. Ssis ~ t:n teon t ro11 CTs to
keep themselves abreast of Patents law and prac t ice and w i l! con­
duce to the efficient working of the department

255, (iv) Deputy Controllcrs.c-c'I'hcre should be three Deputy
'Controllers, one a specialist in Oruanic Chemistry, particularly in
-drugs, another in Physics particularly Electronics. and the third with
engineering qualifications.• These officers wil! supervise the work
nf the Assistant Controllers and Exam incrs, nass orders on their
reports and \vill also tQke henrings, :\s in l:10 case of f1..s:::;jstnnt
Controllers, 50\,; of the posts of l)(lputy C()ntn~llcrs, InD~i b~) fJlled
up by direct rccruitnv::nt nno 50';; bv splcction from ~(rnong the
A..ssistnnt Controllers of Patents \vho h0\'<.' \\<orkcd for ntlc;Jst ~5 years
as Assistant Controllers nnd have p~lss('d the dC-Dartmc:ntnl C';:3rni­
nat ion [l nct fro nl Ex D. !ninc rs 0 f P ()t l'n ts , eLl SS I. ~,r/ h 0 h ~ \' L' \ '.' 0 l' k ccl
for 10 yc~rs or more J.S Exarnincrs ~lnd \vho h~1\'C passed the
rncntal eXD.tninntions. In the caSe of direct r-ecruit.rrtent onlv persons
\vith exceptional engineering q unlineD. tions or \\'1th ~ "doctora te
degree and good academic and research record should be sel0Ctcd
-for appointment. This \vill enable the office to bring in fresh experts

C; O\'Crnlnen t in Pa ten ts la \v and Practice before they
All future recruitment of, Examiners may be only

I EX8!7lincrs.

nllIlC'r

250. The n ex t q ucs uon is as regards the fu ture
Cl nss II E:-:arrliners. l\.s I have said earlier j I would rccornmend

set-up) a11 recruitment of Examiners should be to Class
recruited on the basis or the qualifications and seale
indicated, I consider that it would be a hardship r

Ex am i ncrs -»ho hold Class II gazetted posts are given .
ch:lncc of cornpeting for the post of Examiners Class'

\\'()U lei ~~ug,.(::c:~'~t t.~·18t in the case of the present
a Departmental examination held
-ncc or technology in which the

is~d, arid in Pa ten is IJa \v and practice, might
(~1~)s:5 1 EXDrnincrs. Each of the present Examiners

:~ «hances in three consecutive vca rs to thus qualify
T'hDse who do not pass these exammations should..

b(? ('{Jill('nt to continue as at nrr-sent in the Class 11 scales

01' p3>',
2;)1. I h(1 ",(. Pl'upuscd infra the appointrnent of some senior Scien-

t l1'lC t\ssistants for ihc Abstracting Section, 1 would recommend that
Senior Scientifll' /\~,:;1stants who have passed similar departmental
cxanlin2tions :1"; suggested in the case of EX3Dliners Class II and
\\'110 have \vol'kcd as Senior Scientific Assistants for 5 years or more
mriv be t rra ted :1:; qualified along with the present Class II Exami-'
nCl.'s and subjt\c ' .o the snrnr- conditions for promotion for the post

of Class r EX3!liilH1 r :;.

252. ( ii) Evu mincr of Pntcnts-in..charge.-Thcre is at present
{)nr nnst of l'~~nnlin('r of Patents-in-charge which has the same
statu's 0nd sc~\l(' of P0~' ~lS Exanlincr of Patents, but \vith n. special
;Hidit inn;\ i P(1:' of n~, 100 pCI' month. Only EX3mincrs of Patents,
\\'i l }) ~) ve(lrs (if se1'\'ice arc eligible for promotion as Exarniner
,< P~t('nts-in-C'h:tr:.:t'. 1'hc duties of this EX3minernppc3r to be to

t h C' \ \' ( \ \' \\ () f t h c: E x ~1Tn i IlC'r s (1nd lO cd i t 3br i ct gem ents 0f
l'll':d iun ~ l11 :ldt \ \)\' the E:\;lHl illl:rs, ' The d utics DfC genQ·rall~r sinii­

. 1;11' to thusC' of th' /\ssistant Controller. Furthcrnlorc; an nno1naloJs
situGtio:1 mrlY ari~;c when the person nppointed ns Examiner of
p~ ten ts-in-cha rge I ~d though junior to the .A.ssistnnt Con troller, dra\vs
n higher than the Assistant Controller, because of thespecW
pny of R$'. nttnched to his post. I recommend thnl the post of- ;

arc
to Class I cadre

2"l9. It appears that at present there are t\VO cadres of Assistant'
Examiners and Examiners in the Patent: Office; the scale of pay of
the Assistan l Exnmincr being Rs. 200...10..300-15-45012...25-500 and
EXDminer Rs ~75-25-300-EB-30-650·EB-30 ..710, I am informed tnat. #'

it has been recen tly proposed that the post of Assistant Examiners .." "
should be merged with that of Examiners and that there should be':
~I combined scale of pay of Rs. 250-25-300..EB ...30-710. These POBW,;.
have been as 'Clos" II Gazetted. of these officeriF:,

as Asaist ant Examiners and Examiners on a 5cale,:~:'
vlhich could not have attracted persons having "

technical ouali[1cations as are proposed by me for the

i


