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profitably as it could be carried on abroad owirig to
difference in the cost of material or or otb.€r local
conditions, he would have given a reason
within the meaning of the section. r do not this
suggestion is entirelv correct. L~e [act that
persons who were carrying on the indtzstry in this country
would make smaller prof ts than per'sons carr'ying it
abroad would, in my opinion, be no sat isfactor'y reaSDI1
at all. I can conceive cases in whicr; a patentee having
obtained a patent may fi.:-~ it impcesible to work it in
the United Kingdom because of the r.ature of be inven­
tion, or because of the local condi tions which pre ....·ail here,
but not in other countries. al though these case-s must,
I think, be rare. and be exceeciingly d;5cult 10
prove. ' The extra coat of or rr.a tertal may wcl l be
counter-balanced by supericr skil: or :':J other wavs. Bu t
it can never, in my opinion, be suffic·:.ent for a patentee t

defending himself under ~~e section .... 0 prove that he
cannot now start an indus t rv with C::·y· chancc v.f
The question really is: cc u.d he have done so ~:
used his monopoly fairly 2.S betweer; home ar.c
trade, or if he had devote-d the tirr..£:

he has expended in deve looinc a
developing a home
developed the industrv
several years' start, he
possihle. to develop the
and yet such an industry
the preference he has gi v e n to
also suggested that the sec non
t ion, if revocation would ie ad to
new industry or the further deve lo rrncn t
in d u s t rv in this coU n trv, sothat if + h -,.., ..--'"' +....~ • r-; .-.

abuse of monopoly succe-eded in
of such establishment or
not to be revoked, I dissent
I sec no reason w hv the section'
intended to ' a pa ten tee \1/1'-:0 h8S 2 bused
monopoly a revoca tion of

" becomes at rate free
which is to the
the matter an
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146. Section 27, \\'85, however
U.I{. Patents and Designs. Act
27 (2) (R) ns thenrcvi scd ran-

revocation of the patent in the event of continued non..working and
in the notes on the relevant-clauses 1 have. discussed the precise'
form this should take. .

142. If a country, with the industrial progress of the U.K is un..
willing to drop. the provision as to revocation for non-worklng in
her law,' the need for such provision in the circumatances of our
country requires no elaborate argument. Besides such a provision
has other advantages to which I shall advert in due course.

Expansion of Ufounds for compulsory licensing

143. The second reason adduced by the Swan Committee for the
., paucity of applications was that the conditions which had to be

established to obtain a licence were somewhat narrow, besides the
phraseology employed to signify them being ambiguou-, with the
resul t that on the construction .adopted, the benefit of the provision
could be invoked in very few cases. They recommended a redraft
of the grounds which was substantially adopted in the Act of 1949.
Eight years have passed since that Act has been in operation but
even during this period the number of applications have not been
very numerous. Tho first reason already discussed, namely, that a
stntutory provision for' compulsory licensing might induce volun..
tnry grant of licence, might in part accouni for this feature, but as
I Sh8J.l point out in detail later, the Courts have also been inclined
to follow in some respects the earlier decisions as regards the con...
ditioris to be established before an applicant could succeed. I have.
therefore, thought it necessary to suggest rnodification of the
language of the conditions to overcome this defect (vide notes on
clauses 40 to 47).

144. Apart frorn changes of a drafting character, there are two
matters of signiflcnnce which I consider have to be taken into account
in framing provisions suitable for this country, viz. (1) elimination
of the requirement as to commercial working, and (2) expansion of
the ground for compulsory licensing so us to enable 8n export
market to be crca ted.

Test of Commer-cial working in the grounds for licence to be omitted

145. Tho first of the grounds on which a compulsory licence or
endorsement could be obtained. under section 37 (2) (a) of the U.K. '
Act of 1949 [vide clause 4D (2) of the BillJ-is "that the
invention, being capable of being commercially worked in India, has
not been commercially worked therein-or is not being so worked to
the fullest extent that is reasonably practicable"; 'This does not
appear to have always been the law in the U.K. When the
vision appeared in section 27 of the U.K. Patents Act, 1907, cn w

ablcd a patent to be revoked :((if the patented article or process \V8S

manufactured or carried on exclusively or mainly outside the U.I{.",
.md in such cases the Controller could order revocation ilunlcss the
patentee proved that the patented article or process was nl:tnuinc-
tur ed 01' cnrricd on to an adequate extent in the U.I\.., or gave
satisfactory reasons why it was not so manufactured or carr ir-d on".
Construing this section, Parker J~ observed:

llOUIt was suggested that, if .8. patentee could prove that an
industry in a article or on a T'lott~"I"'\t-fi.?~
process could
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I therefore consider that the test of capab i. .t y of being commer- \
ciallv worked· within the countrv 8;'; a cond:tion fer the grant of
relief under the cornpu.lsor-y workmg provis iorxs should be dropped.

Redraft of clauses 'in Chapter VIII exp luiucd

150. In the' redraft of the clauses in Ch a p :,er VIII of tHe Bill I
have sought to achieve this omission of the tes; of commercial work­
ing by the combined operation of three provisions: First, by. deleting'
the reference to the invention being capable c.f being commercially
worked in India in the relevant clause setting out the condition on
which a compulsory licence or compulsory e::::iorsement could be
obtained. -

D

151. Secondly, and this is more vital, by provlding for the grant
of a compulsory endorsement v/hcr e the Contr-oller is satisfied that
the reasonable requirements of the public wit}; respect to a patented
invention have not been satisfied bv 111anufa2ture in India,-and
this includes (0) where factually the invent-on is Dot commer-
cially worked in the country, and (b) w he re the:: demand Jar the
patented article is m et to a subs t.ant!al ext·;::::t by importation
from abroad-s-without any reference to whc tr.e r or Dot any person
in the country is v'Iilling to work the inven t.r.n.

152. Thirdly, by racking a provision cnac-~ing 2 patent to be
revoked which is not factuallv wcr ked ndeqL2 telv vithin the coun­
try after tVIO years from the grar.t of all. " whether or
not a licence is granted in pursuance of the c~::iorsernent.

153. I need only add tha t under Section 42 '=~f the tj.IC. Act. 1949;
which provides for the rcvccatior. oj patents £.~;r non-working, that
relief can be had only if t\VO years have pJ~.sed 8ftc? the "grant
of a compulsory licence under Section 37" and the conditions set
out in Section 37 (2) persist even 2 f ter such (1 g'TDnt.

154. /'"1.. question might be asked w hv inve-ntions which are in ..
capable of being worked in the country should not be rendered
unpatentable. This, however, is not feasible because, firstly. it
would, if contested. involve complicated enquiries of a kind which
it would not be possible for the Controller to conduct: secondly the
country is progressing industrially and an invention, that could not
be worked at the date of the flling of the complete specification,
might be worked after the lapse of 3 01'4 vears frorn then; and
lastly. !t would not be possi ble to prod ic.. te of (in y in vcn tio n at the
Lime when the application for pu tr-n t is mad:- t::~t it w as absolutely
incapable of being worked in thc country. 'l'h at is why I consider
tha t rendering unpa tcnt ab lo of inventions \vhich m ight b2 incapable
of worked in the cr un t rv , is neither prLlcticDblc nor dcsirublo.

Ground us to non-supply of export rn ar k o t

155. The second rna t ter in res p ec t of \Vhie h I \vau1d suggesta
variation from the law _in the U.K. is as regards the purpose
which the "working of the invention') ought to achieve, in order­
to constitute the working 'adequate). In the United Kingdom, on
the recommendation of the Swan COD1D1ittcc, it is provided in the

in view the' industrial progress of the United
the number of inventions of which it could be
were incapable of being worked within th~t country must

f ew. But the same could not be said of Indi a. If
therefore the law in this country permitted pa ten ts to be main-
tatnod on tho which it could be asserted that

could not be with profit in this country I so as to
the article, we .would

which worked abroad and which
to secure" Q monopoly of importation.

148. The result is that notwithstanding the wide langunge of
Section 37(2) (b) l neither a' compulsory licence nor an endorsement:
either at the instance of a person interested or a government
department, is obtainable in the U.I{. unless the invention is capable
of being worked within the country and the Comptroller can reason...
ably contemplate SOIne person as \villing to work the invention on
8 commercial scale. It £0110\"'13 therefore, that as a patent may be
revoked only after two years subsequent to the granting of a
compulsory licence, the conditions set out in Section 37 obtain, no
patent could be revoked which is not capable of being worked in
the country. In other words, such patents could be utilised to secure

a moncoolv of importetlon, besides operating to block research
in the relevant field.

I'h« other alternative which were set out in Section 27
as amended all- on the -baats that the invention should be
capable of worked in the 'United Kingdom, to sustain nn
application licence, and therefore to an application
for revocation. .

147. When the Swan Committee revised the conditions which.
might broadly be termed an abuse of monopoly; they retained the
reference to, the possibility of commercial working [vide Section
37 (2) (a)] and suggested u rreyv provision [vide Section 37 (2) (b)] I

practically restor ing the provision of the 1907 Act under which the
working of the invention abroad 'and the supply of the U.K. demand
by importation justifled a revocation of the patent. Section
3r

j (2) (b) of the U.1C. Act! 1949 runs:

« (b) that D. demand fol" the patented article in the United
Kingdom _is not being met on reasonable terms; or is '

met to a substantial extent by importation."

It is possible that this ground on its language might 'be available
even in cases where the patented invention VIUS not capable of being
worked in the country. But in effect the concept that the inven­
tion must be one capable of being worked within the country was
brought in by the consideration which the Comptroller has been
directed to take into effect under Section 39 (2) and in par-ticular
para (b) which reads:

n (b) the abil i ty of any persons to whom a licence would be
granted under the order to work the invention to the

advantage."
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