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having territorial jurisdiction over the head offiee or the
branch office, as the case may be, :where the patent is
registered or deemed to be registered. When e petition for
revocation has been filed in that High Court, the following
orders might bepassed.-c- .

(a) The patent might be revoked or sene of the claims may
be deleted In that event the court passing the order
might be enjoined to forward a CG9Y to the Controller "
who would make entries in the Register conformably
to it. The Australian Act makes provision fo.:r parties
lodging copies of the orders of court with the Controller
but I would prefer the courts themselves fOTV/arding
copies as being much simpler and on the grczznd that
it saves time. .

, (b) The High Court may dismiss the petition for revoca­
tion in tot.o, holding that every claim of the patent
challenged in the proceedings ~V2.S valid, CT might
dismiss the petition for default or ~or non-prosecution
or for other causes not touching the merits of the
patent. In this case also it is necES33I)7 that the order
of the court should be transmitted to the Controller
and lodged in his office with en t ries in the Register

. showing the proceeding which has taken place in
. respect of the patent and its result.

(c) During the. course of proceedings on a petition for
. revocation before the liigh Court the specification of a

patent might be amended (vide Clause 34-A).. In such
cases also the final order allowing amendment should
be entered in the Register so that thereafter the speer­
flcation of the potent would read as amended. In my
draft of Clause 34-A I have made specific provision for
this purpose and therefore there is no need to include
such orders under Clause 63.

(2) Othorprocecdings.e--Tbc other type of proceedings, namely,
infringement actions or suits under £Iause 66 of the Bill
might be fllod in any court nat below (1 District Court

. within whose jurisdiction the cause of action to .sue might
.r>,:"ise. '. The opening words of Clause 63 include orders and

, decrees passed in suits for inf'ringemcnt and provide for
these being entered on t he Rcgi~ter.

745. On the scheme which 1 have !."t'culnnH.?nded. lrowcvcr. thvugh
~ues 09 t(l the validity of claims of a pZltcnt rrucht be raised ns n
defence in lhe~p proceedings. the effpct of nny finding as to the
invalidity by the Courts would not extend beyond that proceeding
and the parties to that proceeding. In other words, it would have no
effect whatsoever upon any of the claims of the patent entered on
the Register. For this reason I would su"ggest that judgments and
decrees passed in suits for infringement and in suits under .clause 66
of the Bill where the validity of the claims of any patent is put in
Issue should be forwarded to the Controller and should be entered
by him not in the Register of Patents but in asupplernental record,
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Provide<iUi;tU-te costs as Ilpecift~ in this sub-sectton shall notfib:
. .·.be ordered when tbeparty dispUting the validity of the:~:;:~·:·.·

claim satisfies the court that he was not aware of the grantv--:
of the certificate when he raised the dispute 'and wlthdrew vr.
forthwith such defence. when he became aware of such a .
certificate:

Provided further that courts hearlng appeals from decrees or
orders in suits for infringement or petitlcns for revocation
shall not be held to be empowered by virtue of this sub­
section to pass orders for costs on the· scale referred' to
therein."" -" .~

Clause ~Z-ltcl1cf for Infrlngemen; of partially velld sped1icatiop

74{). This Clause enlarges the present section S5..A qf the .Indlaa
Patents and Designs Act, 1911. and is substantially a reproduction pf
Section 62 of the U·K. Act, 1949. The explanation which occurs at
the end of the clause. does not appear in the corresponding section. of
the U.K. Act but appears at the end of section 35...A of the present
Indian Patents and Designs Act of 1911 and may be retained. I

741. I have already pointed out in my notes under Clause 58 that
in the U.I{., relief by way of account of profits which "vas deleted
under the amending U.K. Act of 1919 has now been restored under
the U.K. Act of 1949 (Section 60) and that the applicant has now
the option to claim either damages or an account of profits in addi..
tion to injunction. In view of the new clause [Sub-clause 58 (1)]
proposed by me, the proviso has to be suitably modified, say, as-

"Provided that the court shall not grant relief except by way
of injunction save in the circumstances mentioned in sub ...
section (2)".' .

742. Sub-clause (2).-For reasons already stated, the words "or an
account of profits" should be added after the word "damages".

743. Sub ..clause (3).-Sbould be deleted 'as it would be inconsistent
with the scheme I have recommended under which amendments of
specification of n pa ten t could be ordered only by the competent High
'Courts and when dealing with petitions for revocation (vide Clause'
34-A). The explanation should appear at the end of sub-clause (2),
modified by the addition of the words "or nn account of profits" after.
"damages".

Clause 63-Transmission of orders of the High Court to the Controller

744. This is n rr-product ion of Section 33 of the Indian Patortts
and Designs Act, 1911. There is no corresponding provision in tl:c
U.K. Patents Act of 1949 but there arc some parallel P!'("Jvlslons In
the Australian Patents Act [Sections 104. 119 and 172 (:2)1 and Tn
the Canad.an Act (Section 64). Under the procedu.rc, which I have
suggested in regard to the determination of the validity of n patent
in an action for infringement and for revocation of a patent,. the
transmission of orders to the Controller and the entry on the register .,
would fall under t \VO heads:' ,

(1) Petitions for revocaUon.-Inreg~· to each patent there
would be only one competent court, namely, the High Court
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(3) The remuneration 'of the Scientific Adviser shall be fixed"
hy the Court' and shall include. the costs of making a
.report and a proper daily 'fee 'for. any day on which the
Scientific Adviser may be required to attend before the
Court, and such remuneration shall be defrayed out of
public funds:'

Clause G6--Remedy for groundless threats of infringement proceed­
ings..

750. This clause corresponds to Section 36 of the Indian Patents
and Designs Act of 1911 and follows the language of Section 65\ of
the U.K. Patents Act of 1949.

751. Sub..Cllnnse (l),-The words "by circulars, advertisements or
otherwise" in this sub-clause have appeared in the U,K. Acts since
1883 and hove been considered in soma cases. It has been held that
the words "or otherwise); are not to be construed ejusdem gener£.!
with the proceeding words "clrculars, advertisements". In Skinner
& Co. v, PCi7'1) (10 RPC 5). Bowen L.J. in dealing with this point
stated:

"Using language in itsordtnary sense. it is difficult to see that
an intimation ceases to be a threat because it is addressed
to II third person in answer'to an inquiry, or because it is
addressed to the person' himself" • ~ If I ·threaten a man
that I will bring an action against him, I threaten him

, none-the-less because I address that intimation to him ...
self".

752. The words "or otherwise" have also been considered in the)
recent case of Benmax v. .Ausrin ttf ot or Co. Ltd. (70 RPC 284) by the
Court of Appeal: Evershed M. R. observed thus-

H* .) r\ It seems. however, to be established that the words "or
otherwise" must not be construed ejusdem gencTis so that
the letter written, for example. by a patentee's solici..
tors before action brought and threatening to bring an
action for infringement of the patent, must be regarded
as within the formula "where any person otherwise
threatens any other person" .... tt

In my redraft which I have appended I have substituted lor the
ambiguous word "otherwise" a detailed reference to communications
which that word might signify.

753. Sub-clause (2).-Evershed M. R. pointed out in the above
decision that the expression "the plaintiff shall be en ti tled to the
following reliefs" in the corresponding Section 65 (2) of the U.K.
,l\.ct of 1949 was ambiguous. It was urged before the court that on
a pr'opor construction of Section 65 (2) of that Act every party
establishing threats and proving that they were unjustifiable was
entitled as of right not merely ton declaration but to an injunction
and damages. Denling with this matter, the learned Master of the
Rolls stated :

"Now it is quite true that the terms of the second sub..section
appear to be obligatory-lethe plaintiff "hall be entitled
to the following r~liert-But it would be startling if thKe
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"63. T~on of orders of the High Court to the Control•.' ~ ~..jj::~;~
ler~-='(l) Every order 'of the HighCoort on' a petljlon fot·r'0~\~:'
revocation including orders granting certlficates of validity. <:,.~:..~.

of any claim shall be. transmitted by that Court to the.,
Controller who shall cause an entry thereof and reference .
thereto to be made in the Register of Patents.

t2) .Where in any suit for~ Infringement of a patent or in any '/'
suit under Section 66 of this Act, the validity of any claim
or a specification is contested and that claim Is found by
the Court W be valid 01' not valid, M the case may be, the
Court shall transmit a copy of its judgment and decree to
the Controller who shall on receipt thereof cause an entry
in relation to such proceeding to be made in the prescribed
manner in a supplemental record.· . , .

(3) Where an appeal is preferred against the decision of'·tile
courts referred to in sub-section (1) or sub-section (2)
the provisions of the said sub-sections shall also apply to
the court or courts determining the appeal."

Clouse 6-1~Power of High Court to stay proceedings etc.

747. This clause is unnecessary and may be deleted as in the
scheme proposed by me a petition for revocation can be filed only
before one High Court, viz. that haying territorial jurisdiction. .

Clause 65-Hcarlng with assessor

748. This corresponds to Section 35 of the Indian Patents and
Designs Act, 1911. Similar provisions are found ill Sections 84 (2) and
84(3) of the U.K. Patents Act, 1949 and Sections 149(a) and 167 of
the Australian Patents Act, 1952-55. The precise functions of the
assessors, the manner of their appointment, the scale of remunera-
tion and other details are not set out in the clause. nor is provision
made i0r rules being framed for the pUfyose , as under Section 84(2)
of the U.K. Act, Order 37...A rule 12 a the Rules of the Supreme
Court represent the r111~ made in the U.K. under this provision.

749. I would suggest that '\h~ material portions of the above
rule 12 of Order 37..A may be incvi~orated as Part of the statute
itself, as owing to the multiplicity of court t'Gm!;letent to hear suits
for inf,:,ingement, it would be desirable to have a W111tJ;(~ provision
in the Act to be followed by the courts. The appended redraft seeks
to carry out this suggestion:

H65, Scientific Adviscrn.-(l) In any suit for infringement or
i~ any proceeding before n court under this Act, the court
may at any time, and whether or not an application has
hp~n m ado b~v any party for that purpose, appoint an inde­
poridcn L Scientific Adviser to assist. the court or to enquire
~p1(i report upon any question of fact or of opinion not in ..
volv ing quustims of 13\V or construction.

(2) The Court shall nominate the Scientific Adviser and shall
sr-ttle the question or instructions to be submitted or give.
to him. '
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