(vide in{ra) that the

rovision contained in Clause 30 might be
deleted, I suggest this

rafting change in Clause 29(1).

502, Section 14 of the Indian Patents and Designs Act, 1911
has a third sub-section dealing with cases of infringement taking
place in the interval between the lapsing of a patent by failure to

pay the renewal fee in time and before the payment after an exten-
sion of that time, which however has not been re
29 of the Bill

503. This was a regroduction of Section 17(3) of the U.K. Patents
Act, 1907—48, The Swan Committee made no recommendation to
omit or delete this sub-section but when the U.K. Patents Bill of
1949 was introduced into Parliament, this sub-section was deleted
by the Parliamentary Draftsman with the result that the present
Section 22 of the U.Ky. Act does not contain this provision. Possibly
this was deleted from the UK, Act because the contingency con-
templated would be rare, but nevertheless the section appears to
embody the correct principle and there is therefore no reason to
discard it. If innocent infringement does not lead to a lability to
pay damages, I should consider that infringement at a time when
the renewal fee has not been paid in due time but is paid thereafter
within the extended time should stand on the same footing. I would
therefore suggest that the terms of Section 14(3) of the Indian Patents
and Designs Act, 1811 be included as sub-clause (3) of Clause 29,

504. The following redraft of the clause implements my above
recommendation:—

“29. Term of Patent—(1) Subject to the provisions of this
Act, the term of every patent shall be sixteen years from
the date of the patent.

(2) A patent shall cease to have effect notwithstanding any-
thing therein or in this Act on the expiration of the period
prescribed for the ngxment of any renewal fee if that fee

is not paid within the prescribed period or within that
period as extended under this section.

(3) The geriod prescribed for the payment of any renewal
fee shall be extended to such period not being more than
three months longer than the prescribed period as may
be specified in a request made to the Controller if the
request is made and the renewal fee and the prescribed

additional fee paid before the expiration of the period so
specified.

(4) If any proceeding is taken in respect of an infringement
of the patent committed after a failure to pay any fce
within the prescribed time and before any enlargement
thereof, the Court before which the proceeding is taken

may, if it thinks fit, refuse to award any damages in
respect of such infringement.”

Clause 30—Extension of term of patent’

505. This clausc is substantially a reproduction of Section 18 of
the Indian Patents and Designs Act, 1911 with however a change in
the authority to whom the application for extension has to be mads, -
The Patents Enquiry Committee in paragraph 164 of their Report

produced in Clause

oceeded on the basis that the provision would continue but sug-
g;stgs that the authority to whom the application should be made
and who should pass the necessary orders should be the Controller
and not the Central Government and this is adopted in the clause
as drafted. .

ision for extension of the term of a patent dates
in ?gg Sl;g I%;gfnls 1835 and has been continued by tbe _ successive
Patent Acts with a modification merely of the substitution of “the
Court” for “the Judicial Committee” under the Patents Act, 1807.
Notwithstanding that this provision has been in the U.X. Act for this
long time, a similar rule has not been adopted in any country cutside
the Commeonwealth, (and even here Carada is an exception)
though the provisions of the UK. Patents Acts have served as a
model for the formulation of the principles underlying the Patent
law in several of the continental countries. In particular it may
be noted that in the leading industrial countries like U.S.A,
Germarny, Switzerland, Holland, Belgium, and France the 'respectl;ie
patent laws do not contain any provision 1ot the extension of the
term of a patent. It might further be poxqte}a out that even 1;& tho}s\e
countries where the term of the patent 15 iess thacn that under the
Indian Law, there is no provision for extension o1 such term.

io of the monopoly created by the Patents Acts is
thatﬁoiz. i;mzaeréivt;(i'd to the inventor for the cenefit he Cozfefsbfri thte
public by disclosing a useful invention whica they are at }t pr’z o
practice without fetter at the end of tlge t.ern:‘. The patent sys teg{z
of rewarding an inventor rests on the theory that the u'txl"xgy or ”:
value of the invention, would be properly rr_xeasure? b.‘/L.L e g;‘olx s
that the inventor obtains through his exclusive. exploitation curing
the term of the monopoly. . N e b eason of
ases where very large profits aré derived by son
thcsg,%tgx?tc protection, thelye is no questxoi‘cf t:he vpatver:itee being
made to disgorge to the public any part of his gains gzase. upoé*x aniy
method of evaluation. A risk is undertaken by the 1{wen or r;
working the invention and he is permitted to‘get whathm cant 012
of the working of the invention during the term of t};: pa ent.
There is therefore no logic in granting extensions ?lf t & termbyg
enable a patentee to derive more profit out of it, when ap}xix
have done nothing to impede him in working the patent orNe?v‘.&g
such profit as the law might allow out of the explmtgtmon.f 0 \271 t-
standing therefore that the principle of an ex.tensmnfo tae}xlu s
beyond the period fixed on account of insufficiency g)lprvm‘tsd stxs
prevailed in Fngland for over 100 vyears and is possibly sui ei. 0
that country’s cconomy, I do/\mt-théni' 1t1r§c?ﬁs'sa;'g pto ‘C?I} 123:
' ti0 " i the Patents Act in India, In this respect we car
E??fhp{)%tllesf{ﬁnfé?lot\}; the rule in the European ‘ countries 'an:j in
America where there is no provision for an extension of the ferm
" statutorily fixed in the grant.

g « also be noted that the number of cases where cxten-
sior?smhz}\tlemgét\ihly been granted even in England has been vfery
fow. Between 1950 and 1807 it is understood that though a evcvl
applications have been filed for cxtension of term on the groun
o?pinsufﬁciency of profits, not one has been allowed. I do not con-

sider it necessarysto mention that in a few cases, the term of the



e iwew wi tiie grouna of  war  loss  under
section 24 of the U.K. Patents Act, 1949 but that ground rests on

entirely different principles. In any event, cases in which such appli-
cations for extension have been granted in India on the ground of
inadequacy of profits have been very few. Moreover the precise facts
which must be established to entitle a patentee to an extension do
not appear to be capable of exact definition or enumeration so as
to enable the tribunal to apply an objective test to decide the
matter. T do not consider that there is any need to continue this

provision as part of the Indian law and the clause may accordingly
be deleted.

Clause 31—Patents of addition

510. This clause in substance reproduces Section 26 of the UX.
Patents Act of 1949. Section 16A of the Indian Patents and Designs
“Act, 1911 which was introduced by the Indian Patents and Designs,
Act, (Act VII of 1930), carried the same provision as in the UK.
Patents Act of 1807 which however was modified later as &
result of the recommendations of the Swan Committece (Final
Report, page 216). The U.K. Patents Act, 1849 (Scction 26) has now
greatly liberalised the previously existing law and enabled appli-

- cations being made for patents of addition to supplement claims

arising out of what might be termed “Workshop improvements” of -

inventions covered by the main patent, notwithstanding that if it
were an independent application for a patent, it would be refused on
the ground that the modification or the improvement involved no
inventive step beyond the invention as disclosed in the specification
of the main application, This change was suggested by the Swan
Comumittee and now appears as sub-section (7) of Scetion 26 of the
U.K. Act, 1949, The draft of Clause 31 follows exactly the language
of Section 26 of the present UK. Act.

511. I agree that the provision is in general beneficial and useful
and may be adopted as part of the law here. The several sub-
sections of Section 26 of the UK. Act have come up for interpreta-
tion and in the light of these decisions I suggest that the Clause be
redrafted so as to clarify the intention behind the provisions.

512. Sub-Clause (1).—The sub-clause refers to “any improve-
ment or modificatisn of an invention”. The question which was
argued in 1856 R.P.C. 121 (in the matter of Georgia Kaolin Co: Lid/'s
application) as also in 1957 R. P.C, 143 (Welwyn Electrical
Laboratories Ltd.’s application for a patent) was whether the ex-
pression “invention” referred to here meant an invention which
was described or disclosed in the complete specification of the main
invention or was limited to the invention as claimed in that speci-
fication. The ruling in both the cases was that it was the invention
“described” in the specification that was meant by the use of the word
“invention” here and that the subject of the application for the
patent of addition must be in respect of some further disclosure
over and above that of the main invention in the complete speci-
fication, which further disclosure must be in the nature of an im-

provement in or modification of the main invention as disclosed or
deccribed and not merely as claimed.

513. 1 will only add that this interpretation of the section might
~appear to be not in accordance with the intentions of the Swan

LE

y i is for, in
i in recommending the text of. this provision, ,
(I‘;ggr;mzxégeif the Final Report they had stﬂated. '
« . a sufficient measure of relief can be given to patentefs
""" Who have failed to draft their claims in a way adeq\;a gty
to cover their inventions, by giving t.hem the %ppyor uné1 g
of rectifying the omission in the claims they a\be I%?’n ,
in cases where the circumstances permit 'oi this, by 1'f‘1 a%
patents of addition to cover such variations or }elm}p g:c -
tions of the monopoly claimed in respect of t eér ta}?at
invention as they may deem necessary, and it is for hat
reason that we  have vecommended in the apl%ro%rtube
' section of the Acts that patents of addition shouh rnad be
liahle to be held invalid merel because they “S'Ow:'ge"i-
inventive step beyond the disclosure 1n the basic gpec
fication.”

onvince i be preferable to
5 however, convinced that it would : >
ha\;)el%hila c%gnu’se worded so as to clearly give eﬁec‘é’ to the tt\; gdxiicci
aions I have referred to, as otherwise there w.oul be ?1 cfs Oyi
Z:)O‘draft claims too lopsely. Such drz‘aﬁtmgbn}xi%&t{o? é@ ecgg'&rw o
ittee, “give rise to the sudsi n of ims
meﬂswzafinifa%{nmmadel bgsed.on vague and general 15111%\1?@ if?efi};i
th%?ﬁ(cjat%on which in the light of subseqx}enﬂy acﬂqun‘elC \n:i'; ;nqﬁ:
igihght appear to cover ab invention which it was nol oOIgina
intended to cover”. } e
mt{";;SLI would accordingly suggest the inser}zonf?fdﬁzg wofrdi ‘qr;gé
Cor di ed i G lete spacification filed therelor aite:
cribed or disclosed in the comp cifiea! led thore o ™ in
vords {mprovernent or modification of an 1l )
the \(no‘fg (ﬁnyl \vg;ld elso suggest the sub;s,tuutzon for t};i;z‘ z.)ogcz
S%Er};fn‘?“g pate:nt” the words “gront the patent’—see secticn 28( f
the UX. Act, 1848 . ) o
incipl orlying  the sub-clause
ub-Clause (4)~The principle underly ¢ 3
tha%lgpi?:m of addition shall not be segled%giorgeﬁiéegﬁg é}ff igz
Tt in invention is sound. = 1lne 8¢ ar >
patent Lor the s licant for a patent of addition shall
sub-section ensures that an applcant & » ddition
r judi s ¢ the time for the sealing oI
not be prejudiced by reason © e Do sealng aing of
iring before he is in a position to apply oT L ing.
tp}fterrxlutaie;?};;gft. The only change that is needed is that in mi' t?rff
1i W shguld be made clear that the re%ugst s for the se? lirx;cthe
‘zgep;;tent of addition”. The words “of addition do net occu
gub-clause and might be inserted.

517. Sub-clause (5).~If my suggestion to delete the 1p%roqvxs;gn ?f
to thc. prolongation of the term of a patent unic§ tc‘gd,e 30 iz
accepted proviso (a) to sub-clause (5) should be delete e .

518. As regards proviso (b) in vic\\\:‘pf ;ma 5-‘@1'(‘}“5;‘:5;7‘ ht;}';;

it r revocation shall lie exclusively 10 B 24550 irt, ,‘
Pe}‘itrlc?f:"f?o {he Controller should be deleted. In its }éaciién\zsxgr;
r"fx”’cs‘% a provision for a request being made to, thsd't(?:nl her by
ihgé atentee for the conversion of a patent of ah “ucst 3
ir‘degendent patent and orders being passed on such req .

The proviso may read as follows:

. k-
« i + 1f the patent for the main invention is revo
Pr@:c;dicxi\;?ra this ACE fhe Controller may, on request‘ made




w s uy tne patentee in the prescribed manner, order
that the patent of addition shall become an independent
patent for the remainder of the term of the patent for
the main invention and thereupon the patent shall con-
tinue in force as an independent patent-accordingly.”

519. Sub-clause (7).—This sub-clause provides that the modification
or improvement of the invention described in the specification of
the main invention which is requisite for qualifying for an appli-
cation for a patent of addition need not be of such character as to
qualify for an independent patent. In other words, there need not
be any patentable difference between the invention disclosed in the
specification of the main application and that in the application for
the patent of addition. The sub-clause confines this feature to obvi-
ousness or subject matter. In 69 R.P.C. 249 (In the matter of an
Application for a patent by P and 8), it was held that the complete
specification of the main invention could be cited for novelty as
an anticipatory publication. I consider this decision sound as laying
down a correct principle and also as a correct interpretation of the
sub-section as it stands. In order however to put the matter beycnd
doubt and to ensure that in the examination for anticipation or
novelty the specification of the main invention would also be taken
into account, it is preferable to clarify the position by adding at the
end of sub-clause (7) a clause in these terms:—

“For the removal of doubts it is hereby enacted that in deter-
mining the novelty of the invenTion claimed in the com-
plete specification filed in pursuance of an application for
a patent of addition regard shall be had also to the com-
plete specification in which the main invention is described.”

520. Certain special provisions which are necessary to indicate
as Lo how far patents of addition are to be treated as part and parcel
of the main patent, for purposes of assignment, licensing etc. are

not found in the Bill and I have dealt with these in my notes under
the relevant clauses.

‘Clause 32—Restoration of lapsed f)atwts

521. This is substantially a reproduction of section 16 of the
Indien Patents and Designs Act, 1911 embodying the changes which
have been made by the U.K. Patents Act of 1949 in its Section 27(1) as
compared with Section 20 of the U.K. Patents Act of 1807, The

corresponding Australian provision is contained in Sections 97 and
98 of the Act of 1952.

522. Sub-clause (1).~The reference to Section 30 is cbviously
a mistake for Section 29(2) as would be seen {from & comparisos of
the corresponding U.K. Section 27(1).

523. Section 27 of the U.K. Act specifics in the section itself that
an application fcr restoration should bhe made within  lhree years
from the date of the lapsing. I would suggest that this form might

- be . adopted and for the words—"within the prescribed period from

the date on which the patent has ceased to have effect”, the follow-
ing words—"within three years from the date on which the patent

ceased to have effect” substituted.

§

§ &

‘ ii har.xge which
24. Sub-clause (2).—This sub-clause embadies a chan
wa? éf’fec‘txed in the UK. Act of 1949 on the recommendation of the

Swan Committee. The provision is usefal and may be retained.

525. Sub-Clause (3) is in order. A

598. Sub-Clause (4).—This follows the language of Scction 27(?3_
of the UK. Act. As regards the persons who might oppose r:;nigsgﬁ-
cation for restoration, the words used in this sub-clause a
cal with those of Section 27(4) of the UK Act.

hepherd’s case (64 RPC 1), a question_vras raised as to
whse%;z{cx{nthselvgords “any person’ which were used in Secét'{lonf 20t§§
the U.K. Patents Act of 1807 corresponding to Sei’t:on of ihe
UX. Patents Act of 1949 meant “any person ha*jmg‘a‘nym:&j a
interest or not” or was. confined only to those be‘tng’gg‘ep:rktam
the invention which was the subject of the patent 3 UGI{ ‘E)azents
Controller applied the decisions and the practice of t‘:.e1 . érson” s
Office in relation to the construction of the words ;ax‘)t' Opf T o
Section 11 of the U.K. Act 1807 which related to the r‘-‘gannd @ person
to oppose the application for the grant of a patent and took . ot
view that “ erson” in Section 20 of the then Act meant n
O ot but int "1 do not think, however.
“anyfr erson” but ‘‘any person interested”. 0t R o Thmited
¢hat the words “any person” in Clause 32 is }cagg) ecie ;]
c-onstruction which was put upon it in Shepherd’s :—o . Cound 1o
598. If the clause retains the pres¢nt form, cgluf-bsdaiif bound ¥
draw a distinction between the tcrmmg‘.ogy o*m: ?Jromeed" a;e e
p%ovisions of the Act where the words pex'sonsdd“.lte’:;sgn” ore teed
and those used in this clause where th’c‘ wor 1\3‘;3.;%@ s o
quahiled; and courts are bound to hold that m“t‘_‘m\ i L’n*est ° thJe
“porson” whather he has 2 trade or comme_‘.r.‘ajm:rluul I b
.ps ntion or not would be comprehended. This weu d mt'?t'iém e
‘ar;loinalohs in that the right to file an opposm'xonwabrg?c a t%eekr‘ig'ht o
revocation is confined to “persons interested white {he Ted to
oppose applicatifons fo’r‘ ro%qra(t;g;i&fe ?oprfstdrug?i&;nn Lmight s avoideg
i informer . 1is posst nstruc mighy DA
g?ihecoer:?pr?g;ion “person interested” were used in this sub claus
; st this inclusion. ) .
M%\;&;d 2?5-%1:11:% (7). —The_sub-clause deals \vzghhtt\ycae %{ini]s%x;gg
5 o in relation tu the obligations that might b fp; sed
matiers: a Onioc and the other, to the insertion of condxtxons‘1 Oh
or? meti%}:}egf‘ third parties, who might hayg begun to av::ut teaesrgé
llofec f the patented invention in the belicf that the patent € ]
o ;es Y cffect. "I consider that it would tend to Convcmenlzemfr;n
izciari\bj’eto keep. these two distinct in two SUb—d?\‘lSCs%iidlsncrndmft
Australia [vide Scction 98(3) and (4)]. I have appen f
of the clause which carries this out. . o+ matter. The
530. Para. (a) of sub-clause (7) deals with th: ‘:T‘TK‘F‘QL")I‘JC-EH‘S e
; equi C'ITX(‘I\L on which the Conh‘ol\lm' michf 1»51;, :cm" o
o quL}ir tries made in the register in regard to (Jom'mcmudqc‘ 5
Snste ?B\rt Cr:vhicsh io‘ught to have been registered undel S ts
msirum.e% Shave been omitted to be so registered, In reg{\rt_ o
e t, it is preferable to make the order for rcs.\oxitnilong8 7
ﬁ?&ggg{no? i‘ts compliance as is done in Australia (vide %e‘?l ?x?hich )
Act. 1952, instead of the {form agiqpted in the B e
l‘;ftgcriu%n t};e’ U'I’{ Act, making a provision first for an ©
\AG . . Al R )
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peslUTadon and a subsequent order revoking the restoration, if there

i? breach of this direction. My redraft of Clause 7 seeks to achieve
this.

531. The next point to be considered in regard to sub-clause 7(a)
of the Bill is the import of the words “subject 1o such conditions as
the Controller thinks fit” occurring in its opening part. When the
matter contained in the present sub-clause 7(a) was introduced into
the UK. Patents Act of 1807 by an amendment effected in 1932, that
provision [Section 20(5)] was confined to the requirement of regis-
tration of entries in the Register and did not enable the Controller
to prescribe any other conditions for the restoration.. The redraft
of Section 20 by the Swan Committee included the words italicized
above now found in the opening words of Sub-clause 7(a).
The precise significance of these words, however, and what was
intended to be conveyed by them, are not clear from the report of
the Committee. As the presence of these words might lead to

difficulties of interpretation, since it is not ecasy to predicate the.

conditions which the Controller might impose by reason of these
words, 1 would prefer their deletion. It might be mentioned that
Section 98(3) of the Australian Act which corresponds to Clause
32(7)(a) confines the power of the Controller to require “that entries
be made in the register which ought to be, but have not been so
cntered”. )

532. Coming next to sub-clause (b) of the Bill, this makes pro-
vision for the protection of third parties who have begun to avail
themselves of the subject of the invention covered by the patent, at
a time when it was not in force. ' ’

533. The Patents Acts of the UK. which preceded the Patents
and Designs Act of 1907 did not contain any provision for the res-
toration of patents which lapsed on failure tc¢ pay renewal fees
within tha prescribed time. The consequence was that in such cases
the only remedy of the affected patentee was to seek private Acts
of Parliament for the purpose. Such Acts were passed in cases
wiiere ¢he Committee on Private Bills was satisfied that the failure
to pay the fses was unintentional. In cases where such legislation
was enacted, it was the practice for these enactments to  contain
provisions, depriving t.a patentee of the right to sue for infringe-
ment those who had availed themselves of the patent at a2  time
when it was not in force.

534. Scction 17 of the U.K. Patents, Designs and Trade Marks
Act of 1883 enablzd the Comptroller to enlarge the prescribed time
by a maximum of three months where the failure to pay in time
was. due to “accident, mistake or inadvertence”, conditions which
were ihe same as those which the Committee of Parliament tool
into account formerly.  Sub-section 4(b) of the section also con-
tained a saving regarding the filing of suits for infringement com-
ratted during the interval between the dafe when the payment was
due and before the order enlarging th2 time. It chould however
be noticed that this provision did not confer on the Controller powef
to “restore” a lapsed patent since the enlargement of time saved
the patent from lapsing. The result wag that in  cases outside

Scection 17 of the Act 1883, resort had still to be had to Parliament
for obtaining “restoration”, .

¢

535. The Patents Act of 1907 while continuing the power of the
Controller to extend the time for payment of the renewal fee as in
the earlier Act of 1883 introduced a-new provision in Section 20
vesting in the Controller power to order restoration in cases where
the lapsing was due to the failure to pay the renewal fee within
the due time or within the period as extended by the Controller.
“The application had to be advertised and could be opposed by any
person and when it was ordered the Controller had to include in
every order “the prescribed conditions” for the protection of per-
scus availing themselves of the invention after the patent was ad-
vertised as vold and the announcement of its restoration. These
“prescribed conditions” were originally contained in Rules 58 and
59 of the Patents Rules of 1908, While rule 5% provided for the
protection of persons who might have availed themmselves of the inven-
tion after the expiration of the patent and before the order extending
the term, rule 53 enabled persons who had expended their time,
.money or labour upon the subject-matter of the patent, in the bona
fide belief that the patent had become wvoid, to azdly to the Board of
Trade for compansation for their loss and the Board was empowered
tc assess the sum payable to them by the patentce or other party,
and if the order for the payment of such award was not complied

- with -within the time specified, the patent was to become void.

When the UK. Patents Act of 1907 was amended in 1932, rules 58
and 59 were substantially reproduced as rules 65 and 65 of the
Patents Rules, 1932. These continued in force titl the repeal of the
carlier enactment and their replacement by the Patents Act of
1849 and the rules made thereunder.

536. At this stage it might be cocnvenient ¢o refer to another
rnatter clesely allied to that now under consideration. Similar
congitions imposed in cases where the duration of a patent was ex-
tended after its statutory term expired on accsunt of insufficiency
of profits obtained by the patentee during its natural term (Clause
30 of the Bill). For such cases the Patents Acts made no provision
but the Courts applied by way of analogy the protection afforded
in cases of restoration of lapsed patents and the form standardised
for this purpose was that which was adopted by Luxmoore J. in
B.T.H. Patents (46 RPC 207) and is therefore generally lknown as
the B.T.H. order. The words, however, in which this protection
was couched were rather obscure and gave rise to difficulties of
interpretation with the result that these words were altered {rom
time to time and by the date when the Patents Act of 1949 came
into force the standard form in use was what was known as the
“New Gillette” order (65 RPC 327).

537. The Swan Committee considered the sufficiency of  the
protection efforded to third partics under the rules as well as the
BTH. ovder as amended as above mentioned. In paragraph 49 of
their Final Report, the Committee statedi— -

“In the past it has been the practice for the Court to insert
in the order for re-grant standard conditions, genecrally
known as the “B.T.H. conditions” because they were first
adopted in the case of re: British Thompson-Houston
Limited's Patent, reported in Volume 46 R.P.C. page 377.
But the wording of the B.T.H. conditions is so obscure that




it is almost impossible to ascertain the d

. T . egree of
pcxiotectxon they do in fact afford. Such obscuritg is dis-
gu\éz;inctggeous 1o the patentee, to third parties znd to the

The Committee then proceeded to draft
shall advert a little later, and added: (par: 53(;?‘] form, 1o which 1

*“....the standard conditions which we }

upon these considerations, with thexavrseciéssr:x?y?' vi?ieac{

modifications, could serve for the protection of third

partly rights in orders for restoration of lapsed . patents

n;a?le ug%&ler section 20 [corresponding to' Clause 32(7) (b)

(:‘L1101§5."1 J in place of the rigid formula prescribed by

538. The UK. Patents Act, 1849, however, retgj igidi
in the forin of the protection against which { eectglrgfndit:}e‘ee r)l(g@tty
ed themselves. Section 27 (7) (b) of the UK. Act [one vfzvlhei;.
C'lavuse 32(7)(b) of the Bill is based] reads, “shal] cont’ain such x?o~
visions as may be prescribed”, and rule 84 of the Patent Rules FQ(IQ
cmbod‘xos the form as redrafted by the Swan Commitice. The ,Swan
Committec also recommended for reasons which are not very clear
that the provisions contained in rule 66 of the Patent yRules
1832 which replaced rule 59 of the Patent Rules, 1908, to which
I have alrcady referred, providing for compensation  to  those
who might have entered into contracts or incurred expenses or obli-
gations in the bona fide belief that a patent was no longer in force
might be deleted—(vide paragraph 54 of the Report). Y
039. T am in agreement with the Swan Comniittee i j

that the form of protection should not be stereot;;tés g; gg;}tslidneréxr;g
event there should be some degree of flexibility so as to adopt i
standard form to meet the requirements of particular cases. The
Iungugge, however, employed in Clause 32(7)(b) precludes such
flexibility and therefore requires to be altered. In the second place
I am not satisfied that there i§ any good reason for deleting the pro-'
visfons as to compensation whick the Patent Rules of 1908 and 1932
carried (Rules 59 and 66 respectively), and which is contained in
Rule 28(2) of the Indian Patents and Designs Rules, 1933,

540. The third matter which has to be considered is v Sl
furm suggested by the Swan Committee and now embod‘ifc-};iet&mn{ﬁg
84 of the U.K. Patents Rules, 1949 would afford the minimum pro-
tection which the standard form ought to provide. Having examin-
ed the matter carefully, I consider that it does not afford sufficlent
and proper protection to third parties. Rule 84 of the U.K. Patents
Rules, 1949 runs in these terms:

“84. In every order of the Comptroller restoring a patent the
following provision shall be inserted for the protection of
persons who have begun to avail themselves of the patent-
ed invention between the date when the patent ceased to
have effect and the date of the application: —

" (1) No action or other proceeding shall be commenced
or prosecuted nor any damage recovered in respect of
any manufacture, use, or sale of the invention the
subject of the patent in the interim period as herein-
after defined by any person not being a licensee under

'
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the patent at the date when it ceased to have effect,
the , who after such date and before the ,
the date of the application has made, used, exercised
or sold the invention the subject of the patent or
has manufactured or installed any plant, machirdery
or apparatus claimed in the specification of the patent

\  or for carrying out a method or process so claimed.

Any such person shall be deemed to have so acted
with the licence of the patentee and shall thereafter
be entitled to continue to malke, use, exercise or sell
the invention without infringement of the patent to
the extent hereinafter specified that fs to cay:—

(a) In so far as the complete specification of the patent
claims an article [other than gplant, machinery
or apparatus cr part thereof as specified under
head (b) hercof] and any ertizle so claimed has
been manufactured by him during the said interim
period that particular article may at all times be
used or sold.

{(b) In so far as the complete specification claims any
plant, machinery or apparatus or part thereof for
the production of an article then any particular,
plant, machinery or apparatus or part thereof so
claimed, which has been ms=aniufactured or instal-
led by him during the said int: period, and the
products thercof may at all tirmes be used or sold
and so that in the event of any such plant,
machinery, apparatus or part thereof being im-
paired by wear or tear or accidentally destroyed
a like licence shall extend to any replacement
thereof and to the products of such replacement.

(¢) In so far as the complete specification claims any
process for the making or treating of any article
or any method or process of testing any particu-
lar plant, machinery or apparatus which during
the said interim period has been manufactured or
installed by him or exclusively or mainly used by
him or for carrying on such method or precess
may at all times be used or continuc to be used
and the products thereof may at all times be used
or sold and so that in the event of any such plant,
machinery or apparatus being impaired by -wear
or tear or accidentally destroyed a like licence
shall extend to such method or process when car-
ried on in any replacement of such plant,
machinery or apparatus and ¢o the products of the
process so carried on.

(2) In the foregoing paragraph, “article” has the same
meaning as in Section 101 of the Patents Act, 1949 and
“the Interlm period” meansg the period.between the
date when the patent ceased to have effect and the
date of this order.” o ,
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541. Gz‘:nemlly speaking a rule in terms of the above might be
framed with, however, the omission of the words in para 1(c) refer-
ring to “the process of testing...” in view of my recommendation
against the adoption of the extended definition of invention intro-
duced by the U.K. Patents Act, 1949 (para. 52 ante) but the following
matters do not appear to be provide(;J by these rules and this omis-
sion must be remedied: —

(1) Where the claim of the patent is for an article which is
dealt with in sub-paragraph (a) of paragraph 1 of Rule
84, no protection is afforded to a third party, who
(a) obtains the preduct from abroad during the interim
pericd to enable him to sell these goods beyond
that peried, A

(b) places an order abroad for these goods during the
interim peried for effecting the sale of these goods
after that pericd,

(¢} places during the interim period an order for piant or
machinery for the production of the patented article,

(d) installs plant or machinery for the preduction of the
patented crticle during the “interim pericd” and manu-
factures that article after that period.

[ do not see any difference in principle between the cases

covered by sub-paragraph (c¢) of Rule 84(1) dealing with

patents for processes and Rule 84{1)(a) which is concern-

ed with patents for products, and the rule ought to be the

same in both the cases.

(2) In regard to paragraph (1)(b) of Rule 84 the words
of the text do not afford protection for the third party
cffecting sales of geods which is the product of the machine
which is the subjcet of the patent, which have been
imperted during the relevant period but whose sales are
effected after “the interim period”.

(3) Paragraph (c) also is defective {n not affording protection
which I have mentioned in regard to para (b} for the sale
of products mede according to the patented process which
have been imported during the relevant pericd.

542, Before proceeding further, I might mention that the points
which 1 have set out regarding the protection for importers might
not have that importance in the UK. which it has in thjs country,
because the majority of patentees In India are foreign nationals and
the patents have been applied for and obtained in this  country
mainly for the purpose of enabling the patentees to import their
products from abroad. In post-war Europe, owing to factors to
which it is unnccessary to refer, the producis covered by the patents
granted in Indis are found manufactured in certain foreign coun-
trics. where the invention patented it India does not enjoy patent
protection. Though  during the period when the patent is in foree,
such importation might en the ierms of Clause 27 constitute an in-
fringement, there would be 210 ban on importation imposed by the
patent grant once the palent lapses and it is but proper that bong
fide importers also sheuld be protected. For reasons which need
no claboration the question of importation of patented goods
assumes in Indla a &higher degree of importance than in the UK.

é%&

a

- entitled to the protection or compensation.

be found

anga hence requires ;sge\‘ial provisions which might not

necessary in the UK. and countries similarly situated.

543- Rule 84 of the UK. Patent Rules, 1849 divides patents into
three clauses: (1) those where the patent is for a product, (2) those
where the patent is for a machine from which articles are produced
and (3) those for processes by which articles are produced. , It does
not cover, however, a.case where the patent is for a product which
s made by a specified process, a form which was statutorily direct-
ed to be adofr;ted by section 38(A) (1) of the now deleted provision
of the UK. Patents Act of 1807—1846. Though this provision is
deleted it is pessible that there might be patents of this class in this
country also. This should partake of the same features as the pro-
tection afforded to patents for products with the modifications which
I have suggested in that cese. When rules are drafted under . this
provision the matters set forth above might be takesn into eccount.

544. Clause 32(7) (b) sheuld make it clear that the protection
afforded by the statutory form is the minimum and that, subject
to that minimum, the Centroller should ke in a positicn to add to it
as circumstances justify in particuler cases.

I this recommendation were accepted, Clause 32{7} (L) would
reed:

. such provision as moy be prescribed and to such
other provisions for the protection or compensaticn as the
Controller thinks fit nersons who may have etc. cte.”

In regard to the cxact phraszology to be employed in sub-claus
7(b} to describe the third partics, entitled fo protectisn under thi
clause [ consider that the foerm adopted by the Australian Act
better than that in the UK. Secticn 88(4) of the Australian Patcnts
Aet, 1852 runs:—1 guote cnly the relevant words.

“Such provisions as are preseribed for effecting the protec-
tion or compensation of persens whe availed themselves or
tecl: definite steps by contract or otherwisz (o avail them-
selves of the subject matter of the patent afler the patent
weas notified. ... .. '

The reference here to persens who took definite steps by contract
or ctherwise to avail themselves of the invention, brings within the
erea of protection a wider class of persons who are legitimately
Tn passing I may men-
tion that the word “compensation’” should be added in order to sus-
tain the rule which would make provision for the grant of compensa-
tion on the lines of rule 65 of the U.K. Patents Rules, 1932.

The redrafted clause (8) puts down in the statute ene of the
essential conditions which would be prescribed under sub-clause (8)
corresponding to sub-clause 7(b) of the Bill

545. Under sub-clause 7(b) of the Bill the peried specified dur-
ing which third partics are protected is between the date when the
patent ceased to have effect and the date of the advertisement of the
application for restoration. This, however, would mean that - the
third party for whose protection sub-clause 7(b) is intended should
stop production or manufacture once the advertisement of the appli-
cation takes place. This does not seem to be founded on good sense -
nor is it in public interest. In cases where he has begun to avail
himself of the patented invention, his activity should properly come
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B —- wewws vk aestOTadon Ui a patent 1s passed.
The mere fact that an application for restoration has been filed does
not by itself mean that it would be allowed, particularly as the con-
ditions which an applicant has to satisfy before his application would
be allowed—that the fallure to pay the fee was unintentional and
that undue delay has not occurred in the making and prosecution
. of the application—are not easy to establish. In these circumstances
I should consider that it would be to the public advantage that in-
stead of the date of the advertizement of the application being the
terminus ad quem it should be the date on which restoration {s
ordered. In this connectlon I might notice that the applicant has
no basis to resist such a provision because he has obviously been
guilty of laches or delay and whether he is morally to blame or not,
he cannot hold up the industrial activity of others by reason of his
action or inaction.

548, The following redraft gives effect to the above recommenda-
tons: —

“32. Restoration of lapsed patents.—(1) Where a patent has
ceased to have effect by reason of failure to pay any
renewal fee within the prescribed period or within that
period as extended under section 29 (2), and the Controller
is satisfled upon the application made within 3 years from
the date on which the patent ceased tc have effect, that
the failure was unintentional and that no undue delay has
occurred in the making or prosecution of the application,
he shall, by order, restore the patent and any patent of
addition specified in the application which has ccased to
have effect on the cesser of that patent.

An application under this section may be made by the
person who was the patentee or by his legal representa-
tive; and where the patent was held by two or more
persons jointly, the application may, with the leave of the
Controller, be made by one or more of them without
joining the others, . -

An application under this section shall contain a state-
ment (to be verified in such manner as may be prescribed)
fully setting out the circumstances which led to
failure to pay the renewal fee; and the Controller may
require from the applicant such further evidence as he
may think necessary.

If after hearing the applicant (where the applicant so
requires or the Controller thinks fit) the Controller is
satisfied that a prima facie case has been made out for an
order under this section, he shall advertise the application
in the prescribed manmner; and within the prescribed
period any person interested may give notice to the Con-
troller of opposition thereto on either or hoth of the {ollow-
ing grounds, that is to say:

(a) that the failure to pay the renewsal fee was not unin-

tertional; or ;
(b) that there hds been undue delay in the making of the
application. o _

|
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(4)
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(5) If notice of opposition is given within the period aforesaid,

: the Controller shall notify the applicant and shall give to

' him and to the opponent an opportunity to be heard
before he decides the case.

If no notice of opposition is given witain the period
aforesaid or in the case of opposition the decision of, the
Controller is in favour of the applicant, the Controller
shall npon payment of any unpald renewal fee and such
additional fee as may be prescribzd, maks the order in
accordance with the application.

The Controller may, if he thinks fit, as-a condition of
restoring the patent, require the registration in the Register
of Patents of any document or matier which, under the
rovisions of this Aci, has
ut which has not been go cntered.
Where a patent i3 restored under this esction the rights
of the patentee ghall be subject to such provizions as may
be prescribed and to such other provisiens as the Con-
troller thinks fit to impose for the protection c¢r compensa-
tion of persons who may have begun to avall themselves
o or took definite steps by contract or otherwise to avall
themselves of the patented invention between the date
when the patent ceased to have effect and before the date
of the order restoring the patent under this cection.
Proceedings shall not be taken in respeet of an infri
ment of a patent committed between the date on which
the patent ceased and the date of the order restoring the
patent.
Clause 33—Restcration of lapsed applications for patents,

547. This provision as regards the restoration of lapsed applica:
tion for patents did not occur in the U.K, Patents Acts beiore that of
19483, The Swan Committee recommended a provision for restoras
tion of lapsed applications on the same lines as restoration of lapse
patents (paragraph 218) and section 28 of the UK. Act, 1949 imple-
ments this recommendation. This provision does not occur either
in Canada or in Australia notwithstanding that the Australian Act
of 1952 was enacted subsequent to the UK. Patents Act of 1549, 1t
is needless to suay that there is no provision corresponding to clause
33 in the Indian Patents and Designs Act, 1911. Dealing with this
provision Blanco White observes at page 179:

“Where a request for a sealing is not made......an applicant

» may apply within six months for restoration of the appli-
cation. This peried is too short for the provision to be of

real value. The provision is new and it is very little used.”

On another ground also I consider that the provision is not likely to
be of much use. Under the rules framed under the Indian Patents
and Designs Act, 1911 (and similar rules will be framed under the new
Act), notice is given to the applicant regarding the time when seal«
ing fees have to be paid and where this has taken place it will not be

(6)

(N

(8)

%)

normally possible for an applicant to satisfy the condition set out .

in clause 33 that the failure to make the request was unintentional,
nor would it be in public interest that the condition to be satisfied

to be entered in- the Register
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by an applicant should be relaxed in order to enable such applica~
tions to succeed. In this connection I need only add that in my
notes to the 1st Schedule, I have suggested the adoption of a conven-
tional year and not a 12-month period commencing from the date
. of the patent for fixing the time when the renewal fee shall be
payable. If this recommendation were acceptd, there would be an
even less chance of an applicant satisfying the conditions required
by clause 33. In the circumstances I consider this provision unneces-

sary and might be dropped. .

Clzuses 34 and 35—Amendment of specification.

548. Clause 34 is a reproduction of section 17(1) to 17(9) of the
Indian Patents and Designs Act, 1611, which in {ts turn was based
on section 21 of the U.K. Patents Act, 1807, as originally enacted
before it waos amended in 1932, The effect of the amendment in
1032 was to delete the words “at any time” which occuited in the
original Section 21 of the UK. Act {(which words were repeated in
Section 17 of the Indian Patents and Designs Act, 1911 and have been
included in Clause 34) and their replacement by the words “after
the acceptance of his complete specification” to cnable the epplica-
tion of the provisions of the Section to be confined to cases .of
amendments after the acceptance of the specification leaving amend-
ments to specifications before their ccceptance to be dealt with on
other principles. Sections 29—31 of the UK. Patents Act. 1848
corresponding to Clauses 34 and 35 of the Bill are similarly confined
to smendments after acceptance of the complete specification. With
i the words “at any time” the clause would obviously apply the same
rules to determine the permissibility of amendments before and
after acceptance of the complete specification. I do not consider this
proper, and would prefer the clause to state with particularity the
amendments open al each of these two stages. :

545. The scope of the permitted amendments is set down in sub-
clause (8). The main restrictions imposed on the power of am-
endment are two: {1) that the invention described and claimed in
the amended specification should not be “wider or larger” than that
in the unamended specification, and (2) that the invention claimed
in the amended specification, is noi “different” from that claimed
before the amendment. .

550. Representations were made to the Swan Committee that
these two conditions which were found in Section 21(6) of the UK.
Patents Act, 1907—46 imposed an unreasonable fetter on patentees
~and that it was desirable that these should be relaxed. The Com-
mittee, however, set their face against this proposal and recom-
mended the continuance of Section 21 of the UK. Patents Act, 1807
in substantially the same form, (vide paragraphs 220 to 223 of their
Final Report). The Bill, as originally introduced in the House of
Lovds, carried therefore the provistons of Section 21 of the UK. Act,
L1007 without any alteration, hut by the time the debates in  the
“House of Lords were concluded, the courts in England had decided
the case of May and Baker Ltd. vs. Boots Pure Drug Company Ltd.

551, That case arosc on a petition for the revocation of a patént
ranted jointly to May and Baker Limited and Ciha
nventions relating to certain sulpha compounds. which were ststed

Limited, for
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to pdssess high therapeutic value. The claims o i
struction would have covered thousands of comp%ui):subﬁ]rggeg{nmz
that class, most of which however, admittedly had little or no thg ’
peutic value. The specification, however, contained two s}oecmfﬁ,c
examples for the manufacture of two compounds, sulphsthiazo and
sulpha-methylthiazole which were cited to iUus':tr&te the x‘et:edlal
effect and low toxicity of the entire ‘group. At the hearin “th
patentees realising that their claims as drawn up were too wide As%u ‘et
to amend the gpecifieation by restricting thelir claim to a pétentglt]
the two specific products set cut as examples. The application foi
amendment wag opposed on the ground that the patent ps amended
would claim “a different (nvention” from that clalmed fa the e
amended specification. This objection was sustained and tne ﬁme‘r‘*i
ment was disallowed with the result that the patent waos r:\:ok;zi
The decision of Jenltins J. (65 RPC 255) was upheld by txe unakn'?mcf*;
éudgment of the Court of Appeal (68 RPC 8), and on fur'thér‘a‘ppe;i
v the patentce by the majority of the House of Lords (67 RPC 23“)
the ultimate decision being rendered in February 1650, When the

olo L9 e -
.clauses 1n tne new Bill in relation to the power of amendment was

bcforp the House of Lords, it was urged that the . decision unduls
resmcted‘ the power of amendment and deprived an indv‘e-ﬂm"‘ of“',x
valuable invention of his legitimate rights.  This view ";‘exﬂ"a”ﬁffi and
the scope of the power to amend was widened by the c‘;;fe*mgbc\vf ‘?Fé
reference to “the different invention" which occurred in 'Se‘cti.ﬂn")lb(:”*
of the Act of 1807—1946 and on which the decision of thn Y-‘iur‘w Dri
lords in May and Baker's case was based. Co e et

802, T believe that when the Patents Ernquiry Committee deals
with this matter, the decision of the Court of yA_pvzcalt f:a’st hLa
been beforf: it, and notwithstanding that, they have not s:;v[mrw*evg
any variation as to the scape of the power to amend contsfﬁ)g;v‘*\ '
the present section 17. The questicn is whether there is any naceg-
sity to alter the clause by deleting the reference to “dif;e*:n% 1 veno
tion” as has been done in the U.K. o en

553. Having considered the matter carefully, T have rcached the
conclusion that there is no need to change the scope of theyexi“tinv ‘
provision as regards the power of amendment and that ;rv'herea the
invention which emerges as a result of an emendment is different fro?n
that which wus the subject matter of the specification myori rinally
sccepted, such an amendment should not be permitted. [ migéfwt acié
tha.t_.‘secucn 50' of the Canadian Patents Act restricts reissue of patents
to "ihe same invention” as that for which the original patenpt W'x:
x:;stii?éendlt&ogligf that Act has been amended from time to time, cveL:
as s as chhanoe ha i o -
pmvisionb. » no change has heen made in the wording of this

554, As I have already pointed out, Clause 24 ‘ ies 5 of
applications for amendgm}nts both bofol‘ol:::t\t':(;(:;i)u‘rm}l)gét‘b tl’?nccmcsea mi
adopts thq same rule, as regards the naturs ong scope ‘of F;)c:rxawit;sxuiiiz
amendmenits T consider that the scope of an amendment Eciore ‘1é‘ccv"1t-
ance ought to be wider than that after acceptance bccaut\e.at ti]é for-
mer stage the specification is not disclosed to the publié It is then
wholly a matter between the applicant for the patent and the office
and such amendments as are necessary to afford to the applicant the
benefit of the invention which he has disclosed in his complete speci-
fication ought to be available to him. On the other hand, afterpthc'




e ee e wic appucauon, and its advertisement, the contents of
the specification become open to public inspection, and the rights of
third parties who have started work on the basis of the claims made
or not made, by the applicant in the published specification should
be taken into account in defining the scope of the amendment which
the applicant or the patentee might be permitted to effect. After a
complete specification has been accepted two limitations not appli-
cable to’amendments at the earlier stage should be imposed. The
first is in regard to the formulation of new claims which were not
found in the original specification. Where a complete specification
has not been advertised, there would be no question of a dedication
of the unclaimed portion of the invention to the public and hence
there cannot be any objection to a claim being formulated in respect
of an invention disclosed in the specification if by error the claim has
not been properly made or formulated. But where the specification
has been accepted and advertised, the position is entirely different.
In that case unless the claim after amendment would fairly fall within
the claim before amendient {t should not be permitted. In other
words, it should be presumed that all claims not made, except by
reason of obvious mistake, in the specification before acceptance are
abandoned.

555. The second is a requirement that the invention before and
after the amendment should be identical. This requirement wauld be
out of place before acceptance end at that stage an amendment may
be allowed so long as the invention is comprehended within the matter
disclosed. A mecre shifting of the centre of gravity ought not to
preclude an aﬁlicant from adjusting that centre until the sg;eciﬁca—
tion is accepted, and is thrown open to public Inspection. After that
date, other interests and rights intervene and hence the applicant

should be precluded from making a claim for any other inventicns

by amendments even if such be by way of disclaimer and the amend-
ment would merely shift the centre of gravity (vide May & Baker's
case),

556. In the drafting of this provision for amendment I consider
that the U.K, model of the arrangement of the sections 29 to 31 of the
Act of 1849 could usefully be followed. Besides being logical in that
the procedure is scparated from the criteria to be taken into account
in the allowance of the application, it also tends to clarity. I have
drafted three new clauses which I have numbered as clauses 34, 5%A
and 35, the first two dealing with the procedure to be folluwed by
the Controller and the High Court respectively and the last the
principles which should govern the allowances of emendments. In
setting out these I have endeavoured to indicate the difference in the
scope of the amendments which would be permitted at the two
stages, before and after acceptance. T

557. In my dreft of Clause 35 I have omitted the word “substan-
tially” in the phrase “substantially larger than or substantially Jdiffe-
rent from” w{:ich occur in Clause 34(6) of the Bill (corresponding
to Section 21 of the U.K. Act, 1907—46) for the reason that they do
not acd to the sense of the'section and serve no purpose except possib-
ly to create confusion. The use of that word was inadverted by
the Swan Committee who recommended its deletion and was_also
adversely commented on by Lord Simon in his speech in the House

.of Lords in the May & Baker case.
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558. Sub-Clause 34(8)~Sub-Clause (8) is differently w
from Section 17(9) of the Indian Patents and Designs Act, 1911 gl;z(ixecg
reproduced Section 21(8) of the U.K. Patents Act 1807. The sub-
clause appears to be based on the corresponding provision in the
U.K. Act of 1949 [proviso to Section 29(1)]. :

1

559. The point of distinction between isi
in the Indian Patents and Designs Act, 1911 a?xed thgrfg?lslloiz
that under the former, a proceeding had to be pending in a
court at the date of the filing of the application to amend in order
that the jurisdiction of the Controller should be ousted. whereas
under the sub-clause, the bar is directed to orders being passed ca an
aé)phcation to amend~whenever this be filed—if rroceedings before
the Cogrt are pen at the date of such order, The inconventence
of the former rule is ilustrated by the decision in Re: Wostern Elec-
tric Co. Ltd, (50 RPC 58) where a petition to the Court to revoke a
patent was sought to ®e countered by an application for amendment
filed 5 days earlier. Justice Eve after stating that since the epplica-
tion to amend was filed when there was no “proceeding pending before
the Cou;t”. the patentee was not disentitled to preceed with his
application, observed—“No doubt that application would have to be
dealt with before the petition for revocation can be satisfactorily
disposed” angd directed the petition to stand over till the disposal
of the application, imposing however, on the patentee conditions
requiring him to prosecute the amendment application with diligence.

560. T consider the provision in the Bill which is on the lines of
the UK. Act, 1949 an improvement over the existing law w1 that pro-
ceedings before the Court are given primacy and conflicts eliminated.

561, There is, however, one matter arising out of ! rage of
the sub-clause to whichi reference has to be m%de. T‘né}:)e ci?r%:zogrdoé
of the sub-clause “No application or specification shall Ee nrr?ended”
reads as if the Controller though precluded from allowing an amend-
ment during the pendency of preceedings in Court, might neverthe-
lese dismiss the application. I doubt if this was intended ard 1 desire

the language clarified so as to preclude the C or ali
with the application o the me;;its. Controller from dealing

562, The following redraft of tne ;
those views: e ause seeks to give effect

“34. .Amendment of application or specification by Controtler.—
(1) Subject to the provisions of Section 35 of this Act, the
Controller may upon application made under this Section
in the prescribed manner by an applicant for a patent, or
by a patentee, allow the complete specification  to be
amended subject to such conditions, if any, as the Controller
thinks fit: -

Provided that the Controller shall not pass any orders allow
ing or rcfusing an application to amend a specification
under this section while eny suit before a’ court for the
infringement of the patent or any proceeding before the
High Court for the revocation of the patent {8 pending
whether the suit or ?roceeding commenced before or after

+ " the flling of the application to amend. '

to
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42) Every application for leave to amend a specification under’

this section shall state the nature of the propised amend-
ment and shall give full particulars of the reasons for
which the application is made.

43) Any application for leave to amend a specification under
this section made after the acceptance of the complete
specification shall be advertised in the prescribed manner:

‘Provided that where the application is made before the publi-
cation of the complete specification, the Controller may

direct that the advertisement shall be postpened until the .

complete specification is published.

{4) Where an application is advertised under the preceding
sub-section any; person interested may wltl‘:inwthe Dres.
cribed period after the advertisement thereof, give notice

to the Controller of opposition thereto: and where such a
notlce is given within the period aforesaid, the Controller
shall nstify the person by whom the application under
this Section is made and shall give to that person and to
the opponent on opportunity to be heard before he decides
the case.

{5) An amendment under this section of a complete specifica-
tion may be, or include, an amendment of the priority
date of a claim.

(6) The provisions of this section shall be without prejudice
to the right of an applicant for a patent to amend his
specification to comply with the directions of the Contrel-
ler passed before the acceptance of the complete specifice-
tion and in the course of proceedings in opposition to the
grant of a patent.”

563, “34-A. Amendment of specifications before High Court.—
¢1) In any proceeding before the High Coust for the revocation of
o patent, the High Court may, subject to the previsions of the sub-
sections 2 to 4 of the next following section, allow the patentee to
amend his complete specification in such manner, and subject to
such terms as to costs, advertisements or Q}her\s'i:e, as thé  saurt
may think fit; and if in any such proscedings for revocation the
court decides that the patent iz invalid, the court may allow the
specification to be amended under this section instead of revoking
the patent. .

(2) Wh-=¢ an application for an order under this section is made
« e Court, the applicant shall give notice of the application to
the Controller, and the Controller shall be entitled to appear and
be heard, and chall appear if so directed by the Court.

(3) Copies of all orders of the Court allowing the patenice to
amend the specification shall be transmitted by the court to the
Controller who shall on receipt thereof cause an entry thereof and
velerence thereto made in the Register of Patents.

564. “35. Supplementary provisions ns to amendment of specifica-
tion.—(1) Before the acceptance of a complete specification, no
amendment thereof shall effected except by way of disclaimer,
correction or explanation, and no amendment thereof shall be allow-
aed (except for the purpose of correcting an obvious mistake) the
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effect of which would be that the specification as amended would
<laim or describe matter not in substance disclosed in the specifica-
tion before the amendment.

(2) After the acceptance of a complete specification no amend-
‘ment thereof shall be effected except by way of disclainder, correc-
1tion or explanation, and no amendment thereof shall be allowed
(except for the purpose of correcting an obvious mistake) the effect
of which would be, that the specification as amended would claim
or describe matter- not in substance disclosed in the specification
before the amendment, or that any claim of the specification as
amended would not fall wholly within the scope of a claim of the
specification before the amendment, or that the invention claimed i{n
the provisional specification after amendment is different from that
claimed before the amendment.

(5} Where after the date of the publication of a complete speci-
fication, any amendment of the specification is allowed by the Con-
troller or by the High Court, the right of the applicant or
patentee to make the amendment shall not he called in question
excépt on the ground of fraud and the amendment shall for all pur-
poses be deemed to form part of the specification:

Provided that in construing the specification as amended, refer-
ence may be made to the specification as originally published.

(4) Where, after the date of the publication of & complete
specification, any amendment cf the specitication i3 allowed as
aforesaid, the fact that the specification has been amended shall be
advertised in the prescribed manner.”

Clause 35—-Surrender of Patent

contained in Section 24 of the Indian Patents and Designs Act.
this section is defective in that it does not specify the parties to
whom the notice of the offer to surrender has to be given by the
Controller.

568. Clause 386 is substantially a reproduction of section 34(1) te
(4) of the U.K. Act, 1949. Clause 36(2) in line with sub-gsection (2)
of Section 34 of the UK. Act requires the Controller to advertise the
offer in the prescribed manner. In addition to this advertisement it
appeers to me to be desirable that individual notices should be
served Uy the Controller on all persons whose names appear in the
Register as persans having interest in the patent (vide Clause 68).

567. I would suggest that the clause be redrafted on the {ollow-
ing lines:—

“36. Surrender of Patent.--{1) A patentec may, at any time by
giving notice in the prescribed manner to the Controller,
offer to surrender his patent.

(2) Where such an cffer is made, the Controller shall.adver-
tise the offer in the prescribed manner; and also notity

- every person other than the patentee whose name appears
in the Register as having an interest in the patent, and
within the prescribed period thereafter any person nter-
ested may give notice to the Controller ot opposition to
the surrender. ‘




fan o~

* (3) Where any such notice of opposition is duly given, tne
‘ Controller shall notify the patentee,

(4) If the Controller is satisfled after hearing the patentee
and any opponent, if desirous of .being heard, that the
patent may properly be surrendered, he may accept the
offer and by order revoke the patent.

Clauses 37 to 39—Revocation of Patents

568. Clauses 37 to 39 of the Bill deal with revocation of patents.
The subject matter of these three clauses being intimetely connect-
ed, I would suggest that these three be combined into aésingle

ul

clause numbered 37 and I am appending a draft which would carry
this out,

569, In the redraft of the clause, I have practically adopted the
language employed in the co; g section 32 of the UK. Act
of 1849, As compared with the Bil], in the clause as redrafted, the

following are a few changes regarding which an cxplanation is
‘needed: —

570.. (1) The opening words of Clause 37 do not render the pro-
vision “subject to the provisions of the Act” as eppearing in Sec-
tion 32 of the UK. Act. As there are other provisions in the Bill,
vide e.g., Clauses 48 and 49, which direct that notwithstending any
provision in the Act, a patent shall not be revoked in certain cir-
cumstances it is necessary to add these words,

571. (2) Sub-clause (1) of Clause 37, copying in this respect a
similar expression in Section 26 of the Indian Patents and Designs
Act, 1911, enables a patent to be revoked “in whole or in part”,
These words are not found in the UX. Section 327 ~T"wuuld prefer
the U.K. system under which when the Court dealing with a peti-
tion for revocation finds that certain claims are invalid, while others
are valid, it is vested with power to direct amendment of the com-
plete specification so as to restrict the patent to the valid claims
instead of ordering revocation of the patent as a whole (vide Sec-
tion 30 of the U.K. Act). 1 have included a provision on these lines
as Clause 34-A. Thr advantage in this scheme is that the rules
applicable to permissible amendments of specifications are attracted
at the stage of the disposal of the petition for revocation, whercas
if the Court could order sevocation of the invalid claim leaving 'the
rest of the other claims of the patent intact, it is possible that the
inventions covered by the patent after the partial revocation
might be an invention different from that for which the patent
was originally granted. The words “in part” cannot be retained.in
this clause congistently with clause 34-A whose adoption I have
recommended.

572, (3) I have deleted all references to the word “Consroller”
in Clauses 37(a), 37(2) (b), 37(4) and 39, this being consequential
upon the deletion of the provision contained in Clause 37(2) (b)
of the Rill enabling petitions for revocation being filed before the
Controller within a year after the grant of the patent. This provi-
sion in the Bill secks to implement a recommendation contained in
aragraph 153 and 154 of the report of the Patents Enquiry Committee.
This recommendation was in part dependent on another suggestiom
'of the Committee that opposition proceedings should be eliminated,

a suggestion against which I have already expressed my disagree-
ment. I do not see any advantage in enabling petitions for revoca-
ton being filed before the Controller. If he is competent to deal
with such petitions there is no object in the time limit. The point,
however, 13 that questions which arise for consideration in a petl-
Hon for revocation are such that they should properly be tried
before a Judge of the High Court. I need hardly add that the pro-
vision for revocation of fpatent by a Controller in the United King-
dom under Section 33 of the UK. Patents Act, 1849 affords no ana-
logy nor furnishes any precedent for the provisions in the Bill,
because the grounds upon which the patent could be revoked by
the Controller in the United Kingdom are only those for which the
grant of the patent could have been refused at the oppositicn stage.
in other words, it is merely a belated opposition and not truly a
revocation proceeding. I consider that there is logic, rezson and
convenience in confining the jurisdicton of the Controller to deal
with oppositlon to applications for patents before the grant of
patents,-leaving the Court to deal with cases where the validity of a
grant is questioned.

573. (4) I have omitted reference to procecedings by way of
counter claims for revocation in a suit for infringement. I have
already discussed this question in full in paragraph 290 et seg. ante.

574. (5) Para. (v) of clause 37 appears to cover three distinct
invalidating grounds—novelty, obvicusness and utility—besides the
ground relating to the use or exercise of the invention being
contrary to law or morality. I have followed the UK. Act in
distinguishing between each of them [vide grcunds {e}, ({) and {(g)
of the redraft], and in these I have incorporated my recommendation
that publications outside India should also constitute anticipation.
I have maode a slight drafting change in ground (f) dealing with
the objection of obviousness from the corresponding provisions in
the UK. Act by intreducing the word “so” in order to indicate that
“obviousness” and “lack of inventive step” are not two distinct con-
ditions, This I have done to obyiate an argument as that raised
in Benmax v. Austin Motor Company (70 RP.C. 284 at 288), where
Evershed M, R. said “Mr. Whitford drew attention to the use of the
word ‘and’—that the invention must be obvious ‘and’ such as not
to involve an inventive step... I am satisfied that there is no signi-
ficance. in the double requirement, if there be a double

- requirement.”

575. I have revised the language of each one of the grounds, be-
sides including new ones needed to implement my other recom-
mendations requiring applicants to furnish information regarding
the fate of corresponding applications filed in other countries (Scc-
tion TA), & point of added importance in view of the expand-
ed scope of anticipating publications recommended by me. In gene-
ral the language of the several grounds has been adopted from that
used in the U.X. Patents Act, mainly for the reason that their inter-
nretation had been the subject of judicial decision. I however
desire to draw attention to a slight change which I have introduced
in ground (h) relating to insufficiency of: description of a complete
specification, viz., the addition of the following:i—

", “that the description of the method or the instructions for the
working of the invention as contained in the complete




.
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specification are not by themselves sufficient to en
' r ah :
person in India possessing -average skill in, and averlzgg‘
the invention relates, to

knowledge of, the art to which
work the invention.”

576. These words no doubt me
decisions in the UX. as regards the sufficie

their inclusion in the grounds would serve t
in law of a specification. Besides, there {3 a tend
specifications and instructions for working, which have been

more advanced industrial countries being filed in the
In.di}aA Tfl}is proves a handicap by
mignt suffice to worl: the invention in a.count ;
?een hxgb'ly developed, not conveyin mfcﬂnatig);u ?v%ich
for cnabling the average Indian technician to effect the
Though the decisions on sufficiency of description relate the
quantum of instruction to the ‘
wlaosg technicians the specification is addressed
* iteration of this requirement would induce for
patents to pay heed to this feature angd als
courts to have regerd to the state of the
ing of the suffizienicy of description,

577. (6) In the United Kingdom it appears to be a matter of doubt
as to whether rhe importation before the priority date of a pr Ei
made according to an invented proecess amounts o pub rlodes
or use of thle inventicn, so as to bar the patenting of the process. {t
has been pointed cut that to grant a patent monocﬁoly fé; LEE} Q;Sc‘&“
in those circumstances would be unfair to existing businessmen orj
tie ground that a patent cught not to stcp a man doing wt*?at he
was openly doing before. The law on the point is somewhat oému{
and T have sought to clarify it and put the matter bevond‘argur;‘eme

578. (7) In the ground correspondin lause 37 {xi
clause 37 (4) of the Bill I have ineluded ;orgfigiéc oty )
ment undertaking” in addition to “Government”
change for the reason that during recent years most of the indu
trial activity on behaif of the Government is being conducted x};s{
by Govomment themselyes through their departments but by p: blo‘
corporations which have been created for that pufpose 'Inpdthlec

absence of these words, use by Government undertaki 1
. ' a o
outside the scope of this provision, Kings would be

1
L.
1

‘ ana
1ce to “a Govern-
I have made this

579. (8)~>The first proviso to_Clause 37 (4) of the Bil has bee
deleted by reason of the omission of the provision for the Cox*trolluz
hewring petitions for revoeation while the second proviso has bee&
deleted because it s unnecessary in view of the. terms of Chuw%
being co-extensive with the class of persons entitled to a }5; r
patents under the reciprocal arrangements. wpplyfor

r

930. (9) I have deleted prectically the entirety of Claus

have been content to specify that a )};etition for r}évocmiogsﬁnfgﬁtagg
filed by a person interested. These words which occur in other
clauses of this Bill would cover all the classes of persons who would
fall within Clause 38 (1) (b). In regard to sub-clause (1) (a), I might

i

rely summarise the effect of the

: I ncy of the i
which a complete specification ought to contain,'bgt I gﬁzgr:ct%z?

o emphasise the purpose
ency . for patent

up for being filed in connection with applications for patents ma&n;

same form in
reason of the instructions which
ere the art hag
iz requisite
working,
required
state of the art in the couer?try to

d, I consider that the
eign applicants for
also focus the attention of the
art in this country in judg-

ie Imowledge
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mention that instead of the Attorney-General or “the Advocate-
General 1 have used the expression “Central Government” as per-
sons who, whether they have interest or not, might file a petition
for revocation. I have omitted reference to the State Government
in order to avoid possible conflicts and also because the subject of
patent is exclusively within the jurisdiction of the Central Govern-
ment. Of course a gtate Government may apply if it were a “persen
interested”.

581. (10) I do not sec any justification for requiring every peti-
tianer for revocation to furnish security for costs and I have conse-
quently omitted reference to this provision in Clause 38 (2} of the
Bill,

582. (11) Sub-clauses (3) and (4) of Clause 38 are unnscessary
because the High Court has power to direct a Subordinate Court to
record evidence and submit the evidence with or without its findings
thereon.

583. (12) I would suggest the inciucicn of a provision on the lines
of Section 32 (4) of the U. K. Act of 1849, providing that the grounds
on which a patent could be revoked are available as grounds for
defence to an action for infringement In the Bill the provision
cccurs in Clause 58, but I consider it rore appropriate to include
it here than later, for reascns I have menticned in the note to Clause
58. 1 have in my draft {vide Clause 37(3) ] added words as compared
lc the corresponding sub-clause in the UK. Act, o indicate that the
grounds of revocation available as defence are those set cut in this
clause.

«

'

384, (13) It aweuld be noticed that the clause as redrafted by me
dees not except as regards ground (b) draw any distinction between
patents in force at the commencement of the Act and thase to be
granted thereafter as regards the grounds on which revocation could
be obtained. This is deliberate. Most of the grounds set cut in the
clause are old, having been taken over from Section 26 of the Indian
Patents and Designs Act, though the language in which they are
expressed has been slightly modified. The cnly variations frem the
existing law are:

(1) ground (d)—The result of the changes introduced - by
clause 8 in the content of inventions which are patentable.

(2) Grounds (k) and (1) which deal with non-compliance by
the applicant with the requirements of provisions newly
introduced.

(3) Ground (m) which iy adopted {rom Section 100 ¢f  the
Australian Patents Act, 1952,

Section 17 of the Indian Patents and Designs Act, 1911 following
in this respect the provisions in the U. K. enactments,
provides that the validity of an order allowing an amend-
ment to a specification shall not be called in  question
except in cases of fraud. Section 26 however following
again the U. K. precedent does not render fraud in obtain-
ing an amendment of the specification a ground for revo-
cation as the Australiun Act, 1952 does. Ground (m)
rectifies this anomaly. Co
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(4) The expanded definition of “anticipation” or “novelty”,

(5) Sub-clause (4) which provides for revocation on the petition

8o as to comprehend publication abroad of the invention
before the priority date.™

-of the Central Government for faflure to use the invention
for the purposes of Government,

(6) The omission of the ground based on “disconformit

2 now
found in clause (n) of Section 26(1) of the Indian %atents
and Designs Act, 1811 Lo

585. An examinatfon of the above would discloge the following:—

|

'

586. The following draft gives effect to my above recommends

(6) Disconformity as a ground

o~ s

i U. K. Act. The Bill repairs this dre:f:mt
i[rt?{?lle L?\?é—cl:?aua;: (4)] and does not make t}:;:s cg;o;nx{mé
inapplicable to patents in force at the comm
this Act. I consider this proper. .
for revocatiofn is. {géxytmdgﬁ

i nsistent with the basis of prio
Ims}sgexixohﬁﬁg 1?: the existing patents enjoymng the benefils
of this reform in the law.

¢ions.i—

(1) "As regards item (1), provision has been made in Clause * “Qn Maug n of Patents.—(1) Subject to the provisions &

3 itself as regards the portions which would apply to o t%fsviiﬁéiog patent granted before or after the commence-
patents in force and those which would apply - only to ment of this Act may on the petition of any p&r=on interes-
patents granted after the commencement of this Act, There ted or of the Central Government be revo ed .by. the High
iz therefore no need for any saving in respect of existing Court on any of the following grounds, that is to say—

patents in Clause 37. (a) that the invention, so far as claimed in any claim og

(2) Item (2) can by its very nature have relevance only to the complete specification, 7as ;1aimpd ina v?lxte
patents granted after the new Act comes into operation, clairn of earlier priority date contained in the comp ¢
and hence no saving in respect of existing patents is specification of another patent granted in lndx‘a,
called for. (b) that the patent was granted on the application Pftan

(3) As regerds item (3), there is no impropriety or hardship person not entitled under the provisions of this Act

in the provision which visits the penalty of revocation on apply therefor:
o patentee who contrives to obtain an amendment by ~rovided that a patent in force at the commencement
fraud. The cases where amendments to specifications f Provi eh_ ;?, “hr;“ not be revoked on the ground thet
have been obtained must be very few, and so far as I ol 1'C ;tcwas the‘c:ﬁ,z‘mmzm:atco or the impor
know there are none and the provision would practically th? afp[t)hmainvention in India and therefore not eme
therefore have operation only in .resgect of the amend- ter o the ke an application for thz grant of 1
ments effected hereafter. 3 “tlfcitt%gggr this Act.

(4) Item (4) is a change in the law. But the number of oases, pa . fully in contraven-
in which a patent would be held to lack novelty under the {c) that the patent was obtamegi.wrongr T reon under
expanded concept of anticipation but would not have tion of the rights of the petx%xoner 0 y per
been so held under the law as previously understood, or through whom he claims; A
would be so few that'I do not consider there is neced to '(d) that the subject of any claim of the complete specl C?;
save existing patents from the scope of this rule, In any tion is not an invention within the meaning of th
event if the invention has been known before the applica- Act or is not patentable under Section 3; .
tion in India, there does not appear any irrefragable right . tion so far as claimad in any claim of the
to a patent moropoly on moral grounds, taking into ¢e) that the ‘“an.% Son. is not new having regard to,
account the law(outside the Commonwealth which [ have complete specifica O ed in India before the priority
already pointed out. « EVhtat \;,atshgré?:?:voor to what was published in India

(5) Item (5)~—Section 26 (1) (k) of ihe Indian Patents and of (?ls%wherc in zu'w of the documents referred to in
Designs Act, 1911 is derived from the corresponding Section 12 .
provisipn of the UK. Act of 1907, and the conditions ' = - o far as claimed in any claim of
referred to in it are those found in the Patent grant, oGS (f) that the ’m’cn}lo?jf\fﬂi‘:m " obvious and so does not |

One of the conditions found in the Letters Patent granted in h ‘-hv, ﬁ?”";xffi,f{f,fm'w[‘ step, havidg regard 10 what was
the U. K. requires the patentee to “supply or cause to be i{m"v‘c orused in India 'or what was published in
supplied for our (His Majesty’s) service all such articles In?\ n ?elséwhcre belore the priority date of the
of the said inventli]on as msgi be 1rcquired ,,,,,, at s§5c§ ; Crl‘;;r‘;,m
times or upon such reasonable prices and terms as s b . : , i e |
be settled,?.i,". The Indian form (Schedule III) omits | (g) that the invention so far as claur}eilcli.in any claim of th‘
this condition with the result that the content of ground - -, complete specification is not fxse } fcient]
(k) notwithstanding the identity of language, was- (h) that the complete specification does not su }cxednby!
(whether it was so intended.or not) materially different and fairly describe the invention and the method by 51
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which it Is to be performed that is that the deserip-
tion of the method or the instructions for the working
of the invention as contained in the complete specifica-
tion are not by themselves sufficient to enable a
person in India possessing average skill in, average
- knowledge of, the art to which the invention relates,
to work the invention, or that it does not disclose the
best method of performing it which was known to the

applicant for the patent and for which he was entitled
to claim protection;

(i) that the scope of any claim of the complete specifica-
tion is not sufficiently and clearly defined or that any
claim of the complete specification is not fairly based
on the matter disclosed in the specification;

(i) that the patent was obtained on a false suggestion or
representation;

that the applicant therefore failed to disclose to the
Controller the information required by Section 7A or
furnished information which in material particulars
v/as false to his knowledge;
(1) that the applicant contravened any direction for secrecy
passed under Section 23(1) of tKis Act, or made an
application for the grant of a patent outside India in
contravention of sub-section 10 of Section 23 of this

X
Co

(k

~—

(m) that leave to amend the complete specification under
-

Seetion 34 or 34A was obtained by fraud: or

(n) that the invention so far as claimed in any claim of the
complete specification, was secrefly used in  India,
otherwise than as mentioned in sub-section (2) of this
section, before the priority date of that claim,.

(2) Fer the purposes of paragraph (n) of sub-section (1) of this

section, no account shall be taken of any use of the inven-
tion—

(a) for the purpose of reasonablzs trial or experiment only;
or

(b) by the Government or any person authorised by the
Government or by a Government undertaking, in
consequence of the applicant for the patent or any
person from whom he derives title having communi-
cated or disclosed the invention ‘directly or indirectly
to the Government or person. authorised as aforesaia
cr to a Government undertaking; or

(¢) by any other
for the poter

ftle ]

person, in consequence of the applicant

1 or any person from whom he derives

1aving communicated or disclosed the invention,

and withhut the consent or acquiescence of the appll-

cant or of any person from whom he derives title,

(3) For the purposes of paragraphs (e) and (f) of sub-section
(1)

t

(8) no account shall be taken of secret use, and

~however be mentioned that Section 23CC substantially adopts Section. |.

~to advert to one matter.

AL

ent is for a process or for a product as 3

®) r:ztlc;jgcb;hz I[)){rl*:)cr;ss described or claimed, the importa-
tion inte India, of the product made abrogd b:,éit_hnt
process shall constitute knowledge or use in India of
the invention on the date of the importation.

/i rejudice to the provisions of sub-segtion (1) of
z;ilsth;)eucttigni patent may be revoked by the. ngh C;g;u;)t
on the petition of the Central Govemmen_t if the g -
Court is satisfied that the patentee has without reaé;an- :
able cause failed to comply with the request of thet f:é r
tral Government to make, use or exercise thef pa eg a
invention for the purposes of Government or of any Gov- :
ernment undertaking upon reasonable terms.

(4

~

g which a patent may be revoked under i
©) azg?eftliﬁgﬁns}m;? be ava_ilagle as a grounc}l1 of dtc;f;?ce in E
any proceeding for the mfrmgemeri‘t if tf i iz«e,n' Cder
i ition {or revocation o ter
. © /t\hllslostclcgixc?rf sa}?gllpgéltserqu on all persons up;gea;u:g g:;x;
the Register to be proprietors of that lpatinb onecey ve
shares or interests therein and it shall not be sary
to serve a notice on any other .person. ‘ )
Subject to the provisions of this Act the H)fgh C‘o'::;rt maty
frame rules for the regulation of a]%, matters relating to
proceedings before it under this Act.

7

~

Clauses 40 to 47—Working of Patents and compulsory licensing,

587. Clauses 40 to 47 of the Bi}ll deal]:éxtlclcxr’;]i;c;tlforfyu?iilibs/irt]zrm%%
isions - 1 vorking o T A
pr?vm"[lonsrﬁf]c:v Cr%?&ﬁi??s&%iiantélly the existing section‘s 22, 21%],
SaA 235 93C and 23D of the Patents and Designs Act, 13\‘1Awmcf
wer'e _{nt}oduceri in 1950 to give eflect to the recomm;tn‘;u?:; ?n'
the Patents Enquiry Committee. The amendments brought the W
this f_:oumry on the topic practically 'in line thdh .thelgggrreAspg;ed
provisions of the U.K. Patents Act as enactde in 2.  Speclal
rovision regarding inventions relating to food or me me\ndmemr ‘
SBC(‘,) was introduced into th.e Indian enactment by.an‘aS nendment
effected in 1952 despite the views to the contrérly egpr;ss e i |
Patents Enquiry Committee and now forms aus .

41 of the U.K. Patents Act, 1549. . . :
588. I have endeavoured ta trace the history of thc; ]a;’rcl’:ltsrei]r;a%)]x;
to compulsory working and compulsory hccnsngz fo pimwever e
UK. and other countrics (para 126—134 antg). h? grlcl lowever pro-
cécciimz to consider the text ofthe clauses in the UII’ P'lter;tg e
whether these provisions based as they arc on the u. \t 15( nocémw
1949 would =uflice to meet the needs of the country, i s

' K. the provision regarding compulsory licensing :
andsi%\régagi};% Ii’Ior non-working -was before the Patenltso_;ﬁ-ffi,e lz?ég |
tained primarily in Scction 27 of the Patents Act—] —46 an
conhaxtr;)e Cp'madian as well as. the. Australian;legislations {mve”beent
:fcfdelled on it. In considering’ the sufﬁ‘ciency of Section to




counter the misuse of patent rights the Swan Committee observed
(Paras. 29 to 32 of the Second Interim Report):

“On a superficial reading, these provisions appear to cover all
L the types of restrictive use of patents discussed above.
But thelr interpretation in the High Court has somewhat
narrowed their scope. For instance, in the Applications
by Brownie Wireless Company Ltd. (46 R.P.C. 457), the
Judge, in effect, decided that ‘demand’ did not include
potential demand for a much cheaper model of the article
then being sold. The expression ‘new trade cr industry’
has been interpreted in o wide sense, ag in the cotton
trade or industry (Petiticn of the Robin Electric Lamp
Company Limited, 32 R.P.C, pages 213-14; also Application
by Brownie Wireless Company Limited, 48 RP.C. 471).
In this sense a new trade can only rarely be said to be
founded. The expression ‘the trade of any person or class
of persons trading in the United Kingdom’ has been taken
to refer only to the existing trade of the applicant (46
R.P.C. page 473). Consequently, this particular provision
can be of no benefit to an applicant who wishes to found
a new business or extend an old one. The expression ‘the
public interest’ is, according to the same judgement, to be
construed in its widest meaning, namely, ‘the interest of
the community including every class which goes to con-
stitute that body, namely, the purchasing public, the
traders and manufacturers, the patentee and his licensees
and inventors generally' (46 R.P.C. page 474). According
to this interpretation, when there is a conflict between the
interests of the patentee and the interests of the purchas-
ing public, the Comptroller is not directed to prefer the
wider interests of the public to those of the patentee.

. 530, “Such interpretations have narrowed the apparent scope of
Section 27, Moreover, the uncertainty of its application, the high
, costs of proceedings under it which are taken to appeal, and the
~ heavy onus of proof cast upon the applicant, who in the ordinary
course is not in so.advantageous a position as the patentee to furnish
proof of the relevant fects, have combined to discourage resort to
this section. Relatively few applications have been made under it,
while the abuses which it is intended to curb still occur, In our
opinion, this section as it now stands, and as now applied, does not
rovide a sufficient remedy against the restrictive use of patents.

591. “Moreover in our opinion the conception of ‘abuse of mono-
poly' on which it is based is too narrow. ‘Abuse’ implies some posi-
tive malpractice. A patentee may fail to exploit an invention to the
% full extent which is desirable from the point of view of the develop-
- ment of British production and trade without doing anvthing which
%4t would be appropriate to describe as an abuse. We arce of opinion
“that future legislatiqn should be aimed not only at the prevention
of abuse but also at ensuring the fullest practicable use of the rights
.conferred by patents.” :

592. The Committee redrafted the provisions with a view to ex-
and their scope. The UX. Government accepted these recom-
endations and Parliament embodied this redraft in sections 37 to

42 of the Act of 1949, When however the construction of the re-
drafted scctions came up for consideration before the Assistant Con-
troller in 72 R.P.C. 169 (In the matter of Colbourne Engineering Coy.
Ltd.’s application.. ..} the revised language was subjected to a close
analysis and compared with the language of Section 27 of the Patents
Act, 1907—46 and though it was held that the decisions in.the Robin
Electric and Brownie Wireless cases might not determine the sco

of section 37(2) (d) (iii) of the Act of 1949, it is clear that the text
of the 1949 provision did not carry out fully the degree of expan-
sion which the Committee sought to achieve. I therefore consider it
necessary to effect a change in the language of the provisions in the
Bill, in order to ensure that defective phrasing should nct defeat

the underlying purpose and I have sought in my redraft to attain
this end.

583. Thiz apart, as I have already stressed that the requirements
of the law or the provisions suitable to a highly industrialised and
economically developed country like the USA., or UK. may not
necessarily suffice or be suitable for adoption in an underdeveloped
and semi-industrialised country like ours. Such provisions, if adopt.
cd, far from furthering the industrial progress of the country might
themselves hamper progress. The law has therefore to be suitagly
fashioned. Account has also to be taken of the fact tha! more than
the 9/10th of the patents on the Indian Register which are of value
are owned by foreign nationals who do not work and have no in.
clination to work their patents here but are content to rely on theiy
patent monopoly for blocking Indian industry or for the purpose
of cnabling them to import into this country products made’ abroad
by themselves, their associates or licensees. Most of these foreign
patentecs are persons who have already obtained patents in their
home country and very often also in several other countries n
Europe and America for the same invention as the one patented imn
India. But it is however a fact that owing to veasons which it ig
beyond my purpose to analyse or explain, there are several countries
in Eastern Europe in which these patentees have not applied for or
obtained patent protection but in which nevertheless the same pro-
cesses are used and articles produced v/hich, if manufactured in India
without the authorisation of the patentee, would constitute an
infringement of the Indian Patent. It is a fact that in these East
European countries the price of the article patented in India is in
most cascs less than that at which it is made available. The effect
of the monopoly of importation conferred by the Indian Patent law
on the {oreign patentecs who do not work their invention within the
country, has to be judged in the light of these facts.

594. In this connection, it is somewhat interesting to notice that
the rule of the UX. Patents law that the importation of a patenied
article (as also the analogous rule regarding articles made by  the
patented process even where the patent extended only to the pro-
cess) constitutes an infringement of the rights of the patentee was
originally conceived of as an inducement and a necessary protection
to cnable the patentee to work his invention with profit within the
country. But in the course of the evolution of the law, the protec-
tion against importation became dissevered from the working of the
invention by the patentee for which it was designed as a necessary
adjunct and has now emerged as an independent right, an exclusive
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reasonably practicable without undue delay and not mere-

ly to enable patentees to enjoy a monopoly for the impor-

tation of the patented articles, it is hereby enacteq that

the following provisions of this Chapter shall have effect.”

599. Clauses 41, 414, 41B, 41C and 42.—Clause 4] makes provision
for the grant of compulsory licences; 41A for the endofsement on
fequest by the Central Government of 5 atent with the words
“Licences of right”, (vide Clause 42 of the Eill) and Clause 41B for
the revocation of patents if the “reasonable requirements of the
public” with respect to the patented invention, as defined in Clause
21C continued tg remain unsatisfied, cven after the grant of the com-
pulsory licence or the order for endorsement. This last provision for
revocation is somewhat similar to Section 49 of the UX. Act, but has
no counterpart in the Bill, ] have, however, considered this usefui
and necessary and have therefore included this provision for the
fevocation of patents in case of continued “abuse of monopoly” where
the grant of licences or the endorsement s found insufficiont 1o sccure
the working of the inventjon within the ceuntry,

ces
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507, In view Of,,t-u'r ho \;e cbnsidercd it convenient to take my I’L by the Controlier, the details of which are selout in Clause 492 cor-
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605. This addition has been necessitated in order to get over the
decision in the Calbourn Engineering Company's application for com-
pulsory licence (72 R.P.C. 169 at 179), in which it was held thal an
exclusive licensee of a patent who had the sole right to grant a sub-
4icence, was not “a patentee” within Section 37(2)(d) of the UK.
Patents Act, 1949 [corresponding to Clause 40(2)(d) of the Bill]. The
added words enable this construction to be avoided.

606. Sub-clause (10) is new. I consider this a very necessary pro-
vision. In the present context of scientific research in this country we
might expect an increasing number of applications for patents owned.
by Government or by Government sponsored undertakings, Where
{{ is possible to commercially work the patented invention in this.
country, Government or Government undertakings might be expected
to do 90, either by themselves or through other persons to whom they
may voluntarily grant licences. In these circumstances it appeared
to me not to be proper that patents owned by Government or by
Government undertakings should ba subject to the provision of com-

ulsory licensing and of revocation for non-working, 1 have there-
ore excluded from the provisions of this Chapter all patents owned
by Government and by Government undertakings.

.607. The following draft gives effect to the above recommenda-

fions:—

“41, Compulsery Licences—(1) At any time after the expiration
of three years from the date of the scaling of a patent
any person interested may make an application to the Con-

o troller alleging that the reasonable requirements of the
public with respect to the patented invention have not
been satisfied and praying for the grant of a compulsory
licence to work the patented invention.

(2) Every application under sub-section (1) shall co
statement setting out the nature of the applicant’s interest
together with such Earticulars as may be prescribed and
the facts upon which the application is based.

(3) In considering the application filed under this section the-
Cortroller shall follow the procedure prescribed by Sec-
tion 42.

(4) The Controller if satisfied that the reasonable requirements
of the public with respect to the patented invention have
not been satisfied may order the patentee to grant a licence
upon such terms as he may deem just.

(5) In determining whether or not to make an order in pur-
suance of an application filed under sub-section (1) the
Controller shall take account of the following matters:

(i} the nature of the invention, the time which has elapsed
since the scaling of the patent and the measures already
taken by the patentee or any licensee to ‘make full

L wse of the invention;
(it) the ability of the applicant to work the invention to
the public advantage;

(iif) where the invention relales to a scheduled irxdustrgr
under the Industries (Regulation and Development

-~

contain a -
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Act 1851 whether the applicant has been or would t
granted permission to work the invention if a licenc
were granted; .

(iv) the capacity of the applicant to undertake the risk i
providing capital and working the inventicn if th
application is granted;

but shall not take into account any working of the inven
tion by the patentee or those claiming under him after th
making of the application.

{6) Where the Controller directs the patentee to grant a licenc
he may as incidental thereto exercise the powers set ou
in scction 42A,

{(7) In settling the terms and conditions of a licence grantec
under this section, the Controller shall have regard to tlh
matters set out in Section 42-B.

{8) An application under this section may be made by any
person notwithstanding that he is already the hcider of ¢
licence under the patent and no person shall be estoppec
from alleging that the reasonable requirements cZ the pub-
lic with respect to the patented invention are not catisfies
by reason of any admission made by him, whether in suck
licence or otherwise or by reason of his having acceptec
such licence.

(9y In this Chapter the expression “patented article” includes
any article made by a patented process, and the expres-
zlon “patentee” includes an exclusive licensce.

(10) No application under this Chapter shall be entertained
in' respect of a patent owned by the Government or by
any Government undertaking.”

- Clause 41A—Endorsement of patent with words “Licences cf right”

i

608. This provision as to endorsement of patents with the words
“Licences of right” finds no place in the Australian Patents Act or
the Canadian Act. It was first introduced in the UK. Patents Law
by the amending Act of 1913, When, however, these provisions were
taken over into the Indian Patents and Designs Act, 1911 by the
amending Act of 1950, the right to apply for such endorsements was
confined to the Central Government. “Persons interested” in work-
ing the invention might not be expected to desire that others besides
themselves should also have the right to obtain licences under the
patent and so it appears to me to be sufficient and desirable that the
right to apply {or endersements should be restricted as it has hitherto
been and as is contained in Clause 42 of the Bill.

609. Clause 41A in its general scope followg the pattern of Clause

42 of the Bill and the changes made are only to bring it in line with

the scheme which I have adopted in regard to the redrafting of these
provisions. . K

“41A. Endorsement of Patent with words “licences of right”.—

(1) At any time after the expiration of three years from
the date of the sealing of a patent the Central Govern-
ment may make an application to the Controller alleging



that the rcasonable requirements of the public with res-

peet to the patented invention have not been satisfied and
requesting for an order that the patent may be endorsed
with the words “Licences of right”. .

In considering the application filed under sub-section (1),
the Controller shall follow the procedure prescribed in

. Baction 42.

(%)

(7)

®)

- nal patent or of the

(9)

The Controller if satisfied that the reasonable require-
ments of the public with respect to the atented invention
have not been satisfied may make an order that the patent
be endorsed with the words #1icences of right”.

Where a patent hus been so endorsed any person who i3
interested in working the patented invention in India,
may require the patentec to grant him a licence for the
purpose on reagonable terms and if the parties are unable
to agree on the terms of the licence either of them nay
apply in the prescribed manner to the Controller to settle
the terms thereofl.

The Controller shall after notice to the parties and hear-
ing them und after making such enquiry &s he may deem
fit decide the terms on which the licence shall be granted
by the patentee.

The provisions of sub-sccitons (1), @), @, 6 and (6)
of Section 42A (regarding the powers of the Controller)
and of Secclion 42B shall apply 1o the licence granted
under this section as they apply to licences granted under
Section 41 .

If in procecdings [or the infringement of the patent (other-
wise than by importation of the patented article from
other countries) the infringing defendant is ready - and
willing to take a licence upon terms to be settled by the
Controller, no injunction shall be awarded against him
and the amount recoverable against him by way of dama-
ges, if any, shall not exceed double the amount which
would” have been recoverable against him as licensee if
the licence had been dated prior to the earliest infringe-
ment.

Where a-patent of addition is in force, an request made
under this section for an endorsement eitger of the origi-
atent of addition shall be treated as
a request for the endorsement of botk patents and where
a patent of addition is granted in respect of a patent which
is already endorsed under this section, the patent of addi-
Gon shall wlse be so endorsed.

The renewal fees payable in respect of a patent cndorsed
as provided under this section shall as from the date of the
endorsement be one half 'of the fees which would other-
wise have been payable,

(10) All endorscments of patents made under this section shall

be entered in the Register of Patents maintained under

Section 67 and published in such manner as may be pres- .

cribed” '

VA

41B-~Revocation of Patents by the Controller for non-werking

" 810. As I have indicated already, il i S o i
v ol ety already, there is no clause corresponding

611. A provision for the revocation of a patent i
non-working or inadequate working has beeg a féat?xr&zhgfet‘f:t(}-l?'r
Patent llaw ever since 1902 (vide the Patents Act, 1902—2 Edw. Tch 3;
8.3). The UK. Patents Act of 1907 made the provisions .n this regérd
mgr_e stringent (vide sections 24 and 27) and this was intreduced in
asshghtly modified form in the Indian Patents and Desigrs Act, 1911 ‘
i(n e&téc_msinm and 23). The Patents Enquiry Committee recommended
o Ccirx;t tﬁenm report the enactment of a law which wouzld vest in
e uiz?o er power to revoke a patent for centinued non-working
gettinp Y ry hcen;mg proved m*adeguate to achieve the purpose of
et gf e inventions worked in the country [vide Appendix IV”
tainedo' 8. );‘22(11) ]. When in pursuance of the recommencation con-
- arrl)r{l\ntdeedn};erlxsz}lgorog?rt, the'lr_m:a? Patents and Designs Act, 1811
) , the provisicn. for revocation for n<n-worki

bWeas however omitted, a feature repeated in the Birlll onfrlé‘; wlotl nir::g
whi%%m‘tteq t}llmt such a highly industrialised country like the UK. in
whic it is held that the Patent system conduces to the accelaration

e rate of invention and where consequently the rights of paten-

- tees are jealously guarded, the Patents Act, 1849 carries a provision

\(ﬁ?ﬁﬁgm 42) under which patents which continue to ke ir;;dcquatcly
; nee-d ér\:i:}:: ar\fternt};i gtran}jof a compulsory licence cculd ke revoked
nee eca at when in 1938 a propssal was mad “the
Lisbon Conference y o the Drcasctian o
S { of the International Union fo otecti
n el nation r the Protection of
é?(i;lbt%al: Property to eliminate from the laws of the mer.:‘::er Stnatgs
e Union provisions for the revecztion of Patents for ncn-working

it was oppesed by the UK. Government, whose delegate szid:

“We are in some doubt whether the time is yet ripe to abolish

completely the power to revoke .
failure to WOrkﬁ ke patents on the ground of -

612. I consider that the Indian !
; 1sider he Indian !zw should contain a provisi
:‘giiagli?l efsm;) fn«s)gét\j.’crkélgg.f ?}iy %rf\ft of the clause follgws linmgerfxgf
ion 42 of the U.X. Patents Act, 19 i
109 of the Australian P 5 hcstionnasre which
] an Patents Act, 1952. In the questi i i
was issued dealing with the sions et
provisions as to compulsory 1 i
sought an answer to a quer. oo o i s o
; y as to whether a provision on the li '
g??;lzgéxsrivf of the UK. Act was desirable. A considerable nun;ggi
O e o answered the questionnuire desired the inclusion of
vidua‘lspoovkisjc;'n. Apart from the opinions expressed by these indi-
M vecr-‘ do'xes. I am satisfied that unless there is a residuary
inventionu;fot ?ei’;l\]; \E‘g}{x}tiglltcr to rg‘.’oke a patent in the event of the
ot bein ‘orked to an adequate extent in the cow
;??gouslson h:&nsm_;: provisions themselves might fail to nchinfv"iy{):;}i
fnight i‘tselfuzm-\(:r 1 consider that the existence of such n nro\risi(m
hoie licenset;s‘;v‘e‘hnslm inducement to the patentees so te instruct
b peenst rendh tém details of such technical informaticn as they
thom oS0 re t}if insi?ni;;cnh assistance %s might be necded to enable
oy 0Tk ntion commercially and adequately so
e patent might remain in force and the atentegs deri{'e bcrﬁggt

from the royaltie i
term of ti)‘eypate(;st.wmh the licensees shouﬁi be paying during the
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assential that there should be a provision on the lines of Clause 41B
‘pet out below, ' . o
“41B. Revocation of Patents by the Comtroller for non-working.—
(1) The Central Government or amy person interested may,
after the expiration of two years from—

(a8) the date of the grant of the first compulsory licence or

(b) where a patent has been endorsed under section 41A.
with the words “Licences .of right” from the date of
such order, el

agply to the Controller for an order revoﬁng the patent on

the ground that the reasonable requirements of the public

f\ivictih respect to a patented invention have not been satis-
ed.

(2) Every application ghall contain such particulars as may be
prescribed and tHe facts upon whici such application is
based and applications other than by the Central Govern-
ment shall set out the nature of the applicant's interest.

(3) In considering the application filed under sub-section (1),
éhet.Con‘goller shall follow the procedure prescribed by
ection 42, :

(4) The Controller if satisfied that the reasonable requirements
of the public with respect to the patented invention have
not been satisfied may make an order revoking the
patent.” '

&‘5 Clause 41C—When rcasonable requirements of the public deemed
not satisfied

614. This is the crucial clause in this group of provisions relating
to compulsory licensing and revocation for non-working. In drafting
this clause, I have followed in general the provisions of Scction 110
of the Australian Act of 1952 and combined with it matter found in
Section 37(2) of the U.K. Act of 1849, with such changes as appear-
ed to be neccessary either to get over some of the decisions in the
U.K. or to widen the scope of the provision so as to suit them to the
conditions in India. . )

615. Sub-clause (1)(a).—This is based on Section 110(1) (a) (i) of
the Australian Patents Act of 1952, The reference here to “a part
of the patented article as necessary for its efficient working” is an-
improvement on the language of the provision in the UK. Act of
1949 and I have therefore adopted it. o o

616. Sub-clausc (1) (a) (I).—This also is an adaptation of Secticn
110(1) (a) of the Australian Patents Act. The changes that I have
madec are two; the first consists in the omission of the word “unfair-
ly" qualifving the word “prejudiced”, which occurs in the corres-
ponding Australian section and is found in the UK. Act EScction
37(2) (d) (iii)]. [Compare Clause 40(2) (d) (ii) of the Bill]. The
- word “unfairly” did not occur in Section 27(2) (d) of the UK.
Patents Act of 1907 but was introduced by the Act of 1943, The omis-
sion of this word would avoid the construction put upon the provi~ -

consists in the reference to the “trade and industry of any - person ..

8

sion in Colbourne Eng. Coy. Ltd. (72 RP.C. 169 at p. 178). The other - -

ete.”. These words found a place in Section 27(2) (d) of the UK.
Patents Act of 1907—19846 but were omitted in the Act of 1849 possibly
because they were considered unnecessary in view of the expression

" “4he establishment or development of commercial or industrial acti-

vities” [vide draft clause 41C(1)(2)(iv}] which was newly intro-
duced in the Act of 1949, I consider it preferable to retain Roth these
‘grounds, '

617, Sub-clause (1){(a)(i1).—This sub-clause has been adopted from
Section 110 of the Australian Act with slight drafting changes.

618. Sub-clause (1)(a)(iii)—The ground that a demand for the
manufacture of a patented article for export might serve as a ground
for the grant of a compulsory licence was recommended by the Swan
Committee and adopted in the U.K. Patents Act of 1949. This
became necessary by reason of the decisions of Courts which held
that “the demand"” referred to in Section 27(2) of the U.K. Patents
Act of 1907—46 was confined to the demand for the product in the
United Kingdom. The Swan Committee recommended this extension
in view of these decisions (vide paragraph 29 of the Second Interim
Report of the Swan Committee).

619. The first part of this ground is derived from Section 37(2)
(d) (1) of the U.Ig. Paotents Act, 1943. The second part referring to
“the creation of a new market” is my addition and appears to me
{0 be an improvement over the provision contained in Section 37(2)
(d)(i) of the U.K. Act of 1959 and one needed in view of the country’s
present industrial requirements.

620. Sub-clause {1)(a)(iv).—This paragraph reproduces Section
37(2)(d)(iii) of the UK. Act, 1949 with this change that the word
“unfairly” which qualifies the word “prejudiced” in the U.K. enact-
ment is omitted in my draft for reasons which I have dealt with in
my comment under paragraph (i).

" 621. Sub-clause (1)(b).—This paragraph combines the provisions
of Section 37(2)(e) of the U.K. Patents Act of 1949 and Section 110(1)(b)
of the Australian Act and corresponds in general to Clause 40{2)(c)
of the Bill with however the omission of the word “unfairly” which
qualifies the word “prejudiced” in the other enactments. -

622. sub-clause (c).—This paragraph is particularly based upon
Seciion 37(2)(a) of the UK. Patents Act, 1949 which has been
repreduced in Clause 40(2)(a) of the Bill. An important change that
T have made is the omission of the words “"being capable of being
commercially worked in India.” The omission of these words will
have a two-fold cffect:—

(1) It would deprive the patentee of one uf the dofaners usual-
ly raised to applications for a compulsory licence.  Ine
very fact that a person comes forward to take a licence
offering to pav rcasonable royaltics to the patentec ought
to afford sufficient proof that the invention is capable of
being commercially worked within the country and ecven
if according to:the patentee the attempt of the applicant to
work it would fail, the applicant should be given a chance,
This is on the assumption that in fact -the.invention is

C - capable of being worked in the country. ‘

.* (2) If-in fact-the invention cannot be worked within the

country, the effect of the omission of these words is to
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- enuble én endorsement of the patent to be obtained on the
application by the Central Government. If within two
years-of such endorsement no one takes any licence under
the patent and works the
to be dealt with under Clause 41B and could be revoked.
The‘mam difficulty faced by an underdeveloped country
consists in this, that it may not be always profitable to a
patentee to start.an indusiry to work the invention there
though it might be useful in the long run for the country
to have such an industry established. If the object of the
patent l.aw in granting patent protection for an invention
is principally to have the patented invention worked with-
In the country so as to diversify employment, there does
not seem to be any justification for the grant of a patent
monopoly for an invention which cannot be worked within
the country.- The grant of such a patent is.-of Httle value
to the national economy and constitutes a handicap to it
by reason of the exclusive rights of importation granted
to the patentec for the term of the patent. Such exclusive
rxgh; as alrecady explained precludes the country from
seeking alternative sources of supply for the seme goods
from other countries whert the patentee does not enjoy
pa@ent protection. It would therefore seem that there is no
point in excluding from the operation of this Chapter,
patents which are not capable of being commercially work-
ed within the country. In cases where it is not possible to
work the invention within the countrv it will serve nation-
al interest to have that patent revoked rather than permit
it to be on the Register and enable the patentee to have
a monopoly for importing the patented article for the full
term ‘of 16 years. In view of these considerations I have
thought it proper to remove the condition that a patented
invention should be capable of being commercially worked
in India, from this clause. :

623. Sub-clause (1)(d).-~This in substance adopts Clause 40(2) (b)
of the Bill corresponding to Section 37(2)(b) of ihe UX. Act of 1949
The reference however to the category of percons by whom
importation might take place is taken from Section 110(3Y of the
Australian Act, and 1 have included it for the reason that though ine
clause merely reproduces the effect of the decisions as to what con-
stitutes importation by a patentee it would be convenient to have in
statutory form the précise provisions upon the point,

624. Sub-clause .:.n;'(c)\.-’Ifh‘s corresponds to Section 37(2) (c), of
the 1200 Act 1949 and Scetion 110(1)(d) of the Australian Act and
is nearly similar to Clause 40(2)(d)(ii) of the Bill.

025, Sub-clause (2).—-The frame of this sub-clause has  been
adapted from Section 110(2) of the Australian Act with two new
provisos which I have added. In the sub-clause I have drafted the
maximum period for which the Controller might adjourn the applica-
tion—application for compulsory licence or application for enc;orse-
ment or application for revocation of the patent—would be 12 months.
This would give the patentee four years (1 year+3 years) to work
the invention and to resist an application for compulsory licence or
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invention, the patent will fall -
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ment could be granted only if the patentee has before the date of
the application taken adequate steps to start the working of the
invention within the country. One of the provisos makes provision
for the exclusion of the time when owing to the operation of any
enactment or orders of Government a patentee is prevented from
starting the industry or working the invention. Where the non-
working is due to such a cause it is cbvious that a patentee should
have further time to avold orders for compulsory licensing or revo-
cation. Cases however where the patentee does not work the inven-
tion because he is unwilling to comply with the conditions which the
Government might impose on him, either in regard to the manner
of working, or as regards the disposal of the manufactured articles
are however specifically excepted.

626, It will be noticed that Clause 40(1) of the Bill prowvides for
an application for a compulsory licence and for endorsement being
made only after the expiry of three yezrs from the date of the sealing
of the patent. The Patents Enquiry Committee in paragraph 51 of
their Interim Report suggested that there might not be this time lag
of three years but that applications cculd be admissible on the seal-
ing of the patent. In making that recommendation they purported
to follow the recormmendations of the Swan Committee and the draft
Bill originally prepared in the UX. But during the passage of the
Bill in the House of Lords this was altered and Scction 37 cf the Act
enabled application for compulsory iicences to be made only on
the expiry of three years from the date of the sealing of the patent.
When the Indian Patents and Designs Act, 1911 was amended by Act
32 of 1950 the amended Section 22 provided for applicaticns for com-

ulsory licence being filed only after the expiration of three years in
Fine with the provision in the UK. Act of 1940. Clause 40(1), of
the Bill follows this provision. I consider that the patentee should
be allowed a sufficient interval of time to work the patented inven-
tion after the grant of the patent and that the period of three years
for which provision has been made in the Bill is reasonable.

627. 1 also consider that the pericd of two years after the grant
of a compulsory licence or the grant of endorsement of the patent
with the words “Licences of right” which is allowed before an appli-
cation for revocation could be filed is also reasonable. In the UK.
it appears to be a matter of doubt as to whether a patent endorsed
with the words ‘Licences of right” under Scction 37 of the UK.
Patents Act, 1949 could be revoked on the ground of non-working
under Section 42 of that Act. I have endeavoured to make this point
clear in the language used in my draft of Clause 41B. ‘

628. The following draft gives effect to the above recommen--

_ dations:—

“41C. When reasanable requirements of the public deemed not
satisfied.—(1) For the purpose of the last three preced-
mg scctlons the reasonable requirements of the public
shall be deemed not to have been satistied--

(a) 1f, by reason of the default of the patentce to manu-- '

facture in India to an adequate extent and supply on:
reasonable terms the patented article or a part of the-
patented article which is necessary for its efficient

compulsory endorsement with the proviso however that the adjourn-
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